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Qpi ni on by Hanak, Admi nistrative Trademark Judge:

Co- Star Beauty Supply, Inc. (applicant) seeks to
regi ster STARDUST SALON SYSTEMS and design in the form
shown bel ow for “whol esal e distributorship of beauty sal on
equi pnent, product displays, fixtures, cosnetics, hair
accessories and hair care products, hair appliances, salon
garnents, cotton, towels, and skin care products.” The
application was filed on Septenber 25, 2002 with a cl ai ned

first use date of July 15, 2001. As a point of
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clarification, as shown in applicant’s draw ng (bel ow)
there are two “plus signs” separating the three words in
applicant’s mark. However, in the cover letter attaching
its application as well as in all of its subsequent papers
applicant never referred to the word portion of its mark as
STARDUST+SALON+SYSTEMS. Moreover, the Exam ning Attorney
never in any of her papers depicted applicant’s mark with
“plus signs.” Because both the applicant and the Exam ning
Attorney have consistently depicted the word portion of
applicant’s mark as STARDUST SALON SYSTEMS, we will do

| i kewi se.
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glardu

The Exam ning Attorney has refused registration on two
grounds. First, citing Section 2(d) of the Trademark Act,
the Exam ning Attorney refused registration on the basis
that applicant’s nmark, as applied to applicant’s services,
is likely to cause confusion with the mark STARDUST,

previously registered in typed drawing form for
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“fragrances; nanely, perfunes, col ognes and eau de
toilettes; body powders, body creans, skin and hair

| oti ons, personal deodorants and antiperspirants, bath gels
and bath soaps, |ipsticks, powder blushes, facial powders,
lip glosses, |ip balns, after shave balns, after shave

| otions, body nousses, skin cleansers, skin toners and

noi sturizers, and gift kits of the aforesaid goods for the
pronmotion of products.” Registration No. 1,998, 503.

Second, while acknow edgi ng that applicant has discl ai ned
the exclusive right to use SALON, the Exam ning Attorney
has refused registration because applicant did not disclaim
what she contends is the “descriptive wordi ng” SALON
SYSTEMS in its entirety. (Exam ning Attorney’s brief page
6) .

When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs. Applicant did not request an oral
heari ng.

W will consider first the refusal based upon the fact
that applicant has refused to disclaimthe word SYSTEMS in
its mark. As just noted, the Exam ning Attorney contends
that the term SALON SYSTEMS in applicant’s mark is nerely
descriptive of applicant’s services, and that therefore a

di sclaimer of sinply the word SALON (whi ch applicant has



Ser. No. 76453448

submtted) is insufficient. 1In order to be held nerely
descriptive, a word or termnust forthwith convey
information regarding at |east one significant quality or
characteristic of the relevant goods or services with a

“degree of particularity.” In re TMS Corporation of the

Anericas, 200 USPQ 57, 58 (TTAB 1978); In re Entennann’s

I nc., 15 USPQ@2d 1750, 1751 (TTAB 1990) aff’d unpublished

Fed. Cr. February 13, 1991.

In support of her contention that the word SYSTEMS is
nmerely descriptive of applicant’s services, the Exam ning
Attorney nerely relies upon a dictionary definition of the
word “systent first brought to the Exam ning Attorney’s
attention by the applicant. That definition is as foll ows:
“An assenbl age or conbination of things or parts formng a

conplex or unitary whole.” Random House Wbster’s

Unabridged Dictionary (2001). The Exam ning Attorney has

of fered no ot her evidence showi ng how the word SYSTEMS i s
nerely descriptive of applicant’s services.

It need hardly be said that the burden of show ng that
a word or termis merely descriptive, and thus nust be
di sclaimed, rests with the Exam ning Attorney. Based upon
this record, we find that the Exam ning Attorney has sinply
not met this burden. The Exam ning Attorney has failed to

show how the word SYSTEMS identifies any significant
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quality or characteristic of applicant’s services with the
required “degree of particularity.” Accordingly, the
refusal to register based upon applicant’s refusal to
di sclaimthe word SYSTEMS is hereby reversed. CObviously,
our reversal does not affect applicant’s disclainmer of the
descriptive word SALON. This disclainmer remains in effect.
Turning to the refusal pursuant to Section 2(d) of the
Trademark Act, we note that in any |ikelihood of confusion
anal ysis, two key, although not exclusive, considerations
are the simlarities of the marks and the simlarities of

t he goods or services. Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976) (“The fundanmental inquiry nmandated by Section 2(d)
goes to the cunulative effect of differences in the
essential characteristics of the goods [or services] and
differences in the marks.”).

Considering first the marks, we note that there is no
di spute that the word STARDUST is entirely arbitrary as
applied to either applicant’s services or the goods of the
cited registration. Applicant has never contended that the
wor d STARDUST has any neani ng or even any connotative
properties as applied to its services or the goods of the
cited registration. 1In addition, applicant has not offered

any proof showing that third parties have used the word
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STARDUST as a mark or part of a mark for any types of goods
or services, nuch | ess goods or services that are rel ated
to registrant’s goods or applicant’s services. Under such
circunstances the arbitrary mark STARDUST whi ch, based on
this record has been shown to be used only by applicant and
registrant, is considered a strong nmark entitled to “a w de

scope of protection.” 1 J. McCarthy, MCarthy on

Trademar ks and Unfair Conpetition Section 11:14 at page 11-

18 (4'" ed. 2003).

In essence, applicant has taken the strong, arbitrary
mar kK STARDUST and nerely added to it the words SALON
SYSTEMS and a design. Cbviously, in conparing applicant’s
mark and registrant’s nmark we are obligated to conpare the

marks “in their entireties.” 1In re National Data Corp.,

753 F.2d 1056, 224 USPQ 749, 750 (Fed. G r. 1985). However,
in conparing the marks in their entireties, it is

conpletely appropriate to give |l ess weight to a portion of
a mark that is nerely descriptive of the rel evant goods or

services. National Data, 224 USPQ at 751 (“That a

particular feature is descriptive ...with respect to the
rel evant goods or services is one commonly accepted
rationale for giving less weight to a portion of the
mark.”). Thus, in conparing registrant’s mark STARDUST

wi th applicant’s nmark STARDUST SALON SYSTEMS and design, we
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have accorded very little weight to the descriptive word
SALON. Moreover, while we have found that the word SYSTEMS
is not descriptive of applicant’s services, by the sane
token, it is a weak source identifier and accordingly, we
have given | ess weight to the word SYSTEMS in our

| i kel i hood of confusion analysis. Finally, with regard to
t he desi gn conponent of applicant’s mark, we note that said
desi gn conponent is not spoken.

In sum in ternms of pronunciation, we find that the
two marks are quite simlar. Obviously, applicant’s mark
woul d not be pronounced as “STARDUST SALON SYSTEMS and
design.” Rather, applicant’s mark woul d be pronounced
sinply as STARDUST SALON SYSTEMS. When so pronounced,
applicant’s mark and registrant’s narks are very simlar.
They both begin with the same strong, arbitrary word
STARDUST. Applicant’s mark then concludes with the weak
source identifying term SALON SYSTEMS.

Moreover, in ternms of connotation or neaning, the
marks are quite simlar. They both bring to m nd
“stardust.”

Finally, in terns of visual appearance, we recognize
that the design in applicant’s mark causes it to be
dissimlar fromthe registered mark. Nevertheless, this

dissimlarity in visual appearance is outwei ghed by the
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fact that the narks are quite simlar in terns of
pronunci ati on and connotati on.

Turning to a consideration of applicant’s services and
regi strant’s goods, we note that applicant’s whol esal e
distribution services feature, anong ot her products,
cosnetics, hair accessories and hair care products.

Li kewi se, registrant’s goods feature, anong ot her goods,
various cosnetics as well as specifically “hair lotions.”
In other words, certain of the goods which applicant
distributes are legally identical to certain of
registrant’s goods. For exanple, there can be no dispute
that hair lotions (one of registrant’s goods) is
enconpassed by the broader term“hair care products” found
in applicant’s description of the products which it

di stri butes.

G ven the fact that applicant’s mark is quite simlar
to registrant’s mark in ternms of pronunciation and
connotation, and given the additional fact that certain of
the products which applicant distributes are legally
identical to certain of registrant’s products, we find that
there exists a likelihood of confusion resulting fromthe
cont enpor aneous use of both marks for their respective
goods and services. Mdireover, it nust be renenbered that

to the extent that there are doubts on the issue of
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| i kel i hood of confusion, we are obligated to resolve such

doubts in favor of the registrant. In re Hyper Shoppes

Inc., 837 F.2d 463, 6 USPQ2d 1025, 1027 (Fed. Cir. 1988).
Decision: The refusal to register based on the

requi renent for a further disclainmer of the word “systens”

is reversed. The refusal to register based on Section 2(d)

of the Trademark Act is affirmed.



