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Bef ore Hohein, Walters and Holtznman, Adm nistrative Tradenark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Reaction Design has filed an application to register
the term " REACTI ON DESI GN' for "conputer software, nanely][,]
prograns delivered on nedia such as CD-ROVs and via electronic
communi cations networks for chem cal reaction sinulations,
chem cal kinetics simulations, and chem cal flow sinulations; and
user manuals and instructions sold as a unit with the above" in
International Class 9; "training in the use and operation of
software for chem cal reaction simulations, chem cal kinetics
si mul ati ons, and chem cal flow sinmulations"” in International

Cl ass 41; and "consultation in the field of nodeling chem cal
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reactions, chem cal kinetics, and chem cal flows; [and]
consultation in the field of incorporating software for chem cal
reaction sinulations, chem cal kinetics sinulations, and chem cal
flow simulations into other software environnments” in

| nternational Cass 42.°

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U. S.C. 81052(e)(1), on the
ground that, when used in connection with applicant's goods and
services, the term"REACTION DESIGN' is nerely descriptive
t her eof .

Appl i cant has appeal ed. Briefs have been filed,? but
an oral hearing was not requested. W affirmthe refusal to
register.

It is well settled that a termis considered to be
merely descriptive of goods or services, within the neaning of
Section 2(e)(1l) of the Trademark Act, if it forthwith conveys
i nformati on concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject nmatter or use

of the goods or services. See, e.qg., Inre Gyulay, 820 F.2d

' Ser. No. 76460914, filed on Cctober 22, 2002, which is based on an
al |l egation of dates of first use anywhere and in commerce of January
1, 1997 for the goods and January 1, 1996 for the services.

?As stated in his brief, "the examining attorney ... notes that the
addi ti onal search engine printouts attached to the applicant's appeal
brief, showing a printout date of Septenber 13, 2004, are untinely,
and the exam ning attorney accordingly objects to the Board's
consideration of this evidence." |nasmuch as the Exanmining Attorney's
objection is well taken, the objection is sustained and the additional
evi dence attached to applicant's brief has not been consi dered.
Trademark Rule 2.142(d). It should also be pointed out, however, that
even i f such evidence, which is basically nore of that which applicant
properly nmade of record with its request for reconsideration of the
final refusal, were to considered, it would make no difference in the
result herein.
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1216, 3 USP@2d 1009, 1009 (Fed. Cr. 1987); and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the goods or services in order for it
to be considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea
about them Moreover, whether a termis nerely descriptive is
determ ned not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used or is intended to be used on or in connection
Wi th those goods or services and the possible significance that
the termwoul d have to the average purchaser of the goods or
servi ces because of the manner of such use. See In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus, "[w] hether
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test." 1In re Anmerican
Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).

Applicant contends in its brief that "[t]he term
REACTI ON DESI GN sinply does not in any way descri be conputer
software, consulting, and training services in relation to
chem cal synthesis." According to applicant, "[t]he devel opnent
and i nplenentation of chemcal reactions is typically referred to
as either 'chemcal synthesis' or, nore broadly, as 'reaction
engineering.'"™ Cting, in particular, the results of webpages
| ocated by its search of the term "reaction engi neering" (rather

than "reaction design") using the "Google" search engine,
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applicant asserts that such evidence not only shows "[e]xtensive
use of the ... phrase in the chemcal industry to refer to
processes for devel opnent of chem cal reactions,” but that:

Not ably, not a single one of the references
identified in the ... webpages utilizes the
term"reaction design.” Therefore, it is
clear that the art considers the accepted
termfor devel opnent of chem cal reactions to
be "reaction engineering" and not "reaction
desi gn", and so would not recogni ze the

| atter phrase as referring to such processes.

Citing, in addition, definitions fromWbster's Il New

College Dictionary (1999) of (i) the word "reaction,” which is

listed as noun neani ng, anong ot her things, "4. A chem cal
transformation in which a substance deconposes, conbines with
ot her substances, or interchanges constituents with other

substances,” and (ii) the word "design," which is variously
defined, inter alia, as a verb neaning "2. To forma plan for
<desi gned a marketing strategy>" and as a noun connoting "6. A

n3

proj ect or plan, applicant insists that, [a]s seen fromthe ...
definitions of the words REACTI ON and DESI GN, none of these
definitions are used to describe or suggest conputer software,
consulting or training services of the kinds offered by

Applicant."” Instead, applicant naintains, at best "the word

*Wiile the definition of "reaction" was made of record with its
response to the initial Ofice Action, the definition of "design" was
furnished only as an attachnment to applicant's appeal brief and thus
is technically untinely under Trademark Rul e 2.142(d). Neverthel ess,
i nasnuch as the Exanining Attorney in his brief has not objected
thereto, and since in any event it is settled that the Board may
properly take judicial notice of dictionary definitions, we have
consi dered such definition. See, e.q., Hancock v. Anerican Steel &
Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953);
Uni versity of Notre Danme du Lac v. J. C. Gournet Food |nports Co.,
Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
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REACTI ON or the words REACTI ON DESI GN apply to many categories of
goods and services that are designed but that does not nake the
wor d(s) descriptive of any such goods [or services]."

As a final consideration, applicant argues that the
term " REACTI ON DESI GN' "sinply does not inmmediately convey
specific information about Applicant's ... conputer software,
consulting or training services." Reiterating its contention
that "[t]he termitself is not one that is used in the chem ca
arts," applicant asserts with respect to the evidence furnished
by the Exam ning Attorney that:

| ndeed, the only use of the phrase "reaction

design” in relation to chem cal synthesis

[ which was] identified by the Exam ning

Attorney was in a single news story (press

rel ease of 6/24/03), and even that was not a

direct quote fromthe chem st being

interviewed. As such, there is no evidence

of record to indicate that the phrase is used

in the chemcal industry, or would be

under st ood by consuners for Applicant's

product [and services] as having any

establ i shed neaning relevant to Applicant's

products [and services].

The Exam ning Attorney, on the other hand, takes the
position that the term "REACTI ON DESI GN' "i nmedi ately descri bes
t he purpose and i ntended use of the [applicant’'s] software and
services, i.e. that they can be used in the design of chem ca
reactions.” Relying on dictionary definitions which he made of

record from The Anerican Heritage Dictionary of the English

Language (4th ed. 2000), which in relevant part |list the word

"design" as a verb neaning, anong other things, "2. To plan out

505 (Fed. Cir. 1983); and Marcal Paper MIIls, Inc. v. American Can
Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).
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in a systematic, usually graphic form design a building; design
a conputer program" the Exam ning Attorney urges that:

Applicant's software for chem cal reaction

si mul ati ons, chem cal kinetics sinulations,
and chem cal flow simulations allows a user
to "design," or "plan out in systemati c,
usual ly graphic form™" such reactions. As
such, the [applicant's] mark is nerely
descriptive of the goods. Likew se, the mark
is descriptive of services involving reaction
desi gn software, nanely, training in the use
of such software and consul ting regarding
such software.

Wth respect to applicant's argunent that "the common
termfor the goods/services is 'reaction engineering' rather than
"reaction design,'" the Exam ning Attorney contends that the
"printouts of several pages of 'hits' fromthe Google search
engi ne show ng usage of the term'reaction engineering' " is not
probative evidence that the term "REACTION DESIGN' is lacking in
descriptive significance. |In particular, the Exam ning Attorney
mai ntai ns that:

[ S]ince the actual text of the web pages that

these hits link to was not included, it is

uncl ear what the term "reacti on engi neering"

means. The exam ning attorney submts that

the search engine report fails to show that

"reaction engineering” is the proper termto

refer to the applicant's goods and servi ces.

Rat her, it sinply denonstrates the existence

of the term

In contrast, the Exam ning Attorney insists that he
"has shown via printouts fromthe Lexis-Nexis database and via
evidence fromthe Internet (both attached to the final refusal)
that 'reaction design' is an industry termand that other

entities are involved in the design of reactions or the creation



Ser. No. 76460914

of software for reaction design." O the excerpts nade of
record, the followng are particularly relevant (enphasis added):

"[ CEM Cor poration and Synt hemati x] | nc.
announced today that they have entered into a
strategic alliance to co-develop a software
pl at f or m based on Synthemati x's Arthur
Suite(TM of reaction planning tools and
CEM s ChenDriver(TM reaction nonitoring
software for its line of systens designed for
m cr owave- enhanced |ife science applications.

The software package will be the first
tool to truly provide the market a
conbi nati on of database, search engine,
reaction design, and instrunent control
package. The software package will be
designed to function as electronic
institutional nmenory for the chem stries
devel oped within an organization over tine."
-- PR Newswi re, Cctober 27, 2003;

"Dr. Charette has distinguished hinself
in the area of asymmetric processes.
He has al so devi sed conceptually novel
approaches to catal yst and reaction design
with inportant applications in al pha-chiral
am ne synthesis and pi peridines which are
i mportant subunits of bioactive conpounds.™
-- PR Newsw re, June 24, 2003; and

“reaction design
In addition to maki ng new nol ecul es,
sonetines we are interested in making new

reactions. |In sonme cases we are trying to
desi gn unique catalysts to help carry out
difficult transformations. [In other

applications we are trying to control
specificity through internol ecul ar
cooperativity. W are tackling sone

i nportant synthetic processes, reinventing
ways of perform ng functional group
transformations within the framework of G een
Chem stry." -- website of the "Center for
Green Chem stry," undated, which al so sets
forth the term"reaction design" in a |list of
topics which includes "solar energy devices";
"non-coval ent derivatization"; "polyner

chem stry"; "nmedicinal chem stry"; and
"educational research."
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According to the Exam ning Attorney, inasmuch as "[a]ll of this

shows that 'reaction design' is a comon industry termto refer

to design of chem cal and other types of reactions,” and "[s]ince

applicant's software perforns this function, and applicant's
servi ces involve teaching and consul ti ng about reaction design
and reaction design software, the [applicant's] mark is nerely
descriptive of the goods and services."

Finally, "[a]s further evidence that applicant intends
its software and services to be used in [the] design of chem ca
reactions,”" the Exam ning Attorney made of record "several
printouts fromapplicant's own web site.” One of such excerpts,
we observe, provides the follow ng information concerning
applicant's goods and services:

In an industry dom nated by conpetitive
process technol ogies, kinetic nodeling is
essential in streamining research and
devel opnent. To inprove yield while avoiding
unwant ed by products and prol ongi ng catal yst
life, Reaction Design's powerful software
tools and consulting services offer a state-
of -t he-art engi neering approach. Wether we
devel op custom zed kinetic nodels of your
existing facility, apply reactor nodeling
toward optim zing plant operation, or devel op
nmodel s for use in the design of new
facilities, we help our custoners succeed in
t he gl obal chem cal industry.

Consul ting services can range from
devel opnent of custom CHEMKI N nodel s or
chem cal nechani sns to devel opnent of system
| evel nodels that point out key areas for
i nprovenent and can be mai ntained onsite for
conti nued use.

Anot her such excerpt, we note, sets forth the follow ng " Conpany
i nformati on" about applicant and its business:

Reaction Design, Inc. is the exclusive
devel oper and distributor of CHEMKIN, the de
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facto standard for nodeling of gas and
surface-phase chem stry. Today, as both a
sof tware devel oper and a services provider,
we focus on reactor and conbustor design and
i nprovenent. Qur worl d-cl ass engi neers,
chem sts, and programers have expertise that
spans nulti-scale engineering fromthe

mol ecule to the plant. W incorporate our
reactor nodels into our custoners' design
envi ronnents, drawi ng on our experience with
a variety of sinulation tools, and reaction
chem stries.

W remain conmitted to the devel opnent

of a conprehensive and easy-to-use set of

software simulation tools, and also to

provi di ng expert consulting services to

conpanies in order to deliver software-based

solutions to specific chem cal process

probl enms. These software products and

consul ting services help our over 150

governnent and industrial custoners devel op

better products faster, at |ower costs, and

W th mnimzed i npact on the environnent.

The Exam ning Attorney, in addition, notes in
particular that a third excerpt states that applicant "provides
"better reactions, by design'" and maintains, as to a fourth
excer pt which bears the caption "Background," that such
"indicates that the applicant markets, supports, enhances and
expands the CHEMKI N software which aids in 'the design of
processes that utilize chemcal reactions.'" He concludes that
"REACTI ON DESIGN, therefore, is clearly nerely descriptive of
software that aids in the design of chem cal reaction processes.”

Upon consi deration of the evidence and argunents

presented,* we agree with the Examining Attorney that, when

“ W note that applicant has not criticized the evidence offered by the
Exami ning Attorney on the ground that sonme of the excerpts are of
limted probative val ue because their source is a wire service rather
than a trade journal or other technical publication directed to the
field of comrercial and industrial chemical processes. See, e.g., In
re Appetito Provisions Co. Inc., 3 USPQ@d 1553, 1555 (TTAB 1987) at n.
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considered inits entirety, the term"REACTION DESIGN' is nerely
descriptive of applicant's "conputer software ... for chem cal
reaction sinulations, chem cal kinetics sinulations, and chem cal
flow sinmulations ..." as well as its "training [services] in the
use and operation of" such software and its "consultation
[services] in the field of nodeling chem cal reactions, chem ca
ki netics, and chemcal flows .... [and] in the field of

i ncorporating software for chem cal reaction sinulations,

chem cal kinetics simulations, and chem cal flow simulations into
ot her software environnents." Specifically, it is clear fromthe
record that, as contended by the Exam ning Attorney, "applicant's
software and services are intended for use in designing chem cal
reactions” for industrial and comrercial applications. The term
"REACTI ON DESI GN' i mmedi ately conveys, w thout specul ation or
conjecture, that the purpose or subject matter of applicant's
goods and services is the design of chem cal reactions. Nothing
in such termis incongruous, anbi guous or suggestive, nor is
there anything which would require the exercise of inmagination,
cogitation or nental processing, or necessitate the gathering of
further information, in order for the nerely descriptive
significance thereof to be readily apparent to custoners and
users of applicant's goods and services. |Instead, to chem sts,

chem cal engi neers and others involved in designing, nodeling

6 and Inre Men's Int'l Professional Tennis Council, 1 USPQ2d 1917,
1918-19 (TTAB 1986). Nonetheless, in light of the ready availability
of the Internet, we find that the wire service excerpts relied upon by
the Examining Attorney are of sonme probative value in that they are

i ndicative of the significance of the term"REACTION DESIGN' to at

| east those who wite about devel opnents in the field of chenical

10
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and/ or sinulating of chem cal reactions, the term " REACTI ON
DESI GN' conveys forthwith that applicant's software, training
services and consultation services are for use in the field of
chem cal reaction design

Moreover, as to applicant's argunent that "[t]he
devel opnent and inplenentation of chem cal reactions is typically
referred to as either 'chem cal synthesis' or, nore broadly, as

'reaction engineering, suffice it to say that even if, for
i nstance, potential conpetitors of applicant are able to describe
or advertise the sane or simlar goods and services by terns
ot her than "REACTION DESI G\, " that does not nean that such term
is not nerely descriptive of applicant's goods and servi ces.
See, e.d., Roselux Chemcal Co., Inc. v. Parsons Amoni a Co.
Inc., 299 F.2d 855, 132 USPQ 627, 632 (CCPA 1962). Thus, even if
applicant is in fact the first and/or only user of the term
"REACTI ON DESI GN' in connection with its software and training
and consultation services, it is well settled that such does not
entitle applicant to the registration thereof where, as here, the
term has been shown only to inmmediately convey a nerely
descriptive significance in the context of applicant's goods and
services. See, e.d., In re National Shooting Sports Foundati on,
Inc., 219 USPQ 1018, 1020 (TTAB 1983); and In re Mark A Goul d,
M D., 173 USPQ 243, 245 (TTAB 1972).

Deci sion: The refusal under Section 2(e)(1l) is

af firned.

reaction design. See, e.d., Inre Cell Therapeutics Inc., 67 USPQd
1795, 1797-98 (TTAB 2003).

11



