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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Northern Safety Co., Inc.

Serial No. 76462786

G Franklin Rothwell, Carla C. Cal cagno, and Anne M Sterba of
Rot hwel | , Figg, Ernst & Manbeck P.C. for Northern Safety Co.,
I nc.

Julie A Watson, Trademark Exam ning Attorney, Law O fice 113
(Cdette Bonnet, Managi ng Attorney).

Bef ore Hohein, Holtzman and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Northern Safety Co., Inc. has filed an application to
regi ster on the Principal Register the mark "NORTHERN SAFETY CO.

I NC." and design, as reproduced bel ow,

ORTHERN

Safety co. In

for "retail and whol esale store services in the field of
i ndustrial and safety equi pnent, products and supplies via a

catal og, mail orders and the Internet.""

' Ser. No. 76462786, filed on Cctober 25, 2002, which is based on an
all egation of a date of first use anywhere and in conmmerce of Novenber
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that
applicant's mark, when applied to its services, so resenbles the
foll owi ng marks, which are registered by the sane regi strant on
the Principal Register for the services set forth below, as to be
likely to cause confusion, or to cause mistake, or to deceive:”’

(1) the mark "NORTHERN TRACTOR & POVER'
and design, as illustrated bel ow,

(34 Northern
ydl TRACTOR & POWER

which is registered for "retail store
services and nail order catal og services in
the fields of tractors, forklifts, machinery,
hydraul i c equi pnrent and parts and accessories
therefor, gas generators and parts and
accessories therefor, diesel generators and
parts and accessories therefor, |og
splitters, agricultural and | andscape

equi pnent and parts and accessories therefor,
mat eri al handling products, |awn and garden
products, water punps, pressure washers and
parts and accessories therefor, tires and
trailers";?®

1998. The words "SAFETY CO INC. " are disclained. The stippling is
for shadi ng purposes only and does not represent col or.

? Registration also has been finally refused on the basis of Reg. No.
1, 368, 651, which issued to a different registrant on Novenber 5, 1985
for the mark "NORTHERN BLOAER' and design for "industrial air handling
equi pnent; nanely, blowers and parts therefor." However, while such
regi stration has been renewed and thus is subsisting, the Exam ning
Attorney states in her brief that, "[a]fter further consideration of
the applicant's argunents, the refusal to register applicant's mark
under Section 2(d) of the Trademark Act on the grounds that it so
resenbl es Registration No. 1368651 is WTHDRAWN." I n view thereof, no
further consideration will be given to such registration as a possible
bar to the mark which applicant seeks to register.

° Reg. No. 2,541,529, issued on February 19, 2002, which sets forth a
date of first use anywhere and in commerce of March 2000. The terns
"TRACTOR & PONER' are disclained. The mark is described as consisting
of the terns "' NORTHERN TRACTOR & PONER and a stylized design of a
tire and lightning bolt."
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(ii) the mark "NORTHERN, " in standard
character form which is registered for
"retail store services and nail order catal og
services in the fields of hand tools,
el ectric power tools, air-powered tools,
abrasi ves, machi nery, hydraulic equi pnent and
parts and accessories therefor, gas engi nes
and gas generators and parts and accessories
t herefor, diesel engines and diesel
generators and parts and accessories
therefor, electric notors, inverters, w nd
turbines, log splitters, log splitting wedges
and parts and accessories therefor,
agricultural and | andscape equi pnent and
parts and accessories therefor, solar lights
and panels, material handling products,
kerosene, propane and electric heaters,
chai nsaws, pet and pest control products,
| awn and garden products, work clothing,
gl oves, tarpaulins and accessories therefor,
straps and tie downs, air conpressors and
accessories therefor, parts washers,
sandbl asting tools and accessories therefor,
wel ders and wel ding parts and accessori es,
nmetal fabrication products, parts and
accessories, lighting products, painting
products, propane products, outdoor, canping
and recreational products and cl ot hing, two-
way radios, go karts and parts and
accessories therefor, parts and accessories
for all terrain vehicle[s], recreational
vehi cl es and parts and accessories therefor,
aut onotive products, parts and accessori es,
bearing drives and accessories, water punps,
pressure washers and parts and accessories
therefor, tires, cleaning and mai ntenance
equi pnent and supplies, testing equi prment,
trailers and parts and accessories therefor,
toys and accessories, security equi pnent and
accessori es, [and] meat processing equi pnent
and accessories";

(ti1) the mark "N NORTHERN TOOL &
EQUI PMENT CO." and design, as depicted bel ow,

<2 NORTHERN
/ ‘v‘v’ Tool & Equipment Co.

‘ Reg. No. 2,441,069, issued on April 3, 2001, which sets forth a date
of first use anywhere and in conmerce of January 1981.
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which is registered for "retail store
services and nmail order catal og services in
the fields of hand tools; electric power
tools; air-powered tools; nmachinery;
hydraul i ¢ equi pnrent and parts and
accessories; gas engines and gas generators
and parts and accessories therefor; diesel
generators, parts and accessories therefor;
electric notors; inverters; w nd turbines;
log splitters; | og wedges and parts and
accessories therefor; agricultural and

| andscape equi pnent and parts and accessories
therefor; solar lights and panels; materi al
handl i ng products; kerosene, propane and

el ectric heaters; chainsaws; pet and pest
control products; |awn and garden products;
wor k clothing; gloves; tarpaulins; air
conpressors and accessories; parts washers;
sandbl asting tools and accessories; welders
and wel ding parts and accessories; netal
fabrication products, and parts and
accessories; lighting products; painting
products; propane products; outdoor, canping,
hunting and recreational products and

cl othing products therefor; two-way radios;
go-karts and parts and accessories therefor;
all terrain vehicle and recreational vehicle
products, parts and accessories; autonotive
products, parts and accessories; water punps;
pressure washers, and parts and accessori es;
tires[;] maintenance and testing equipnent,;
and, trailers, and parts and accessories";”’
and

(1v) the mark "NORTHERN TOOL & EQUI PVENT
CO " and design, as shown bel ow,

NORTHERN
Tool & Equipment Co.

which is |ikew se registered for the sane
retail store services and nmail order catal og
services as set forth above with respect to
the registration for the mark "N NORTHERN
TOOL & EQUI PMENT CO " and design.®

°* Reg. No. 2,289,006, issued on Cctober 26, 1999, which sets forth a
date of first use anywhere and in commerce of August 1, 1998. The
terns "TOOL & EQUI PMENT CO. " are discl ai nmed.

° Reg. No. 2,289,007, issued on Cctober 26, 1999, which sets forth a
date of first use anywhere and in comerce of August 1, 1998. The
terms "TOOL & EQUI PMENT CO " are discl ai ned.
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Appl i cant has appeal ed. Briefs have been filed and an
oral hearing was held. W reverse the refusal to register with
respect to the three cited "NORTHERN' and design marks but affirm
such refusal as to the cited "NORTHERN' mark in standard
character form

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any |likelihood of confusion
anal ysis, two key considerations which are usually involved are
the simlarity or dissimlarity in the goods and/or services at
issue and the simlarity or dissimlarity of the respective marks
intheir entireties.” Nonetheless, inasnuch as applicant, as
poi nted out by the Exam ning Attorney in her brief, "does not

ns8

dispute the simlarities of the services"” and, "[i]n fact, the

n9

services [at issue] are identical at least in part, the primary

" The court, in particular, pointed out that: "The fundamental inquiry
mandat ed by 82(d) goes to the cumul ative effect of differences in the
essential characteristics of the goods [and/or services] and
differences in the marks." 192 USPQ at 29.

° Applicant, as discussed |later herein, enphasizes instead the du Pont
factor concerning the conditions under which and buyers to whom sal es
are nmade, asserting that custonmers for the respective services are
careful, sophisticated purchasers rather than inpul sive buyers.

° Specifically, the Examining Attorney notes in her brief that
(enphasis in original):
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focus of our inquiry is accordingly on the simlarity or
dissimlarity of the respective marks in their entireties.
Applicant argues in its initial brief that, in view of
t he evidence which it has made of record, confusion is not
likely. Specifically, applicant maintains that not only do it
and the cited registrant "use NORTHERN in their marks to suggest
t heir busi nesses' regional origin," but the record shows that
"[ b] ecause of this, twenty-seven different parties have used or
registered thirty (30) trade nanes and marks for the same goods”
sold by the cited registrant through its retail store services
and mail order catal og services (italics in original). GCting
also, for the first time inits initial brief, a definition from

Webster's Il New Collegiate Dictionary (1999) which at 747

defines "northern" as "1. Located toward, in, or facing the
north. 2. Coming fromthe north, as a wwnd. 3. Gowng in the
North,"* applicant contends that because such term "projects an
ordinary nmeaning in the English | anguage,” purchasers of

applicant's and the cited registrant's services will assune that

As the excerpts fromthe applicant's website and
attached to the final Ofice action ... indicate, the
i ndustrial and safety equi pnment sold by applicant includes
the followi ng goods (all sold by the registrant): electric
power tools, hydraulic tools, material handling equipnent,
i ndustrial work clothing and gl oves, power washers
generators, drive notors, lighting equi prent and painting
equi pnent .

" While such definition is technically untinmely under Trademark Rul e
2.142(d), we have nonet hel ess considered it inasnuch as it is settled
that the Board may properly take judicial notice of dictionary
definitions. See, e.qg., Hancock v. Anerican Steel & Wre Co. of New
Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953); University of
Notre Danme du Lac v. J. C. Gournmet Food Inports Co., Inc., 213 USPQ
594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr.
1983); and Marcal Paper MIls, Inc. v. Anerican Can Co., 212 USPQ 852,
860 n. 7 (TTAB 1981).
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the term "NORTHERN' is being used in the respective marks to
suggest regional origin. Consequently, and as shown by the
appreci abl e nunber of third-party registrations and/ or uses of
mar ks whi ch consi st of or include such term applicant insists
t hat when encountering the marks at issue herein, "purchasers
will rely on elenments other than NORTHERN to di stinguish source.”
In particular, applicant relies in its initial brief on
the follow ng propositions, citing as support therefor the
sections of the TMEP noted below (italics in original):

Precedent teaches that a party may rely
on evidence of third[-]party registrations to
show that a shared portion of two marks is
i nherently weak or diluted. Specifically,
TMEP Section 1207.01(d)(iii) teaches that:

Third-party registrations may be
rel evant to show that the mark or a
portion of the mark is descriptive,
suggestive, or so commonly used
that the public will | ook to other
el ements to distinguish the source
of the goods or services.

Precedent al so teaches that where, as
here, a termis weak or highly suggestive,
consuners can easily distinguish between
mar ks containing a common term by even
descriptive additions to the term Id.
Specifically, TMEP 81207.01(b)(iii) states
t hat :

Exceptions to the above stated
general rule [that adding a termto
a comon portion of two marks does
not prevent confusion] [...] may
arise if: ... (2) the matter comon
to the marks is not likely to be
per cei ved by purchasers as

di stingui shing source because it is
nerely descriptive or diluted.

[...]
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Here, applicant asserts, it has shown that the term "NORTHERN' is
di l uted, and hence weak, by making of record Internet
advertisenments from"twenty-one different entities" in allegedly
the sane fields as those of the cited registrant, e.g., NORTHERN
SUPPLY for safety and tooling supplies; NORTHERN LI GHTS for
el ectrical generator power sets; and NORTHERN LI GHTS VEH CLES f or
safety supplies” (italics in original). Applicant stresses that
"[mMost, if not all, of these nunerous listed entities which are
using 'NORTHERN in their trade nanes originate in Canada, the
Northern United States or the northern part of a State" and thus
such entities "use the termin their marks and names in its
regional sense, i.e., torefer to the fact that the respective
busi nesses and organi zations are | ocated in the Northern United
States or Canada."

Based t hereon, applicant further urges in its initial
brief that:

Thi s evi dence shows that the public has

been exposed to references to NORTHERN in

both trade nanmes and marks. Fromthis, the

Board can infer that the public would not

regard NORTHERN as such an unusual termin a

trade nane or mark that they woul d expect al

conpanies with NORTHERN in their names to be

related, or all products or services with

NORTHERN in their marks to enmanate from a

si ngl e source.
Applicant also cites therein the follow ng | anguage fromlin re
Br oadway Chi cken Inc., 38 USPQ2d 1559, 1565-66 (TTAB 1996), in
arguing in favor of the registrability of its mark: "Evidence of

W despread third-party use, in a particular field, of marks

containing a certain shared termis conpetent to suggest that
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purchasers have been conditioned to | ook to other elenents of the
mar ks as a neans of distinguishing the source of goods or
services in the field."

In light of all of the above, applicant asserts that

its mark and the cited registrant's marks, when considered in

their entireties, "neither | ook alike nor sound alike,” "[n]or do
t hey project the sane neaning.” Noting, noreover, that such
mar ks overall "project differing commercial inpressions,”

applicant specifically points out that its mark "is a stylized
version of the word 'Northern' together with the words 'Safety
Co. Inc.' in a distinctive design,” while the cited registrant's
conposite marks include either the ternms "'Northern Tractor &
Power' ... acconpanied by a tractor wheel in notion representing
power and even friction" or sinply feature the ternms "Tool &
Equi prent” with or without a stylized depiction of the letter
"N." As such, applicant insists that inits mark the term nol ogy
"*Northern Safety' inplies a conmpany selling devices that
protect” or "a conpany selling safety devices,” while in the
cited registrant's conposite marks it is respectively the case
that the phrase "' Northern Tractor' inplies a conpany selling
tractors and tractor supplies” and |ikew se the | anguage "Tool &
Equi prrent " denotes a conpany marketing those kinds of products.
Lastly, applicant contends in its initial brief that,
"[mMost inmportantly, purchasers will not confuse NORTHERN SAFETY
CO. INC and Design and the [cited] registered marks because
Applicant sells only to discrimnating purchasers.”™ Applicant

argues that as proof that it "sells to sophisticated consuners,
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one need only refer to the Applicant's recitation of services,"
asserting that purchasers of "industrial and safety equi pnment”
woul d "exercise great care in selecting such equi pmrent as lives
and health will depend on it."™ In particular, applicant contends
that (italics in original):

The reason that sophisticated consuners
wi Il not be confused is that no reason to
correlate the ... [respective] marks exists.
Except for the term NORTHERN, the marks
nei ther | ook alike, nor sound alike, nor have
the sanme neaning. The Examiner has failed to
present any theory why sophisticated
purchasers will confuse the marks.

The Exam ning Attorney, on the other hand, asserts in

her brief that confusion is |ikely because the marks at issue

all share the identical dom nant word NORTHERN." Applicant, the
Exam ni ng Attorney notes, does not argue to the contrary but,

i nstead, "argues that the term NORTHERN i s weak and dil uted" and
that the respective nmarks "create different overall comrerci al

i npressions."” However, as to the third-party registrations
relied upon by applicant as evidence of the weakness of the term
"NORTHERN, " the Exam ning Attorney maintains that (underlining in
original):

Prior decisions and actions of other :

exam ning attorneys in registering different
mar ks are without evidentiary value and are
not bi nding upon the Ofice. Each case is
decided on its own facts, and each mark
stands on its own nerits. AM Inc. v.
Anerican Leisure Products, Inc., 177 USPQ
268, 269 (C.C.P.A 1973); ... In re National
Novi ce Hockey League, Inc., 222 USPQ 638, 641
(TTAB 1984)

Moreover, a review of these third party

registrations indicates that all but one of
them are for specific goods and not for

10
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retail or whol esale store services. The one
third[-]party registration that is for retai
services ... was cancelled on July 3, 2004.
Still further, several of these marks when
consi dered as a whole present a conpletely
different comercial inpression. For
exanpl e, Registration No. 1232499 for the
mark NORTHERN LIGHTS is a third[-]party

regi stration containing the word NORTHERN but
when viewed as a whole creates its own
separate overall neaning and comerci al

I npr essi on.

.. In the present case, all of the
thlrd[ ]party registrations containing the
word NORTHERN (but for one cancelled
regi stration) are for various goods but NO
specific retail services for industrial and
saf ety equi pnent, products and supplies
simlar to either the applicant['s] or [the
cited] registrant[']s. In fact, the only
mar ks contai ning the word NORTHERN for highly
simlar [and identical in part] retail and/or
whol esal e services are the applicant['s] and
the cited registrant[']s.

In addition, as to the Internet advertisenents relied
upon by applicant to further denonstrate the asserted weakness of
the term "NORTHERN, " the Exam ning Attorney urges that:

By doing this, applicant seeks to introduce
collateral evidence that is of little
probative value. This is inappropriate in an
ex parte proceeding. TMEP 81207.01(d)(iv).
Section 7(b) of the Trademark Act, 15 U.S.C.
81057(b), provides that a certificate of

regi stration on the Principal Register shal
be prima facie evidence of the validity of
the registration, of the registrant's
ownership of the mark and of the registrant's
exclusive right to use the mark in commerce
in connection with the goods or services
specified in the certificate. During ex
parte prosecution, an applicant will not be
heard on matters that constitute a collatera
attack on the cited registration. See In re
D xi e Restaurants, 105 F.3d 1405, 41 UsSPQd
1531 (Fed. Gr. 1997); In re Calgon Corp. 435
F.2d 596, 168 USPQ 278 (C. C. P. A 1971)

11
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However, as applicant correctly points out inits reply brief, it
is sinply not the case that "considering evidence of third-party
use in a ex parte proceeding inpermssibly collaterally attacks
the cited registrations.” Applicant plainly is not arguing that
the cited registrations are invalid because the marks which are

t he subjects thereof are, for instance, either primarily
geographical ly descriptive or deceptively m sdescriptive; rather
applicant contends that such marks are weak, and hence entitled
to a narrow scope of protection, because the term " NORTHERN'
therein is highly geographically suggestive, as shown by the

di cti onary neani ng thereof, the nunerous third-party

regi strations of marks which consist of or contain such term and
t he not insubstantial nunber of third-party usages of such marks.
Accordingly, it is proper to consider the Internet advertising
made of record by applicant along with the dictionary and third-
party registration evidence.

In any event, the Exami ning Attorney additionally
argues that, "[e]ven if applicant has shown that the [term
NORTHERN in the] cited mark[s] is 'weak,' such marks are stil
entitled to protection against registration by a subsequent user
of the same or simlar mark for the sanme or closely rel ated goods
or services." Here, the Exam ning Attorney insists, "[t]he term
NORTHERN i s not weak with regard to the rel evant services”
inasnmuch as the cited "registrant's marks are the only marks on
the register that contain the term NORTHERN in rel ationship to
the applicant's and registrant's recited services." Furthernore,

t he Exam ning Attorney contends that:

12
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The overall commercial inpression of the
marks is the sane. Registration No. 2441069
is [for] the typed drawing [of the mark]
NORTHERN. Registration of a mark in typed or
standard character form neans that the mark
may be displayed in any lettering style. 37
CF.R 82.52(a). The rights associated with
a mark in typed or standard character form
reside in the wording itself, and the
registrant is free to adopt any style of
lettering, including lettering identical to
that used by applicant. Therefore,
applicant's presentation of its mark in
special formw Il not avoid |ikelihood of
confusion with a mark that is registered in
typed or standard character form because the
mar ks presumably coul d be used in the same

manner of display. See ... Inre Pollio
Dairy Prods. Corp., 8 USPQ2d 2012 (TTAB
1988); ... [s]ee also TMEP 81207.01(c)(iii).

Wth regard to Registration Nos.

2541529, 2289007 and 2289006, a review of the

mar ks [which are the subjects thereof]

denonstrates that the marks DO create the

sane overall commercial inpression. The

applicant's mark and the registrant's marks

all have the dom nant word NORTHERN appeari ng

in larger font and on top of highly

descriptive and/or generic wording that

appears directly below and in smaller font.

In view of the above, and citing, inter alia, Century
21 Real Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
UsP2d 1698, 1701 (Fed. Cir. 1992), for the proposition, as
stated therein, that "[w hen marks woul d appear on virtually
i dentical goods or services, the degree of simlarity necessary
to support a conclusion of likely confusion declines,” the
Exam ni ng Attorney concludes that confusion is likely from
cont enpor aneous use of the marks at issue herein in connection
with services which are not only highly simlar but in fact are
identical at least in part. The Exam ning Attorney, noreover,

adheres to her conclusion, notw thstanding applicant's argunent

13



Ser. No. 76462786

that the custoners for its services and those of the cited

regi strant are generally careful and discrimnating buyers.
Specifically, citing In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB
1988); In re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB
1983); and TMEP 81207.01(d)(vii), she maintains that "[t]he fact
t hat purchasers are sophisticated or know edgeable in a
particular field does not necessarily nean that they are

sophi sticated or know edgeable in the field of trademarks [or
service marks] or imune from source confusion.” Finally, citing
In re Hyper Shoppes (Chio) Inc., 837 F.2d 840, 6 USPQ2d 1025,
1026 (Fed. Cir. 1988), the Exam ning Attorney adds that "[a]ny
doubt regarding a |ikelihood of confusion nust be resolved in
favor of the prior registrant.”

Upon consi deration of the evidence and argunents
presented, we concur with applicant that contenporaneous use of
its "NORTHERN SAFETY CO. INC. " and design mark in connection with
"retail and whol esale store services in the field of industrial
and safety equi pnent, products and supplies via a catal og, mai
orders and the Internet” is not likely to cause confusion with
any of the cited registrant's "NORTHERN' and design marks for
various "retail store services and mail order catal og services."
Specifically, we agree that in view of both (i) the denonstrated
weakness of the term "NORTHERN," as shown by its geographi cal
suggestiveness as well as the use thereof in an appreciable
nunber of marks by third parties, and (ii) the differences in the
desi gn el enents and associ ated descriptive wording, in each

i nstance, between applicant's mark and the cited registrant's

14
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"NORTHERN TRACTOR & POVER' and design mark, its "N NORTHERN TOOL
& EQUI PMENT CO. " and design mark and its "NORTHERN TOOL &

EQUI PMENT CO. " and design mark, such marks are distingui shabl e.
Thus, and given that the respective services, although identical
in part and otherwise commercially related as applicant has
conceded, woul d i ndeed be sold principally to sophisticated and
di scrim nating purchasers, the overall differences in appearance,
sound, connotation and conmercial inpression in applicant's mark
and the cited registrant's "NORTHERN' and desi gn narks are
sufficient to preclude a |ikelihood of confusion.

We are constrained to find, however, that confusion is
likely fromthe use by applicant of its mark for its services
cont enporaneously with the use by the cited registrant of its
mar kK "NORTHERN' in standard character formfor its identical in
part and otherwi se commercially related "retail store services
and mai|l order catalog services.” |In particular, we note in this
regard that the cited registrant’'s "NORTHERN' mark nust be
consi dered substantially simlar in appearance to applicant's
"NORTHERN SAFETY CO. INC. " and design mark, given that such marks
nmust be considered identical in their manner of display of the
term "NORTHERN. " The reason therefor is that the cited
regi strant’'s "NORTHERN' mark, being registered in standard
character or typed format, covers the display of the term
"NORTHERN' in any reasonable stylization of lettering--including
a slanted display of all capital block letters of the same size
except for a significantly larger first letter "N'--utilized by

applicant in its mark for the sane term See, e.qg., Phillips

15
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Petroleum Co. v. C. J. Wbb, Inc. 442 F.2d 1376, 170 USPQ 35, 36
(CCPA 1971) [a mark registered in typed or standard character
formis not limted to the depiction thereof in any speci al
form; and I NB National Bank v. Metrohost Inc., 22 USPQ2d 1585,
1588 (TTAB 1992) ["[a]s the Phillips Petrol eum case nmakes cl ear,
when [an] applicant seeks a typed or block letter registration of
its word mark, then the Board nust consider all reasonable
manners in which ... [the word mark] could be depicted"]. It
consequently is not a valid argunent to contend that there is a
di stingui shabl e difference in appearance between applicant's mark
and the cited registrant's "NORTHERN' nmark. See, e.g., Squirtco
v. Tony Corp., 697 F.2d 1038, 216 USPQ 937, 939 (Fed. Cir. 1983)
(italics in original):

[ T] he argunment concerning a difference

in type style is not viable where one party

asserts rights in no particular display. By

presenting its mark nerely in a typed

drawi ng, a difference cannot legally be

asserted by that party. .... Thus, ... the

di spl ays nust be considered the sane.

Moreover, applicant's mark and the cited registrant's
"NORTHERN' mark are substantially simlar in sound, connotation
and comrercial inpression. Wile it is indeed the case that such
mar ks nmust be considered in their entireties, including the
descriptive words "SAFETY CO. INC." in applicant's mark, our
principal reviewing court has indicated that, in articulating
reasons for reaching a conclusion on the issue of |ikelihood of
confusion, "there is nothing inproper in stating that, for

rati onal reasons, nore or |ess weight has been given to a

particular feature of a mark, provided [that] the ultimte

16
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conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224 USPQ
749, 751 (Fed. Cir. 1985). For instance, according to the court,

"that a particular feature is descriptive ... with respect to the
involved ... services is one conmmopnly accepted rationale for
giving less weight to a portion of a mark ...." 1d.

Here, in light of the descriptive words "SAFETY CO
INC." in applicant's mark, we agree with the Exam ning Attorney
t hat, when such mark is considered as a whole, the dom nant and
di stingui shing portion thereof is the word "NORTHERN, " which is
identical to the entirety of the cited registrant's "NORTHERN'
mark. Furthernore, because the latter mark contains no
addi ti onal el enent by which even sophisticated purchasers could
differentiate such mark fromapplicant's mark, the marks overal
are substantially simlar in sound, appearance and connotation
and project essentially the sanme commercial inpression. Thus,
even though the term "NORTHERN, " as denonstrated by applicant, is
considered a weak termdue to its geographi cal suggestiveness, it
is still the case that, when used in connection with services
which are identical in part and otherwi se comercially rel ated,
confusion as to the source or sponsorship of such services is
likely to occur.

Mor eover, as noted previously, while purchasers of the
respective services would undoubtedly be sophisticated in that
t hey woul d be know edgeabl e as to their equipnment needs and
safety requirements, it nevertheless is well settled that the

fact that buyers may exercise care and deliberation in their
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choi ce of services and the goods offered thereby "does not
necessarily preclude their m staking one ... [service mark] for
another” or that they otherwise are entirely inmune from
confusion as to source or sponsorship. Wncharger Corp. v.

Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA 1962). See
also In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988); and In re
Pellerin Ml nor Corp., 221 USPQ 558, 560 (TTAB 1983). Such would
especially be the case where, as here, applicant’'s "NORTHERN
SAFETY CO. INC." and design mark and registrant's "NORTHERN' mark
are so substantially simlar that they basically differ only as
to the presence of the descriptive words "SAFETY CO. INC." in
applicant's mark. Confusion is thus likely fromthe use thereof
in connection with services which are identical in part and
otherwise commercially related. As indicated in In re Research &
Trading Corp., 793 F.2d 1276, 230 USPQ 49, 50 (Fed. Cir. 1986):

Appel I ant' s argunent that purchasers of
safety devices woul d not be confused because
of the care they would be expected to
exercise in the selection of that equi pnent
is not persuasive in view of the very close
simlarity between the marks. That the
rel evant class of buyers may exercise care
does not necessarily inpose on that class the
responsi bility of distinguishing between
simlar trademarks for simlar goods. "Human
menories even of discrimnating purchasers
... are not infallible." Carlisle Chem ca
Wrks, Inc. v. Hardman & Hol den Ltd., 434
F.2d 1403, 1406, 168 USPQ 110, 112 (CCPA
1970). Sophi stication of buyers and
purchaser care are rel evant considerations
but are not controlling on this factual
record.

Deci sion: The refusal under Section 2(d) is reversed

Wth respect to the three cited "NORTHERN' and desi gn marks but
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such refusal is affirned as to the cited "NORTHERN' mark in

standard character form
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