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Qpinion by Drost, Admnistrative Trademark Judge:

On Decenber 17, 2002, applicant Flanders Corporation
applied to register on the Principal Register the mark
“SWSSAIRE” in typed formfor “air filters for industrial
installations” in ass 11.1

The exam ning attorney ultimately refused to register
applicant’s mark on the grounds that (1) the mark is

primarily geographically descriptive of applicant’s goods

! The application is based on an allegation of dates of first use
anywhere and in commerce of Decenber 10, 2002.
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under Section 2(e)(2) of the Trademark Act (15 U S.C.
§ 1052(2)(e)(2)), and (2) the drawing of the mark is
materially different fromthe mark in the specinmen (37 CFR
§ 2.51(a)(1)). Applicant now seeks review of the exam ning
attorney’ s refusals.

The exam ning attorney argues that the “primry
significance of the word SWSS is to indicate that
sonet hing or sonebody is fromSwtzerland. Applicant has
not suggested an alternative neaning for the term” Brief
at unnunbered page 3. Furthernore, the exam ning attorney
mai ntains that the “term AIRE (or AIR) is nerely
descriptive of the purpose and use of the applicant’s
filters, i.e., to filter air.” Brief at unnunbered page 4.
As a result, the exam ning attorney concludes that “the
mark is primarily geographically descriptive of Sw ss-nmade
industrial filters used to filter air.” 1d. Regarding the
second issue, the exam ning attorney argues (Brief at
unnunbered page 5, footnote and parenthetical omtted) as
fol |l ows:

The applicant’s drawi ng page di splays the mark as

SW SSAI RE and the speci nen shows the mark as

SW SS+AI RE. The “+” design that separates the words

SWSS and AIRE in the specinen is identical to the “+”

design on the Swss flag. The presentation of the

mark in the drawi ng is an unacceptable nutilation of

the applicant’s mark because the applicant seeks

registration of sonething less than the totality of
[its] trademark.
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Appl i cant responds to the geographically descriptive
refusal (Reply Brief at 1) as follows:?

No one disputes that “SWSS’ connotes Switzerl and.
However, when the overall mark is considered,
applicant respectfully submts that SWSSAI RE i s not
geographically descriptive of anything other than “air
fromor in the country of Switzerland.” However, air
fromSwitzerland is not the goods of the applicant.
Rat her, applicant[’s] goods are quite limted to just
“air filters for industrial installations.”
Consequently, when | ooking at the overall mark, the
mark is not nmerely descriptive of a geographic

| ocati on.

Regardi ng the second refusal, applicant argues that the
“sinple *plus’ synbol is a commobn geonetric shape that adds
nothing to the registrability of the mark... Therefore,
applicant submts that the ‘plus’ synbol will be ignored by
ordinary consuners.” Reply Brief at 2.

We begin our analysis by addressing the first issue,
i.e., whether applicant’s mark is primarily geographically
descriptive of the identified goods. |In these cases, we
apply the follow ng test:

[I]n order to justify a refusal under Section 2(e)(2)

of the Act, this Ofice nust show that the mark sought

to be registered is the nane of a place generally

known to the public and that the public would nmake a
servi ces/ pl ace association, i.e., believe that the

2 W sustain the examining attorney’s objection to the copies of
registrations that applicant submitted for the first tine with
its brief. In re SPX Corp., 63 USPQd 1592, 1593 n.2 (TTAB 2002)
(“Wth its brief applicant subnmitted copies of third-party
registrations for trademarks containing design fornms of the
letter “E.” The Examining Attorney has objected to these
submissions as untinely. W agree”). See also 37 CFR

§ 2.142(d).
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[ goods or] services for which the mark is being

regi stered originate in that place. Moreover, if a
geographic termin a mark is neither renote nor
obscure and the geographic significance is the primry
connotation of the term and where the goods or
services actually originate fromthe geographic place
designated in the mark, a public association of the
goods or services with the place may ordinarily be

pr esuned.

In re Carolina Apparel, 48 USPQ2d 1542, 1543 (TTAB 1998).

We note that in this case there is no question but
that applicant’s goods cone from Sw tzerland. Applicant’s
speci nen contains the follow ng statenent: “The Swi ss have

a reputation for quality and precision and the SA600- G10,

made in Switzerland, continues the tradition.” Applicant
agrees that the term“‘Swi ss’ connotes Switzerland.” Reply
Brief at 1.

As requested by the exam ning attorney, we take
judicial notice® of the followi ng definitions:

Swss: O or relating to Switzerland or its people or
culture.”

Switzerland: A country of west-central Europe. It
became part of the Holy Roman Enpire in the 10'"
century but by 1499 had achi eved i ndependence as a
confederation of cantons. Switzerland |ater adopted a
federal constitution (1848) and mmintained a policy of
neutrality through both Wrld Wars. Bern is the
capital and Zurich the largest city. Population

6, 455, 900.

3 University of Notre Danme du Lac v. J.C. Gournet Food |nports
Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).
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The Anerican Heritage Dictionary of the English Language
(3d ed. 1992). There is no argunent that the
country of Switzerland is renote or obscure. Nor is there
any argunent that the term “Swi ss” woul d have any ot her
meani ng. I nasnmuch as applicant’s goods cone fromthe
country of Switzerland and there is no argunent that this
| ocation is renote or obscure, the term“Swiss” is
geographically descriptive of applicant’s goods that cone
fromthe country of Switzerl and.
In this case, applicant’s mark is not sinply the word
“Swi ss” but it is the conpound term SWSSAI RE. Therefore,
we nust consi der whet her conbining the geographically
descriptive term“Swiss” with the term“Aire” results in a
mark that is primarily geographically descriptive. “Ar”
is at least a highly descriptive termwhen used with
filters for air. The term“Aire” is sinply a msspelling
of the term*®air.’
O her cases have recogni zed that a slight msspelling
does not change a nerely descriptive terminto a
suggestive term See Arnstrong Paint & Varni sh Wrks
v. Nu-Enanel Corp., 305 U S. 315 (1938) (NU ENAMEL; NU
found equivalent of “new’); In re Quik-Print Copy
Shops, 616 F.2d 523, 205 USPQ 505, 507 n.9 (CCPA 1980)
(QUI K- PRI NT hel d descriptive; “There is no legally
significant difference here between *quik’ and
‘quick’”); Hi -Shear Corp. v. National Autonotive Parts
Associ ation, 152 USPQ 341, 343 (TTAB 1966) (H - TORQUE
“i's the phonetic equivalent of the words ‘ H GH

TORQUE ”); and In re Organi k Technol ogies Inc., 41
USP2d 1690, 1694 (TTAB 1997) (“"ORGANI K, which is the
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phonetic equivalent of the term‘organic,’ is
deceptive”).

In re Planalytics Inc., 70 USPQ2d 1453, 1455 (TTAB 2004).

In addition to being a msspelling of the descriptive
term“Air,” the exam ning attorney has introduced
registrations that show that this m sspelled term has
itself been frequently disclainmed. See, e.g., Registration
No. 1,225,894 (AERO AIRE for “aircraft air conditioning
systens,” “Aire” disclainmed); No. 1,309,870 (Al RE WRAP for
heating and cooling systens; “AlRE’ disclained); No.
1,292,081 (READY AIRE for “heaters, heater cores and heat
exchangers for autonobiles and trucks;” “Aire” disclained);
No. 1,299,430 (MAG C AIRE for exhaust fans and ventilating
bl owers; “Aire” disclainmed); No. 1,372,376 (PEERLESS Al RE
for vent registers, vent grilles, and ventilation air
circulators; “Aire” disclained); No. 2,164,531 (KEY WEST
Al RE and design for fans; “Key West Aire” disclaimed).* W
can use third-party registrations as a formof a dictionary
definition to illustrate howthe termis perceived in the

trade or industry. Inre J.M Oiginals Inc., 6 USPQd

1393, 1394 (TTAB 1987). These registrations show that the

“In light of these registrations, it is not clear why the
exam ning attorney referred to AIRE as “a novel spelling of the
word AIR " Brief at unnunbered page 2.
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term*“Aire” and “Air” would be perceived simlarly and that
t hey woul d be highly descriptive when used on air filters.
The question then is whether the conbined term
SWSSAIRE is primarily geographically descriptive for
applicant’s goods. Applicant argues that the exam ning
attorney “fails to limt her rejection to a geographically
descriptiveness basis.” Reply Brief at 1. Applicant goes
on to argue that the exam ning attorney “has abandoned the
‘geographically descriptiveness’ argunent and she has
shifted to a ‘merely descriptiveness’ argunment.” Reply
Brief at 2. W disagree. It is well established that “the
addition of highly descriptive matter to a geographic term
does not detract fromthe mark’s primary significance as

bei ng geographically descriptive.” 1In re Mnograns Anerica

Inc., 51 USPQ2d 1317, 1319 (TTAB 1999) ( MONOGRAMS AMERI CA
for consultation services for owners of nonogranm ng shops
hel d primarily geographically descriptive as it sinply
signifies United States origin and/ or geographical scope).

See also In re Handl er Fenton Westerns, Inc., 214 USPQ 848,

850 (TTAB 1982) (The “mark ‘ DENVER WESTERNS, ' when appli ed
to western-style shirts that, according to the application,
have their geographical origin in Denver, is primarily

geographically descriptive”); In re Canbridge D gital

Systens, 1 USPQ2d 1659, 1662 (TTAB 1986) (“[We do not
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believe that the addition of the highly descriptive word
Dl G TAL and the design detract fromthe primary geographic
significance of the mark, CAMBRI DGE bei ng the dom nant

origin-indicating feature of the mark”); In re Chalk's

International Airlines Inc., 21 USPQd 1637, 1639 (TTAB

1991) ( PARADI SE | SLAND Al RLINES hel d primarily
geographically descriptive of transporting passengers and

goods by air); and Inre U S. Cargo Inc., 49 USPQRd 1702,

1704 (TTAB 1998) (U.S. CAR®O held primarily geographically
descriptive for towable trailers for carrying cargo and
vehi cl es for commercial purposes).

In this case, the geographically descriptive term
“Swi ss” has been conbined with the highly descriptive term
“Aire.” The resulting term SWSSAIRE, for air filters for
industrial installations remains primarily geographically
descriptive. Wile applicant argues that “air from
Switzerland is not the goods of applicant,” when we are
dealing with questions of descriptiveness, we nust viewthe

mark in the context of the goods. 1In re Abcor Dev. Corp.

588 F.2d 811, 200 USPQ 215, 218 (CCPA 1978)(“Appellant's
proposed abstract test is deficient -- not only in denying
consi deration of evidence of the advertising materials
directed to its goods, but in failing to require

consideration of its mark ‘when applied to the goods’ as
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required by the statute”). See also In re MCO Properties

Inc., 38 USPQ2d 1154, 1156 (TTAB 1995) (“Whether there is an
associ ati on between the nane of the place and the services
is determned not in the abstract, but rather in connection
wth the services with which the mark is used”). 1In the
context of air filters (applicant’s goods), the term
SW SSAI RE woul d not be understood to refer to air from
Switzerland. |Instead, it would refer to air filters from
Switzerland, which is exactly what applicant’s goods are.
We concl ude that when the highly descriptive term“Aire” is
conbi ned with the geographically descriptive term*“Sw ss,”
the resulting termis primarily geographically descriptive.
The next question we address is whether the termin
applicant’s drawing is a substantially exact representation
of the mark on applicant’s specinen. The “drawi ng depicts
the mark sought to be registered.” 37 CFR §8 2.52. *“In an
application under section 1(a) of the Act, the draw ng of
the mark nmust be a substantially exact representation of
the mark as used on or in connection with the goods and/ or

services.” 37 CFR § 2.51(a). See also In re Hacot -

Col unbi er, 105 F.3d 616, 41 USPQ2d 1523, 1525 (Fed. Cr
1997) (“The regulation's term ‘substantially’ permts sone
i nconsequential variation fromthe ‘exact representation

standard”). |If an amended drawing is submtted, the test
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is whether the anended drawing is a nmaterial alteration.

In re Who? Vision Systens Inc., 57 USPQ2d 1211, 1217-18

(TTAB 2000) (“[ U] nder the new rules, any and all proposed
anendnents are subject to the material alteration standard,
and no anendnent is permssible if it materially alters the
mar k sought to be registered, i.e., the nmark depicted on
t he drawi ng”).

The drawing in this case depicts the mark as
SW SSAI RE. The specinen and applicant’s literature show

two representations of the mark SW SSAI RE

Wil e the depictions of the marks are difficult to
determ ne fromthese representations, both the exam ning
attorney and applicant agree that the mark on the speci nen
is showmmn with the words “Swi ss” and “Aire” connected by a
“+” design. Examning Attorney’s Brief at unnunbered page
5 (“The *+ design that separates the words SWSS and Al RE
in the specinmen is identical to the ‘+ design on the Sw ss
flag”) and Applicant’s Reply Brief at 2 (“[1]n arguing that
t he drawi ng does not match the specinens, the Exam ning
Attorney attenpts to change a sinple ‘+ synbol into ‘the

cross design fromthe Swiss flag.” This is not accurate.

10
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The applicant’s draw ng [speci nren?] has the commonly used
geonetric ‘+ synbol. It does not have the distinctive,
wi de cross design of the Swiss flag”) (parenthetical
omtted).

The exam ning attorney argues that the mark “in the
speci nen i ncludes a design elenent that is inextricably
bound to the literal portion of the mark because it is
physically joined with the words in the mark, and it al so
enforces the neaning of the word SWSS in the mark.” Brief
at unnunbered page 5.

The record shows that the mark SW SSAI RE in
applicant’s specinen is displayed with the words “Sw ss”
and “Aire” connected by a plus sign. W agree with the
exam ning attorney that the “plus” signis simlar to the
cross design in the Swiss flag. See Final Ofice action

(attachnent):

n Switzerland

The “mark on the drawing nust be a conplete mark, as
evi denced by the specimen.” TMEP § 807.12(d) (4'" ed.
2005). However, if “a mark creates a separate conmerci al
i npression and does not fall under any of the statutory

prohibitions, it is registrable.” In re The Library

Restaurant, Inc., 194 USPQ 446, 447 (TTAB 1977). Qur case

11
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| aw acknowl edges that a question of this type is “assuredly

a subjective one.” Inre RJ. Reynolds Tobacco Co., 222

USPQ 552, 552 (TTAB 1984). See al so TMEP § 807.12(e) (4''
ed. April 2005) (“A conpound word mark may be presented as
one unitary term(e.g., BOOKCHO CE) or as two words (e.qg.,
BOOK CHO CE) on the drawing. The exam ning attorney shoul d
determ ne whether the mark nay be presented as separate

wor ds based on its commercial inpression, taking into
account any specinen(s) of record”).

Cases dealing with these questions have | ooked to the
specific facts of the case to determine if the mark is a
substantially exact representation or the slightly
di fferent question of whether the mark can be anended. See

In re DeWtt International Corp., 21 USPQ2d 1620, 1623

(Commir 1991):

Al t hough the design el enent cannot be added to the
mar k under Section 7, it does not necessarily follow
that a speci nen showi ng use of a conposite mark
conprised of both word and design elenents is
insufficient to show current use of the registered
mark for purposes of renewal. Were the registered
mark is currently used as one of several elenents of a
conposite mark, the decision as to the sufficiency of
t he renewal specinen requires consideration of

whet her the registered mark nmakes an i npression apart
fromthe other elements of the mark now in use. |f
the display of the conposite is such that the essence
of the registered mark does nake a separate

i npression, then the specinmen may be sufficient to
support the renewal application.

12
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The board previously held that the nmark PADRES REPORT was
not a substantially exact representation of the mark shown
in the specinmens in the manner simlar to the typed
representation bel ow

SAN DI EGO padr es
REPORT

In re San Di ego National League Baseball Cub, Inc., 224

USPQ 1067 (TTAB 1983).° In that case, the board held that:

The speci mens show use of the terns "SAN D EGO',
“PADRES", and “REPORT" in three different sizes and
styles of lettering; that the words “SAN DI EGO' and
“PADRES" are grouped together on one |line and “REPORT"
is located on a separate |ine below them and that
“SAN DI EGO' and “PADRES' are much nore simlar in size
t han are “PADRES" and “REPORT". In viewthereof, and
since “SAN DI EGO' serves as a nodifier, we agree with
the finding of the Exami ning Attorney that the words
“PADRES REPORT", as used on the specinens of record,
do not create a commercial inpression as a trademark
separate and apart fromthe designation “SAN D EGO
PADRES REPORT" as a whol e.

Id. at 1070.
I n anot her case, the board found that the phrase KRAZY
M XED- UP was a unitary phrase and that the applicant was

not permtted to register the word KRAZY alone. 1In re

Semans, 193 USPQ 727 (TTAB 1976).
O her cases have allowed the registration of a mark

even though other material appeared with the mark on the

> W note that this case was overruled in part on another issue.
See In re WNBA Enterprises LLC, 70 USPQ@d 1153 (TTAB 2003).

13
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speci nen. The Federal Circuit has held that the mark
CHABLIS WTH A TW ST was not a nutilation of the mark on
t he speci nen that displayed the mark as CALI FORNI A CHABLI S

WTH A TWST. Institut National des Appellations D Oigine

v. Vintners International Co., 958 F.2d 1574, 22 USPQd

1190 (Fed. Gr. 1992). The Court found that “California”
was a “geographically descriptive wholly devoid of
trademark significance”). Id. at 1197. |n another case,

t he board concluded that the mark BE MORE YOU was a
substantially exact representation of the mark that was
shown on the specinens like this: Be-Mre-You. RJ.
Reynol ds, 222 USPQ at 552. The board did not consider the
hyphens in the mark to be inportant and it said its

concl usi on was bol stered by the fact that the applicant
used the mark w thout hyphens even though the use was after
the filing date. 1d. Another relevant case involved an

applicant’s attenpt to register the mark HY-LINE. In re

Lear Siegler, Inc., 190 USPQ 317 (TTAB 1976). The

speci nens di splayed the mark in the manner simlar to the

di spl ay bel ow
HY- X LI NE

The “X’ di splayed on the speci nens was actually a

representation of crossed drill bits. “The crossed dril

14
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bits which separate the elenents of the “HY-LINE in the
mark as used on the specinens are nerely a pictori al
representation of the goods and therefore have a m ni num
trademark significance.” |d. at 317. The board went on to
find that “the term ‘HY-LINE is the only literal portion
of the mark and therefore it is the part of the mark which

will be used to order and distinguish the goods. The term

creates a commercial inpression apart fromthe drill bits
and, therefore, is eligible for registration.” 1d. at 317-
18.

When we consider the mark in this case in |ight of the
rel evant case |law, we conclude that the mark in the draw ng
is a substantially exact representation of the mark shown
on the specinen. The “plus” sign, if it is considered as
the exam ning attorney argues a part of the Swi ss fl ag,
does not add anything additional to the mark i nasnuch as
the term“Swiss” is clearly already a part of the mark. W

note that in the Institut National case, even a

geographical termthat was not repeated in the mark did not
prohibit the registration of the mark without the word
“California.” |If it is considered to be a sinple “plus”
sign, this mathematical synbol would be simlar to the

hyphen that the board in R J. Reynolds found to not be

significant. Therefore, we reverse the exam ning

15
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attorney’s refusal to register on the ground that the mark

is mterially different fromthe mark in the specinen.?®
Finally, we note that applicant “offers to anend

(Wi thout prejudice) this application to the Suppl enental

Register.” Brief at 5. It is not clear what an anendnent

to the Supplenmental Register “w thout prejudice” neans

i nasmuch as a registration on the Suppl enental Register is

an adm ssion that the mark is descriptive. Inre

Consol i dated Foods Corp., 200 USPQ 477, 478 n.2 (TTAB 1978)

(“Registration of the same mark on the Suppl enent al
Regi ster is not prima facie evidence of distinctiveness; in
fact, such a registration is an adm ssi on of

descriptiveness”). See also Quaker State Q| Refining

Corp. v. Quaker G| Corp., 453 F.2d 1296, 172 USPQ 361, 363

(CCPA 1972). Therefore, an anendnent to the Suppl enent al
Regi ster cannot be w thout prejudice to an adm ssion that
the mark is nmerely descriptive or primarily geographically
descripti ve.

Decision: The refusal to register applicant’s mark
SW SSAI RE on the ground that applicant’s mark is materially
different fromthe mark in the specinen is reversed. The

exam ning attorney’s refusal to register on the ground the

5 Because of this conclusion, we do not need to address
applicant’s proposal to subnit an anended draw ng.

16
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mark is primarily geographically descriptive of applicant’s

goods is affirned.

17



