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On January 9, 2003, applicant filed the above-
captioned application seeking registration of the mark
| MMUKNOW (in typed form for goods identified in the
application as “diagnostic reagents for clinical and
medi cal | aboratory use; test kits for the detection of

| ymphocyte function conposed of reagents for clinical and

medi cal | aboratory use,” in Class 5. The application is
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based on applicant’s asserted bona fide intention to use
the mark in commerce. Tradenmark Act Section 1(b), 15
U S.C. §1051(b).

At issue in this appeal is the Trademark Exam ning
Attorney’s final refusal to register applicant’s mark on
the ground that the mark, as applied to applicant’s goods,

so resenbl es the mark depicted bel ow,

previously registered for goods identified in the

regi stration as “pharmaceutical used in plasma vol une and
protein substitution, blood coagulation and fibrinolysis,
ti ssue adhesion, intravenous inmuno therapy, passive

i mruni zation, active inmunization and sinulation, active

"l as to be likely

i muni zati on and si nul t aneous prophyl axi s,
to cause confusion, to cause mistake, or to deceive. See

Trademark Act Section 2(d), 15 U S.C. 8§1052(d).

! Regi stration No. 1293791, issued Septenber 11, 1984.
Affidavits under Sections 8 and 15 accepted and acknow edged.
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Applicant and the Trademark Exam ning Attorney filed
mai n appeal briefs, but applicant did not file a reply
brief. An oral hearing was held at which applicant’s
counsel and the Trademark Exam ning Attorney presented
argunents. We reverse the refusal to register.

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
|'i kel i hood of confusion factors set forth iniInre E [|. du
Pont de Nenmpurs and Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973). In considering the evidence of record on these
factors, we keep in mnd that “[t] he fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.” Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976) .

We turn first to the issue of whether applicant’s
goods and registrant’s goods, as identified in the
application and registration, respectively, are simlar or
dissimlar. It is not necessary that the respective goods
be identical or even conpetitive in order to support a
finding of likelihood of confusion. Rather, it is

sufficient that the goods are related in sone manner, or
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that the circunstances surrounding their nmarketing are
such, that they would be likely to be encountered by the
sanme persons in situations that would give rise, because of
the marks used thereon, to a m staken belief that they
originate fromor are in sone way associated with the sane
source or that there is an association or connection

bet ween the sources of the respective goods. See In re
Martin’s Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Gir. 1984); In re Melville Corp., 18 USPQRd
1386 (TTAB 1991); In re International Tel ephone & Tel egraph
Corp., 197 USPQd 910 (TTAB 1978).

The Trademark Exam ning Attorney has submtted a
nunber of third-party registrations which include both
pharmaceutical s and di agnostic reagents in their
identifications of goods. Although these registrations are
not evidence that the marks shown therein are in comerci al
use, or that the public is famliar with them they
neverthel ess are probative evidence to the extent that they
suggest that the goods or services identified therein are
of a type which nay emanate from a single source under a
single mark. See In re Albert Trostel & Sons Co., 29

USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky Duck Mustard
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Co., Inc., 6 USPQ@d 1467 (TTAB 1988).2 In any event,
appl i cant has conceded that many conpani es market both
pharmaceuti cal products and di agnostic reagents under a
single mark. Applicant’s counsel also conceded (at the
oral hearing) that applicant’s diagnostic reagents and its
test kits for the detection of |ynphocyte function are used
to test for the very condition(s) that are treated by
regi strant’s pharmaceutical product. Based on this third-
party registration evidence and on applicant’s concessions,
we find that applicant’s goods and regi strant’s goods,
whil e not identical or conpetitive, nonethel ess are
conpl enentary and rel ated products to the extent that they
are used in the diagnosis and treatnent of the sane
condition(s).

W also find that the respective goods m ght be
mar keted in at | east one overl appi ng trade channel and to
at | east one overlapping class of purchasers, i.e., to

physi cians. Neither applicant’s nor registrant’s

2 W note, however, that of the nore than fifty third-party
registrations submtted by the Trademark Exam ning Attorney, only
a few are probative evidence of the rel at edness of the goods,
under Al bert Trostel and Mucky Duck. The vast mpjority of the
third-party registrations were issued pursuant to Section 44

wi t hout any allegation of use in commerce, and they therefore are
not probative. Certain other of the registrations, although use-
based, cover goods and services which are dissinilar to the goods
at issue in this case (notw thstanding that the words
“pharmaceutical” and “di agnostic reagent” appear (in different
contexts) in their identifications of goods).
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identification of goods includes any limtations or
restrictions, so we nust presune that the respective goods
are marketed in all normal trade channels and to all nornal
cl asses of purchasers for such goods. See In re El baum
211 USPQ 639 (TTAB 1981). Registrant’s pharmaceuti cal
product, |ike other pharmaceutical products, normally would
be marketed both to the physician who prescribes it to his
or her patient, to the pharmaci st who dispenses it to the
patient, and to the patient directly, via consuner
advertising.® As for applicant’s diagnostic reagents and
test kits, applicant’s identification of goods specifically
states that clinical and nedical |aboratories are the

i ntended users of the products. W reasonably presune that
applicant, unlike registrant, does not market its

di agnostic reagents and its test kits directly to end
consuners (i.e., patients) via nass advertising, nor to
pharmaci sts. However, it also is reasonable to presune
that applicant, like registrant, markets its products to
physicians, in an effort to persuade the physician whose
patient requires a |ynphocyte function test to order

applicant’s test (and not a conpeting test) fromthe

3 Of. Afacell Corporation v. Anticancer, Inc., ___ USPQd __
Cancel l ation No. 92032202 (TTAB June 22, 2004); Kos
Pharmaceuticals Inc. v. Andrx Corp., __ F.3d __ , 70 USPQd 1874,

1887 n.12 (3d Cir. 2004).



Ser. No. 76481271

| aboratory. These are the sane physicians to whom

regi strant would market its pharmaceutical product in an
effort to persuade the physician to prescribe registrant’s
product for the patient’s use. Thus, the physician could
order applicant’s test to be perforned on his or her
patient, receive the results of that test, and then
prescri be registrant’s pharnmaceutical to the patient, if
appropriate. Even if the physician is not the actual
purchaser or end user of either applicant’s test or
registrant’s drug, it is the physician who nmakes the
decision to recommend, order or prescribe utilization of
both the test and the drug. To that extent, the purchasers
and trade channels for applicant’s and registrant’s
respective products can be deened to be overl appi ng.

W al so find, however, that these physicians, who
conprise the only class of overl apping purchasers, are
likely to be know edgeabl e, sophi sticated purchasers (or
prescribers) of the goods at issue. Both applicant’s and
registrant’s products appear to be highly specialized
products, designed for specific nmedical and clinical uses.
Li kewi se, these physicians are highly trained
professionals, and they are likely to exercise nore than
the normal degree of care in determ ning whether to order

applicant’s diagnostic test, or to prescribe registrant’s
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pharmaceutical product. This fact mtigates against a
finding of likelihood of confusion. See, e.g., Inre
Istituto Sieroterapico E Vacci nogeno Toscano “SCLAVO
S.p. A, 226 USPQ 1035 (TTAB 1985); Astra Pharnmaceuti cal
Products v. Beckman Instrunents, 718 F.2d 1201, 220 USPQ
786 (1%' Cir. 1983).%

W next nust determ ne whether applicant’s nmark and
the cited regi stered mark, when conpared in their
entireties in terms of appearance, sound and connotati on,
are simlar or dissimlar in their overall conmercial
i npressions. The test is not whether the marks can be
di sti ngui shed when subjected to a side-by-side conpari son,
but rather whether the marks are sufficiently simlar in
terms of their overall commercial inpression that confusion
as to the source of the goods offered under the respective
marks is likely to result. See Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106 (TTAB 1975). Furthernore, although
the marks at issue nust be considered in their entireties,

it is well-settled that one feature of a mark nay be nore

* Because applicant’s goods are not pharmaceutical products which
could be substituted for registrant’s pharnaceutical product or
purchased directly by the patient, the hei ghtened degree of care
whi ch nust be taken to avoid confusi on between pharnaceuti cal
products is not applicable here. Cf. Alfacell Corporation v.
Anticancer, Inc., supra; Kos Pharmaceuticals Inc. v. Andrx Corp.,
supr a.
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significant than another, and it is not inproper to give
nore weight to this dom nant feature in determning the
commercial inpression created by the mark. See In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Gr.
1985) .

Applicant’s mark and registrant’s nmark are identical
in ternms of sound; applicant concedes that the marks woul d
be pronounced the same way. |In terns of appearance, we
find that the design elenent of the cited registered mark
functions nerely as a carrier device which perforns little
or no source-indicating function. Al though we do not
ignore this design elenment in our conparison of the marks,
we find that it contributes relatively little to the
comercial inpression of the registered mark. Rather, it
is the literal portion of the mark, i.e., IMMIUNO, which
dom nates the mark’s commercial inpression. W also find
that the marks look simlar to the extent that both feature
a word that begins with the letters IMMJ. The remainders
of the marks | ook different, however, insofar as
applicant’s mark, but not registrant’s mark, contains the
readi |l y- percei ved word KNOW

In terms of connotation and overall conmerci al

inpression, we find that the marks are nore dissimlar than
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simlar. The cited registered mark directly connotes
(indeed, it denotes) the scientific formative term
“immuno-.” W take judicial notice that “immno-" is

defined as follows in Wbster’'s Ninth New Col | egi ate

Dictionary (1990) at 602: “inmmuno- conb form[ISV, fr.

i mune]® 1 : physiological imunity <imunol ogy> 2 :
i mmunol ogi ¢ <i mmunochem stry> : imunol ogically
<i mmunoconpati bl e>: i mmunol ogy and <i nmunogenetics>." The

dictionary also includes entries for a nunber of words

whi ch begin with the formative “inmuno-,” such as

“i mmunoassay,” “imunochem stry,” “imrunodefi ciency,”

“i mmunogeni c,” “imunol ogy” and “i nmunot herapy.” The

dictionary defines this last word, “imrunotherapy,” as

“treatment of or prophyl axis agai nst di sease by attenpting
to produce active or passive immunity.” On its face,
registrant’s identification of goods suggests that

regi strant’ s pharmaceutical product is used in such

i munot herapy, i.e., “intravenous imruno therapy [sic],
passi ve i muni zation, active imuni zati on and simul ati on,

active i mmuni zation and sinultaneous prophylaxis.” Such is

® The dictionary, at page 16, states that the designation ISV
stands for “International Scientific Vocabulary,” which is used
to describe the etynol ogy of technical words which are in

i nternational use and which possibly “originated el sewhere than
in English.”

10
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the connotation of the literal portion of applicant’s mark,
i.e., | MMUNO

Applicant’s mark | MMUKNOW by contrast, is a rather
cl everly-coi ned word whi ch conbi nes or conflates the
scientific term*®“imuno-" (which has the connotation
descri bed above) and the word “know’ (which connotes the
know edge that is gained by use of applicant’s test). This
transformation of the term®“imuno-" into the coined word
| MUKNOW results in a mark which is distinctive, unusual
and nenorable. As applied to applicant’s diagnostic
reagents and test kits, the nmark creates a commerci al
i npression which is quite dissimlar to the commerci al
i npression created by the cited regi stered mark.

Viewing the marks in their entireties, we find that
al t hough the marks are phonetically identical, they are
quite different in terns of their overall comrerci al
i npressions. Both marks sound |ike the scientific term

“i mmuno-,” but applicant has cleverly transfornmed that term
into the coined word | MMUKNOW whi ch on the whol e | ooks
different than registrant’s mark and has a decidedly
different (and distinctive) connotation.

I n concl usion, we nust presune, given the

i ncontestable status of the cited registration and

not wi t hstandi ng the dictionary evi dence di scussed above,

11
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that IMMUNO, the literal portion of registrant’s mark, is
inherently distinctive as applied to registrant’s goods.
However, based on the dictionary evidence, we find that
| MMUNO nonet hel ess is highly suggestive as applied to goods
in the immunol ogy field such as registrant’s, and that it
is not a particularly strong source-indicator for such
goods. More specifically, we find on this record that the
scope of protection to be accorded to registrant’s mark is
not so broad that it precludes registration of applicant’s
highly distinctive and quite dissimlar mark, even as
applied to applicant’s goods (which are sonmewhat
conplenentary to registrant’s goods). Cf. Kellogg Co. v.
Pack' Em Enterprises Inc., 14 USPQRd 1545 (TTAB 1990),
aff’d, 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cr. 1991).
Mor eover, the only overl apping class of purchasers for the
respective goods is the physicians who concei vably m ght
order applicant’s test from|laboratories, and who woul d
prescribe registrant’s drug to patients (via a pharmacist).
These physicians are likely to exercise a sufficient degree
of care in ordering or prescribing these respective goods
that source confusion is not likely to result fromuse of
the dissimlar marks | MMUNO and | MMUKNOW

For these reasons, and on this record, we concl ude

that confusion is not likely to result fromapplicant’s use

12
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of its IMMUKNOW mark on the goods identified in the
appl i cation.

Decision: The refusal to register is reversed.

13



