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Opi nion by Bucher, Adm nistrative Trademark Judge:

TM Bi osci ence Corporation seeks registration on the
Principal Register of the mark TAG-IT for goods identified

in the application as foll ows:

“di agnostic preparations for research use, nanely
mut ati on detection kits conposed of reagents and
protocols used in the determ nation of particul ar
genotypes in sanples of nucleic acid,” in

I nternational Cass 1; and

“di agnostic preparations for clinical use, nanely
nmut ati on detection kits conposed of reagents and
protocols used in the determ nation of particul ar
genotypes in sanples of nucleic acid,” in

I nternational Cass 5.1

! Application Serial No. 76485778 was filed on January 29,
2003 based upon applicant’s allegation of a bona fide intention
to use the mark in comerce
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This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster this designation based upon Section 2(d) of the
Trademark Act, 15 U. S.C. 81052(d). The Trademark Exam ning
Attorney has held that applicant’s mark, when used in
connection with the identified goods, so resenbles the mark
TAGIT regi stered in connection with “N hydroxysuccini m dyl
3-(4- hydroxyphenyl) propionate,” in International Class 1
as to be likely to cause confusion, to cause m stake or to
decei ve. ?

Applicant and the Trademark Exam ning Attorney fully
briefed the case. Applicant did not request an oral
hearing. W affirmthe refusal to register as to both
cl asses of goods.

In arguing for registrability, applicant argues that
its goods are different fromthose of registrant and that
they will travel in different channels of trade.

Furt hernore, applicant argues that the consuners are

2 Regi stration No. 1031862 issued on February 3, 1976,

Section 8 affidavit approved and Section 15 affi davit

acknow edged; renewed. Additional nodifying | anguage in the
identification of goods of the cited registration as issued [“an
ester particularly adapted for the iodination | abeling of
peptides and proteins”] that was referenced both by the Trademark
Exami ning Attorney and by applicant appears to have been del eted
at sone point fromthe identification of goods.
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different, and that consuners of both products are highly
sophi sti cated individuals and/ or comnpani es.

By contrast, the Trademark Exam ning Attorney takes
the position that these goods are related, may well travel
in the sane channels of trade to the sane cl asses of
pur chasers, whose all eged sophistication may not hel p them
to avoid confusion as to the source of these rel ated goods.

Qur determ nation under Section 2(d) is based upon an
analysis of all of the facts in evidence that are rel evant
to the factors bearing upon the issue of |ikelihood of

confusion. Inre E. |I. du Pont de Nemours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). |In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ationship of the

goods and/or services. Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24 ( CCPA 1976).

Turning first to a consideration of the simlarities
and/or dissimlarities in the marks, we find that the
presence of a hyphen in applicant’s mark provides for a
negligible difference in appearance. The two terns are
identical as to sound. As to connotation, whether
TAG T/ TAGIT is used in the context of a | abeling product

or a nutation detection kit, the term has the sane
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suggestive connotation for both products. W note that
applicant has not spent a great deal of its tinme during the
course of prosecuting this application arguing this du Pont
factor to the contrary. Accordingly, when conparing the
marks in their entireties, we find that the marks create
substantially identical overall commrercial inpressions.

We turn next to the du Pont factor focusing on the
relationship of the goods. 1In this context, as argued by
the Trademark Exam ning Attorney, if the marks of applicant
and registrant are substantially identical, the
relati onshi p between the respective goods need not be as
close in order to support a finding of Iikelihood of
confusion as m ght apply where nore significant differences

exi st between the marks. Antor, Inc. v. Antor |ndustries,

Inc., 210 USPQ 70 (TTAB 1981).
Applicant sunmarizes in a table what it argues are

clear differences between these two products:

REG STRANT’ S TAGIT ® APPLI CANT' S TAG-IT ™
e Chem cal « Diagnostic kit
» Labeling proteins — e Cenotyping — Nucleic Acid Miutation
organi c reagent Det ecti on
* Research Labs e Cinical Genetic Labs
 Single container » Packaged kit of several tubes,
sof tware and product insert
* Solid chem cal » Several tubes of liquid reagent
(requirenment to suspend)
» Ceneral research reagent e Targeted marketing to diagnostic
| abs
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Applicant correctly states our black letter |aw when
it argues that the nature and scope of a trademark owner’s
products nust be determ ned on the basis of the specific
goods recited in the application or registration. J & J

Snack Foods Corp. v. MDonald' s Corp., 932 F.2d 1460, 18

UsP2d 1889 (Fed. G r. 1991). However, in trying to
understand the specific goods involved, we nust reviewthe
record as a whole to determ ne whether the evidence
supports the Trademark Exam ning Attorney’ s contention that
t hese goods are related. Both applicant and the Trademark
Exam ni ng Attorney have properly nade of record webpages
that present extrinsic evidence in an effort to clarify the
nature of registrant’s goods — not to attenpt an inproper
[imtation of registrant’s identification of goods. Inre

Tracknmobil e, 15 USPQ2d 1152, 1153-54 (TTAB 1990).

Regi strant’s identified product [N hydroxysuccini m dyl
3- (4- hydroxyphenyl ) propionate] is a chem cal conpound.
Al t hough the nodi fying | anguage appears to have been
deleted fromthe identification of goods in the cited
registration [“ ...an ester particularly adapted for the
i odi nation | abeling of peptides and proteins.”], we cannot
read this anmendnent as resulting in a broader scope, or

different set, of goods than that which existed at the tine
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of registration. |In fact, despite this anendnent to the
cited goods, the word “ester” appears to be a generic
designation for this category of chem cal compounds. This
chem cal conpound falls into the general category of
protein-nodi fying reagents, and it is used specifically for
fluorescent and radi ol abeling of nucleic acids, proteins
and ol igonucl eotides. Oiginally described by Rudi nger and
Ruegg,® it is also known as the “Bolton-Hunter Reagent,”*
and under the cited trademark, this reagent shows up in the

record on a Merck / Cal Bi ochem webpage, as foll ows:

Teaihnical
I Hiirisnin Frailsits Rl i Litaiadura Drdering Civiaca s
MERCK
]
& CABIOCHEM™ | | Frodci Harse Em Emo508 0
TASIT® Bolton-Hunter Reagent
o gl ik il Preotesti Winlifging Faapeing
Fipbhdvimgdphamdlpromonms: Lcid N el oiasiconimiss Cel
Fusd@nger Reagem
L] P

nigemedale magend e indnalon hal prévents damsgs ¥ prosn or paphde hoasd sersilye [ daies
compimds =uch as chloramine 1. Has B=en us2d o Adiclabsl sermiive enmpmes, wral pobgpeeplides,
globuling, bpoprodeing, and therspeutic dnogs. Pundys =39% by TLC, CAS 34071854

el Bglion, Ak, &nd Hunder, WKL 157 0 slocher, 138, 024

Heesd additicnal imformiation about fhis product? Emal ow Technical Berdce departmand at
LU d iR ma kb ECEnLRE Co Uk

| 0 lshiliy Molacular Farmisda Fal, i
SenzEng 263.2

Srdtional Categomes:

Ergfin Wi il Fbd b

3 Rudi nger, J., and Ruegg, U., BiochemJ. 133:538 (1973).
4 Bolton, A.E., and Hunter, WM, BiochemJ. 133:529 (1973).

-6 -



Seri al

No. 76485778

According to the record, conpanies such as Pierce,?®
Per ki nEl mer® and Roche Di agnostics’” al so market this type of
chem cal reagent. Irrespective of the vendor, these active
esters are directed to scientists doing basic research in
gene expression, functional genom cs and proteomcs (i.e.,
the study of the structures and functions of proteins), al
within university life science research departnents, the
bi ot echnol ogy/ phar maceuti cal industries and ot her
commerci al | aboratories.
In arguing for registrability herein, applicant
describes its product as foll ows:
“Diagnostic kits used in the detection of
nucleic acid nmutations. Miltiple reagents
make up the kit. There is a nenu of severa
different nutation detection kits under the
Tag-1t brand nane that identify different
sets of disease-related pol ynorphisnms. The
met hod for analysis of the nucleic acid is
referred to as the Tag-It Mitation Detection
assay. Performance of the Tag-I1t assay
specifically determ nes the genotype of a
sanple of nucleic acid.”
Applicant placed its identified goods in two classes,
International Classes 1 and 5. Registrant’s goods and

applicant’s “diagnostic preparations for research use” are

classified in International Cass 1 as are chem cal

5 htt p://ww. pi ercenet . conl
6 http://ww. perki nel ner. con
! http://ww.roche-di agnosti cs. coni
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products generally used in industry and science.
Applicant’s “diagnostic preparations for clinical use” are
correctly classified in International Class 5 along with
other in vitro diagnostic chemcals for clinical diagnostic
purposes. W note that in both classes of goods,
applicant’s “diagnostic preparations,” or “nutation
detection kits,” are conposed of “reagents” and
“protocols.” In short, while applicant’s kits do include
software on a CD-ROM and a package insert, they are

predom nantly tubes of industrial chem cals.

In looking closely at applicant’s identified goods, we
agree with applicant that these kits are not products that
conpete with registrant’s chemcals. Custoners for
registrant’s chem cals are research | abs buying a solid
reagent in a single container. The |abs buying applicant’s
goods are purchasing a kit containing smaller tubes of
liquid reagents. These kits would necessarily be very
specific in nature, each containing materials for
identification of one or nore specific genetic nutations.?

Wiile it seens clear that both products would be used

in biological research at the nolecular |evel (e.g., both

8 For exanple, applicant’s Tag-l1t ™CFTR 40+4* assay

si mul taneously screens for the twenty-five cystic fibrosis gene
mut ati ons http://ww.tnbi osci ence. cont prodlist.php?i d=389; and
applicant’s Tag-1t ™ P450-2D6 provi des detection of twelve

nucl eoti de variants http://ww.tnbi osci ence. com prodlist.php?i d=338.
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i nvol ving nucleic acids), it is likely that each woul d be
used by researchers answering quite different questions.
Custoners of applicant’s products will be trying to detect
genetic variations, including nutations, in human genes.
Custoners of registrant’s product wll be doing basic
nmedi cal research on proteins and protein chem stry.

Applicant argues that the Trademark Exam ning Attorney
has illogically focused on the single word “reagents.” As
noted above, “reagents” do appear to represent significant
conponents of applicant’s identified kits. The webpages
show applicant’s reagents to include ingredients |Iike PCR
primer m xes, bead m xes and wash buffers (e.g., detergents
and reducing agents). Wiile the word “reagents” does not
appear in registrant’s identification of goods, it does
appear in registrant’s Internet honepage, supra, discussing
the product sold under the TAGT mark. Many of the third
party registrations placed into the record by the Trademark
Exam ni ng Attorney sinply show the words “reagents” and
“l'abeling” in the sane |listing of goods. W agree with
applicant that it would be inproper to find these
respective goods related on this connection al one.

In fairness, the Trademark Exam ning Attorney actually

concl udes that the goods herein are rel ated based upon nore
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than just the presence of “reagents” in both sets of goods.
Rat her, the Trademark Exam ning Attorney argues based upon
the totality of the evidence in the record -- the
identifications of goods in registrant’s registration and
applicant’s application; the webpages of registrant, of
applicant, and of third-party conpanies such as Roche

Di agnostics, PerkinEl ner, Inc., Chem con International
Inc., and Mrus Corporation®, as well as fromthird-party
federal trademark registrations — that nutati on detection
kits for research use and clinical use may well originate
fromthe sane source as regents used in labeling. 1In spite
of this contention, we cannot find in the record a single
vendor marketing nutation detection kits for research use
and clinical use as well as chem cal regents used in

| abel i ng.

Nonet hel ess, that is neither the standard to which the
Ofice is held in showing a rel ationship of the goods, nor
is it the end of our inquiry. As contended by the
Trademar k Exam ning Attorney, the fact that the goods of
the parties may differ is not controlling in determ ning

li kelihood of confusion. The issue is not |ikelihood of

9 http://ww. m rushio.com lists its biochenical, dual-

| abeling systemfor mcroarray applications, Label |IT® pArray™as
a one-step labeling reagent for scientific / research use having
dyes and reagents that detects small changes in gene expression
DNA and RNA | abeling

- 10 -
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confusi on between particul ar goods, but |ikelihood of

confusion as to the source of those goods. See In re Rexel

Inc., 223 USPQ 830, 831 (TTAB 1984), and cases cited
t herei n.

On the face of the two identifications of goods, both
of these products could be used in genomcs, proteom cs and
bi ol ogi cal research. And while applicant repeatedly

stresses the words “diagnosis,” “diagnostic,” and
“di agnostics,” in discussing its product and channel s of
trade, we also note that some of applicant’s involved
genotyping kits specifically say that they are “For
Research Use Only. Not for use in diagnostic procedures.”?®
Hence, we are reluctant to conclude on this record that we
are faced with unrel ated goods noving in totally separate
channel s of trade.

Furthernore, although there are clearly differences in
t hese products, we cannot hel p but note fromapplicant’s
webpages, press rel eases, and the |like, nmade of record,
fromLEXI S/NEXI S evidence and third-party Internet sites,
as well as from Merck / Cal Biochem (regi strant’s) webpages,

the overlap of the involved technol ogi es grow ng out of

recent research around the human genone. Specifically,

10 http://ww. t mbi osci ence. conl prodl i st. php?i d=336;
http://ww.tnbi osci ence. conl prodl i st. php?i d=338
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Nobel - pri ze wi nning genetic anal ysis technol ogy of the

pol ynmerase chain reaction (PCR) figures promnently in the
literature of both products.' One learns fromthis record
that PCRis a technique for anplifying DNA, naking it
easier to isolate, clone and sequence. PCR has led to
significant advances in basic research as well as in the
di agnosi s of inportant diseases fromAIDS to cystic
fibrosis.

Moreover, we find that applicant’s history tracks the
substantial commercialization in the field of clinica
genetics. This history reflects the fact that genetic
di agnostic services, once provided al nost exclusively
t hrough academi c, not-for-profit nedical centers, have
beconme the province of for-profit corporations. For
exanpl e, applicant alleges that it provides a | arge vol une
of its goods to Quest Diagnostics, an enterprise, which in
turn, touts itself as “The nation's |eading provider of
di agnostic testing, information, and services.” There is
nothing in the record to suggest that these for-profit

clinical genetics diagnostics conpanies do not continue to

1 For exanmpl e, one of the key reagents in applicant’s kits is

a “PCR prinmer mix.” Registrant’s webpages show that PCR is
related to its DNA | abeling products.

- 12 -
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mai nt ai n busi ness and/ or research relationships with
academ a

As noted earlier, based on this record, we are not
convinced that a single party sells nutation detection kits
and the “Bolton-Hunter Reagent.” On the other hand, the
record denonstrates that sone of the sane vendors wll
mar ket bot h | abel i ng products and reagents included as key
conponents of applicant’s nutation detection kits.

By anal ogy, perhaps these conpl ex biotech products are
different fromeach other in nuch the sane way that a
hamrer is different froma pair of wire cutters. Both are
tools, but inasnmuch as one is used in construction and the
other in electrical wiring, neither one would be very
effective in acconplishing the other’s task. Nonethel ess,
if identical marks were to be used on both of these hand
tools, confusion as to source would be likely. Simlarly,
the test before us is not whether one would confuse a
| abel i ng product with a nmutation detection kit. Rather,
the issue is whether one who knows of registrant’s product
woul d m stakenly believe applicant’s product conmes fromthe
same source. It is sufficient for purposes of the instant
determ nation that the goods are related in sone manner

such that they would be likely to be encountered by the
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sane persons under circunstances that could, because of the
mar ks used thereon, give rise to the m staken belief that
they originate fromor are in some way associated with the

sane source. See Hilson Research Inc. v. Society for Human

Resour ce Managenent, 27 USPQR2d 1423 (TTAB 1993). Here, we

find that the goods of applicant and registrant, as
identified in the application and registration, are rel ated
cl osely enough that their contenporaneous marketing under
the same or simlar marks would be |likely to cause
confusion as to source.

As to the related du Pont factor focusing on channels
of trade, applicant’s identification of goods (e.g.,
“di agnostic preparations for research use..”) does not
restrict its channels of trade to “diagnostic |aboratories
in hospitals or commercial diagnostic |aboratories.”
(Applicant’s reply brief, p. 4 Wile the record does not
show a single vendor marketing both products, we find that
the respective goods are nonethel ess related. Moreover, we
find that both products mght well be directed toward the
sanme general class of custoners, nanely |ife science
researchers as a group. W acknow edge that any one
physi ci an, scientist or researcher may be focused on a

narrow subject matter area, and the Trademark Exam ni ng
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Attorney has not presented any specific situations in which
both products woul d be used sinultaneously in a given
project. However, we would not find it surprising that the
sane purchaser, such as a lab technician within a life
sciences | aboratory, mght well work with both products,
namel y, tissue marking products (or fluorescent |abels) and
nmut ati on detection products, and particularly the conmponent
reagents fromthe latter kits that may be replaced froma
source ot her than applicant.

Applicant argues that its consuners are sophisticated
and unlikely to be confused. While sophisticated |ead
researchers may well be know edgeabl e about the source of
particular materials, even such sophisticated users may be
confused as to source by substantially identical narks.

See I n re Deconbe, 9 USPQ2d 1812 (TTAB 1988); and In r

Pellerin MInor Corp., 221 USPQ 558 (TTAB 1983).

Mor eover, even if one agrees that such sophisticated
end-users are know edgeabl e about the products, it does not
necessarily nmean that the actual purchaser is
know edgeabl e. The technical staff of a |aboratory,

i ncludi ng those responsible for ordering replacenent goods,
may not exercise such a high degree of deliberation in

their product selections, and may well not be as
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know edgeabl e as the | ead researchers, and this could well
|l ead to m splaced ordering. W are convinced fromthis
record that individuals ordering materials for a | ab would
cone across both products, and could m stakenly assune a
commmon sour ce.

As to the du Pont factor focusing on the nunber and
nature of simlar marks in use on simlar goods, applicant
has made no argunent that this termis in any way weak on
this type of biotechnol ogy product. Despite the fact that
the term TAG T may be suggestive of both applicant’s and
registrant’s respective goods, even suggestive marks are
entitled to protection against registration of a
substantially simlar mark used in connection with closely

related goods. See In re Textron Inc., 180 USPQ 341 (TTAB

1973).

In sunmmary, we find that the marks are substantially
identical as to overall comrercial inpression, that TAQ T
has not been shown to be a weak mark in the field of
bi ot echnol ogy products, that the goods are rel ated, and
could well nove through the sanme channels of trade to the
sanme cl asses of consuners.

Finally, to the extent there is any doubt on the issue

of likelihood of confusion, we follow the well-established
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principle that such doubt nust be resolved in favor of the

registrant and prior user. |In re Mayco Mg., 192 USPQ 573,

576 (TTAB 1976).

Deci sion: The refusal to register applicant’s mark

under Section 2(d) is hereby affirned.



