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Theodore F. Shiells of Carr LLP for CDG Hol di ng Conpany,
d/ b/a CDG & Associ at es.

Lei gh Caroline Case, Tradenmark Exam ning Attorney, Law
O fice 105 (Thomas G Howel |, Managi ng Attorney).

Before Quinn, Drost and Zervas, Admi nistrative Tradenark
Judges.

Qpinion by Drost, Admnistrative Trademark Judge:

On February 19, 2003, CDG Hol di ng Conpany, d/b/a CDG &
Associ ates (applicant) filed an application (Serial No.
76490897) to register the mark CECS WALK THE WALK (in typed
or standard character form on the Principal Register for
services ultimately identified as “Charitable fundraising
t hrough organi zi ng and conducting group activities, nanely
participation in a group wal k" in Class 36. The
application contains an allegation of a date of first use

anywhere and in commerce of March 3, 2002.
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The exam ning attorney refused to register applicant’s
mar Kk under Section 2(d) of the Trademark Act, 15 U.S.C.
8 1052(d), because of a registration for the mark shown
bel ow for “Charitable fundraising; financial sponsorship of
charitabl e fundraising marat hons, wal ks and power wal ki ng
events and activities; charitable collections; organization
of charitable fundraising collections; organization of
fundrai sing activities and events; organi zation of

fundrai si ng wal ks and marat hons” in O ass 36.1

%

WA LK T
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After the exam ning attorney nade the refusal final,
this appeal followed.

Wien we address the question of |ikelihood of
confusion, we consider the facts as they relate to the

relevant factors set out in In re Majestic Distilling Co.,

315 F.3d 1311, 65 USPQd 1201, 1203 (Fed. Gir. 2003). See

alsoInre E. I. du Pont de Nenours & Co., 476 F.2d 1357,

! Registration No. 2,850,096 issued June 8, 2004. The owner of
the registration is identified as Wal k the Wal k Worl dwi de
Limted, a Scottish corporation. The registration also includes
goods and services in Classes 9, 14, 16, 25, and 41. The

exam ning attorney has not relied on these other classes in
refusing registration.
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177 USPQ 563, 567 (CCPA 1973); and Recot, Inc. v. Becton

214 F.3d 1322, 54 USPQ2d 1894, 1896 (Fed. Cir. 2000). In
consi dering the evidence of record on these factors, we
must keep in mnd that “[t]he fundanental inquiry mandated
by 8 2(d) goes to the cunmul ative effect of differences in
the essential characteristics of the goods [or services]

and differences in the marks.” Federated Foods, Inc. v.

Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976) .

“The first DuPont factor requires exam nation of ‘the
simlarity or dissimlarity of the marks in their
entireties as to appearance, sound, connotation and

commercial inpression.”” PalmBay Inports Inc. v. Veuve

Cli cquot Ponsardi n Mai son Fondee En 1772, 396 F.3d 1369, 73

USPQ2d 1689, 1691 (Fed. Cir. 2005) (quoting du Pont, 177
USPQ at 567). Here, the marks are CECS WALK THE WALK and
WALK THE WALK and foot design. Applicant’s mark includes
all the wording in registrant’s mark to which it has added
the term“CEGCs.” Applicant’s specinens clearly show that
applicant’s services are directed to CEGs (chief executive
of ficers).

HELLO FELLOW CEGs

W invite you to join our teamof fellow small and

m d-si ze busi ness owners, wal ki ng the wal k, networKki ng
with fellow CEGCs, marketing to your target market,
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recei ving recognition and publicity — and hel pi ng the
March of Dines...

This year we're targeting a goal of 250 CEGs around
t he nation and $250, 000.

While the term“CEGCs” is mssing fromthe registrant’s mark
it does not significantly change the appearance, sound,
connotation and conmerci al inpression. Indeed, in sone
ways, it reinforces the simlarities of the words,
particularly their nmeanings. Many potential participants
in applicant’s services are likely to assune that
regi strant’s “WALK THE WALK" charitabl e services have a
nore specific charitable service that is directed toward
the participation of CEGCs.

I n addition, because applicant’s mark is shown in a
typed or standard character draw ng, we nust assune that
there is no difference in the stylization of the words in

the marks. See Cunni nghamv. Laser Golf Corp., 222 F.3d

943, 55 USP(Q2d 1842, 1847-1848 (Fed. G r. 2000); and

Phillips Petroleum Co. v. C.J. Webb, Inc., 442 F.2d 1376,

170 USPQ 35, 36 (CCPA 1971). The only other difference
between the marks is the presence of a foot design in the
regi stered mark, which applicant argues is “the dom nant
feature of the cited mark.” Brief at 5. W cannot agree.
The absence of this feature in applicant’s mark is unlikely

toresult in the absence of confusion. First, the foot
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design reinforces the wal king part of the mark and it does
not add a new di nension to the meaning of the mark.

Second, “if one of the marks conprises both a word and a
design, then the word is normally accorded greater weight
because it would be used by purchasers to request the goods

or services.” In re Appetito Provisions Co., 3 USPQd

1553, 1554 (TTAB 1987). This design, which is suggestive
of walking, is unlikely to take precedence over the words
in the mark.

Applicant also argues (Reply Brief at 3):

The Exam ning Attorney assunes that both the
Applicant’s mark and the cited mark are variants of
the phrase “don’t talk the talk if you can’t wal k the
wal k.” Al though Applicant acknow edges that its mark
i s somewhat rem niscent of that phrase, Applicant
respectfully disputes that the connotation of the
cited mark is rem niscent of that phrase at all.

Rat her the connotation of the cited mark is nore akin
to urging a person to “walk” in a certain way (i.e.,
behave in a certain way, follow a particular path or
procedure, or sinply to “wal k™) rather than urging
themto take sonme undefined action. |In any event, the
cited mark clearly does not share the same connotation
as the Applicant’s mark.

At a mninmum even if sone prospective participants or
contri butors woul d nmake the connection that applicant
suggests and understand the connotation of registrant’s
mark is different fromthe connotation of applicant’s mark,
we cannot hold that this would be the nbst conmon

interpretation of the registered mark. It is far nore
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i kely that nost participants or contributors would view
the identical words “Wal k the Wal k” in both marks
identically, with an understanding that registrant now is
directing its services specifically towards CEGCs.
Therefore, the marks are likely to have the sane
connotation, i.e., people actually doing sonething for
charity (in this case, raising noney by participating in
wal ki ng events) and not sinply tal ki ng about doi ng
sonet hi ng.

Wien we view the marks in their entireties, we
conclude that they are very simlar in sound, appearance,
meani ng, and commercial inpression. The presence of the
term“CECS” in applicant’s mark and the foot design in the

registered mark are relatively mnor differences. 1Inre

Deni si, 225 USPQ 624, 624 (TTAB 1985) (If “the dom nant
portion of both marks is the sane, then confusion may be

i kely notw thstanding peripheral differences”). See also

Wella Corp. v. California Concept Corp., 558 F.2d 1019, 194

USPQ 419, 422 (CCPA 1977) (CALIFORNI A CONCEPT and surfer
design likely to be confused with CONCEPT for hair care
products).

Next, we consi der whether the services of applicant
and registrant are related. W nust consider these

services as they are identified in the application and
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regi strations. Paula Payne Products v. Johnson Publi shing

Co., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973) (“Trademark
cases involving the issue of |ikelihood of confusion mnust
be decided on the basis of the respective descriptions of
goods”) .

Applicant’s services are charitable fundraising
t hrough organi zi ng and conducting group activities, nanely
participation in a group wal k. Registrant’s services
include a “charitable fundraising” and the *organi zati on of
fundraising activities and events.” These activities would
i nclude activities such as applicant’s charitable fund
rai sing through participating in a group wal k. More
specifically, registrant’s identification of services
i ncludes the “organi zation of fundraising wal ks and

mar at hons,” which is virtually the sane as charitable

fundrai sing through organizing a group wal k. Therefore,

applicant’s services overlap with registrant’s servi ces.
Because these services are essentially the sane, we

must assunme that the services travel in the sane channel s

of trade to the sane users. GCenesco Inc. v. Martz, 66

UsP2d 1260, 1268 (TTAB 2003) (“G ven the in-part identica
and in-part related nature of the parties’ goods, and the
| ack of any restrictions in the identifications thereof as

to trade channel s and purchasers, these clothing itens
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could be offered and sold to the sane cl asses of purchasers

t hrough the sanme channels of trade”); Inre Smth and

Mehaf f ey, 31 USPQ2d 1531, 1532 (TTAB 1994) (“Because the
goods are legally identical, they nust be presuned to
travel in the same channels of trade, and be sold to the
same cl ass of purchasers”).

| nasmuch as the services of applicant and regi strant
are virtually the sane and the marks CEOCS WALK THE WALK and
WALK THE WALK and design are very simlar, we cannot agree
with applicant that “potential confusion is de mnims.”
Reply Brief at 3. “Wen marks woul d appear on virtually
i dentical goods or services, the degree of simlarity
necessary to support a conclusion of likely confusion

declines.” Century 21 Real Estate Corp. v. Century Life of

Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cr
1992)). Under the circunstances of this case, confusion is
likely.

Decision: The refusal to register applicant’s mark

under Section 2(d) is affirnmed.



