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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Edward J. Hennessey has appeal ed fromthe fi nal
refusal of the Trademark Exami ning Attorney to register
SURF WAX as a trademark for candles.' On March 17, 2003,
applicant filed his application pursuant to Section 1(b) of
the Trademark Act, based on an asserted intention to use

the mark in conmmerce. The application was subsequently

1 Application Serial No. 76500430, filed March 17, 2003.
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approved by the Exam ning Attorney, and was published for
opposition. Thereafter, a Notice of Allowance issued, and
applicant filed a Statenent of Use. When the Exam ning
Attorney exam ned the Statenent of Use, she determ ned that
the speci men submtted therewith did not support the mark
shown in the drawi ng. She advi sed applicant that he could
not cure this problem by anmending the drawing to ORI G NAL
SURF WAX CANDLE, as this would be a material alteration of
the mark shown in the drawi ng, and required that he submt
a substitute specinen showing the mark as it appeared in
the drawi ng. Wen applicant failed to do this, she issued
a final Ofice action, and it is fromthis action that
appl i cant has appeal ed.

The appeal has been fully briefed. Applicant
originally requested an oral hearing, but |later wthdrew
t hat request.

We note that there has been substantial argunent about
whet her an anended draw ng woul d be acceptabl e, or whether
it would constitute a material alteration of the mark shown
in the original drawing. W point out, as the Exam ning
Attorney has done, that applicant never submtted an
anended drawi ng, and therefore the issue of whether an
anended drawi ng woul d have been acceptable is not before

us. The Exam ning Attorney’ s coments regardi ng whet her
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the drawi ng coul d be anended were sinply advisory: in the
O fice action requiring a specinmen that woul d show use of
the mark depicted in the drawi ng, the Exam ning Attorney
sinply advised applicant that he could not cure the
deficiency in the speci nen by anending the draw ng. 2
Appl i cant al so apparently acknow edges this, because in his
reply brief he states that “if the appellant’s position is
sustained, the drawi ng i s adequate.” p. 3.

Trademark Rule 2.51(b) requires, in pertinent part, that
in an application under section 1(b) of the Act, the draw ng
of the mark nust be a substantially exact representation of
the mark as intended to be used on or in connection with the
goods and/or services specified in the application, and once
a statenment of use under 82.88 has been filed, the draw ng
of the mark nust be a substantially exact representation of
the mark as used on or in connection with the goods and/or
services. Thus, the question before us is whether the mark
shown in the drawi ng, SURF WAX in standard character form
is a substantially exact representation of the mark as used.
To determne this, we nmust | ook at applicant’s specinen,
reproduced below, since this is the only exanple he has

provi ded of his use of the nark.

2 The Examining Attorney al so advi sed applicant that he coul d

not withdraw the Statenment of Use. Rule 2.88(Q).
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v tedshredsonfire.com

The words SURF WAX appear as part of the central
desi gn el enent, under the picture which is bordered on the
top by the nanme TED SHRED S. SURF WAX borders this picture
on the bottom and is included in the phrase ORI G NAL SURF
WAX CANDLE. It is the appearance of SURF WAX in the phrase
that has raised the objection by the Exam ning Attorney.

It is her position that consuners woul d not perceive SURF
WAX as a separate mark, but would see it only as part of
the phrase ORI G NAL SURF WAX CANDLE. Because, she asserts,
applicant is attenpting to separate out and regi ster words
that are an integral part of an entire phrase, the mark
shown in the drawi ng, SURF WAX, is a nutilation of the
actual mark, ORI G NAL SURF WAX CANDLE, and nmay not be
regi st ered.

I n response, applicant relies on Section 807.14 of the
Trademar k Manual of Exam ning Procedure, which states that
the draw ng of the mark nmust be a substantially exact
representation of the mark as actually used as shown by the

specinmen filed with the statenment of use. Applicant does
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not discuss why his drawing is a substantially exact
representation, but goes on to quote extensively from
Section 807.14(a) of the Trademark Manual, which concerns
“material alteration” of a mark. The issue of materi al
alteration, however, deals with whether an anended draw ng
woul d change the character of the mark shown in the
original drawing. Although there is sone relationship
bet ween the concepts of whether a mark shown in the draw ng
is a substantially exact representation of the mark shown
in the speci men, and whether an amended draw ng woul d be a
material alteration of the mark shown in the original
drawing, we reiterate that the issue of whether, if
applicant had submtted an anended drawing, it would have
been a material alteration of the mark, is not before us.
Applicant DI D NOT submit an anmended drawing. The only
i ssue we must consider is whether applicant’s drawing for
SURF WAX is a substantially exact representation of the
mar k shown on the specinen.?

The cases which have dealt with the question of
whet her a mark shown in the drawing is a substantially

exact representation of the mark shown in the speci nen have

3 Similarly, the question of whether SURF WAX is merely

descriptive of the scent of a candle that snells like surf wax is
not before us.
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general ly been concerned with whether the drawing is a
mutilation of that mark. The question of nutilation, in
turn, depends on whether the mark shown in the specinen can
be considered a conposite mark in which the el enment sought
to be registered creates a conmercial inpression separate
and distinct fromthe other elenents of the mark. See In
re San Di ego National League Baseball Cub, Inc., 224 USPQ
1067 (TTAB 1983), and cases cited therein.

Viewing the mark as it appears on the specinen, we
agree with the Exam ning Attorney that SURF WAX i s depicted
in the sanme size, color and type font as ORI A NAL and
CANDLE, and even follows the sane curve along the bottom of
the picture. The conmmercial inpression, therefore, is that
of a unitary phrase, ORI G NAL SURF WAX CANDLE. Consuners
woul d not view SURF WAX, as shown in this phrase, as a
separate elenent. See Inre MIler Sports Inc., 51 USPQd
1059 (TTAB 1999) (speci nen, shown bel ow, depicting figure of

skater formng part of letter “M in MLLER

does not support nark ﬂ

shown in drawing); In re San D ego National League Basebal

Cl ub, Inc., supra, (specinen show ng SAN DI EGO PADRES

REPORT, with SAN DI EGO, PADRES, and REPORT in three
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different sizes and styles of lettering, with SAN D EGO and
PADRES nore simlar in size than PADRES and REPORT, and SAN
DI EGO and PADRES grouped together on one |ine and REPCRT on
a separate |line, does not support PADRES REPORT shown in
drawi ng); and In re New Yorker Cheese Conpany, 130 USPQ 120
(TTAB 1961) (specinens show ng words MARKA, DOBRA and
SZYNKA in col um superinposed on outline of Pol and
unaccept abl e to show use of applied-for mark DOBRA).

Appl i cant has argued that the words ORI G NAL and
CANDLE in its speci men have no substantial or materi al
effect on the mark. This argunent was nmade in the context
of applicant’s position that the addition of these words
woul d not be a material change to the mark SURF WAX. As we
have al ready pointed out, the issue of whether an anendnent
to the drawing to depict the mark as ORI G NAL SURF WAX
CANDLE i s not before us because applicant did not submt an
anmended drawi ng. However, we have considered these
argunents to the extent that they have an inpact on the
question of whether SURF WAX creates a separate comerci al
i mpr essi on.

We agree that even though the word CANDLE is shown in
the sane type style, size and color as the other words,
because it is a generic termit does not have any trademark

significance what soever. Further, because generic terns do
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not have to be included in trademarks (and, indeed, in many
cases applicants have been required to disclaimgeneric
matter), the fact that this word is not in the draw ng does
not affect the registrability of the applied-for mark. See
In re Raychem Corp., 12 USPQ2d 1399 (TTAB 1989). However,
the word ORIG NAL, as used in the mark, does have
significance, such that it fornms part of a unitary
expression with SURF WAX. Applicant has asserted, w thout
any evidence in support, that “original” is “so wdely
used.” Brief, p. 9. Applicant nerely states that “a
recent search of the Trademark O fice database records
reveal ed approxi mately 6000 pendi ng and regi stered marks
having ‘original’ as part of the mark,” 1d., but never made
the results of such a search of record.* In any event, even
nmerely descriptive words that are used in a unitary phrase
cannot be omtted fromthe drawi ng, such that only a
portion of the phrase would be registered. See In re Jane
P. Semans, 193 USPQ 727 (TTAB 1976), in which the Board

rejected the contention of the applicant therein that the

word "Krazy" was registrable apart fromthe conposite

* As an informational point, to be considered as evi dence copies

of the third-party registrations and applications (and not nerely
a search sumary) woul d have had to be nmade of record during the
prosecution of the application. MNMbreover, third-party
applications have evidentiary value only to show that they were
filed.
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phrase "Krazy M xed-Up," because of the descriptive nature
of the term"M xed-Up" for food seasonings.

In summary, we find that SURF WAX, as used as part of
the phrase ORI G NAL SURF WAX CANDLE in the speci nen, does
not create a separate commercial inpression, and therefore
applicant has not submtted a speci nen show ng use of the
mar k SURF WAX which is depicted in the draw ng.

Deci sion: The refusal of registration is affirned.



