THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT OF
THE TTAB

Mai | ed:
January 28, 2005

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Trex Conpany, Inc.

Serial No. 76506970

Patrick J. Coyne, B. Brett Heavner and Naresh Kilaru of

Fi nnegan, Henderson, Farabow, Garrett & Dunner, L.L.P. for
Trex Conpany, | nc.

Stacy B. Wahl berg, Trademark Exam ning Attorney, Law O fice
113 (Cdette Bonnet, Managi ng Attorney).

Bef ore Seehernman, Hohein and Hol tzman, Adm nistrative

Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

On April 4, 2003 Trex Conpany, Inc. applied to
regi ster the mark DECKSCAPES for “magazi ne contai ni ng
design ideas for decks” (Serial No. 76506970.) The
application was based on an asserted bona fide intention to
use the mark. Applicant subsequently anmended the

application to allege first use and first use in comerce
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as early as April 7, 2003. The anendnent to all ege use was
accepted by the Exam ning Attorney on June 1, 2004.

The Exami ning Attorney issued a final refusal of
regi stration pursuant to Section 2(e)(1) of the Trademark
Act, 15 U.S.C. 1052(e)(1), on the ground that DECKSCAPES i s
nmerely descriptive of applicant’s goods because it
descri bes the subject matter of applicant’s publication.

Appl i cant has appeal ed the refusal. Both applicant
and the Exam ning Attorney have filed appeal briefs.
Applicant did not request an oral hearing.

A mark is nmerely descriptive, and thus prohibited from
registration by Section 2(e)(1) of the Trademark Act, if it
i mredi at el y conveys know edge of the ingredients,
qualities, or characteristics of the goods or services with
which it is used. 1In re Gyulay, 820 F.2d 1216, 3 USPQd
1009 (Fed. Cir. 1987). The question of whether a
particular termis nmerely descriptive nust be determ ned
not in the abstract, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the significance that the mark
is likely to have, because of the manner in which it is
used, to the average purchaser as he encounters goods
bearing the mark in the marketplace. 1In re Engineering

Systens Corp., 2 USPQ@d 1075 (TTAB 1986); see also, Inre
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Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA
1978) .

In support of the refusal of registration, the
Exam ning Attorney has submtted a dictionary definition of
“scape” as neaning “a scene; a view. Oten used in

»l

conbi nati on: seascape; m ndscape. The Exam ni ng Attorney

has al so subnmitted excerpts? fromseveral articles taken
fromthe NEXI S dat abase, as well as pages from vari ous
websites, including the follow ng (enphasis added):?

Decorating a deck for the holidays can

be a sinple as hanging ropi ng and

lights. Doing it for interest year-

round is a lot nore involved. Sone

call it “deckscaping.”

Deckscapi ng, or |andscapi ng over, on
and around a deck, gives the structure

1 The Anerican Heritage Dictionary of the English Language, 3d

ed. © 1992.

2 Some of the articles were subsequently submtted in their
entirety by applicant. W have also quoted fromthese portions.
3 Applicant has questioned the probative value of certain
additional materials submtted by the Exam ning Attorney. For
exanpl e, one article is froma Canadi an newspaper, while in
another article “deckscapes” refers to a ship. Because it is not
clear that consuners in the United States have been exposed to
the article in the Canadi an paper, we have not considered it in
maki ng our determnation. Simlarly, we have not considered the
article in “Tinber Wod Products,” which appears to be a trade
publication in the United Kingdom Nor do we find “The New York
Times” article using “deckscapes” to refer to the | ook of a
ship’s deck probative of the descriptiveness of “deckscapes” for
the goods at issue herein. Applicant has al so pointed out that
two of the websites are foreign. Al though such websites are
clearly accessible to consuners in the United States, we agree
that they do not necessarily reflect how the term “deckscape” is
perceived by consunmers in this country. Thus, although we do not
say that they do not have probative value, we have not relied on
themin reaching our decision herein.
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extra ornanental appeal and nmekes it a
useful addition as a transition between
t he house and the outdoors. It could
be sonething as sinple as being
surrounded by woods to give a treehouse
effect or as involved as planting a
conbi nati on of container sizes and
styles with colorful m xed flowers,
foliage, shrubs, trees and perennials.
Patios are accented in this sanme
manner, but you often have the | uxury
of creating beds to | andscape around a
patio. When you are 10 feet off the
ground on a deck, the horticultural
enhancenment is a little nore
chal l enging. So as soon as you get the
deck pl ans deci ded, begin your
deckscape design

Your greatest | andscape design
challenge will be creating privacy for

decks hi gh above the ground. In these
cases, | like to work wth vines and
| attice.

Pl anters on the deck can provide visual
interest and at |east inplied
screening. |If you want to plant
containers wth shrubs and trees...

“Deckscapi ng: Gardeni ng and Landscapi ng
on and Around Your Deck,” by Barbara W
Ellis (Storey Books, 2002, $19.95), is
excel l ent for everyone as a | andscape
design book. It is devoted exclusively
to the design and planting around a
deck in every way. |If you want howto
pl anti ng and desi gn ideas for your
deck, patio or even your bal cony, this
book is a nust.
“The Washi ngton Post,” Decenber 7, 2002
* % %
Pl an an exqui site garden or deckscape
wi th our plants, herbs and gorgeous
garden accents featuring pieces by
Virginia Metal crafters.
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(showi ng an address in A d Saybrook,
CT)

www. | i ght housermaps. conl Saybr ook/ Her bery
. htm

Deckscapes

We phot ograph your deck or patio area
with your favorite planters and urns.
We design plant groupings for your
approvals as the new planters are re-
arranged on your space. Sone new

pl anters, urns, or arbors may be
suggested in our 3-Di nensional designs.

Finally, we offer an update service to
refresh your planters throughout the
seasonal changes.

wwwv. f 1 oweri ngfiel d.com serv02/ ht m
Start wth a big, fat list of
everything you want to do in your
garden this year. Wuld you like a
dazzl i ng deckscape, sonme new rai sed
beds, a stone wall, or perhaps a water
garden?
http://garden. garden. org/ regi onal /
report/arch/inmygarden/ 659

W are skilled in a wide range of areas
and can provide the follow ng:

Sod

Shr ubs

Deckscapes

Fences

Decorati ve Stones

(showi ng an address in Rahway, NJ)
www. hpni andscape. conf skil |'s

Bui | di ng dreans for honeowners since
1958, Col eman—Bri ght |deas For Your
Hone! |Is Texas’ ol dest and | argest
“one-stop” backyard provider of custom
i n-ground pools, Garden Roons(l,
portabl e spas, deckscapes, outdoor
furniture, pool and spa chem cals and
accessori es.
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(showi ng an address in Fort Worth, TX)
www. i nt egri typublishing.confex ftw_
pages/ col eman. ht m
It is clear fromthe materials of record that
“deckscape” has beconme a recognized termfor | andscaping
i nvol vi ng decks, so nmuch so that in many of the website
pages the conpani es/ aut hors have believed there was no need
to further define the term and have used it in the sane
manner as generic terns such as “garden” or “landscape” or
“shrubs.” It also appears fromthe articles and website
materials that “deckscape” refers to the plantings both on
and around decks. See, for exanple, the “Wshi ngton Post”
article, which refers to “deckscapi ng” as “landscapi ng
over, on and around a deck.”
Mor eover, the specinmen submtted with applicant’s
anendnent to allege use gives tips such as “built-in
planters filled with bright bloons add beautiful color to

stair landing or corners of a deck” p. 5; and “you m ght
consider putting the focus on your garden by using the sane
col or of TrexO decking for all the el ements—deck, railing,
benches and pergola. Using one material creates a uniform
| ook and turns the deck into a neutral backdrop to the
gorgeous plants, trees and flowers.” P. 16. Another

article, entitled “fl onerpower,” discusses creating a deck

near a garden, and enjoying garden views fromthe deck.
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When the term DECKSCAPES is used in connection with a
“magazi ne containing design ideas for decks,” as
applicant’s goods are identified, we find that it
i mredi ately conveys to consuners that the nagazine presents
i nformati on about designing or decorating decks. The mark
is therefore nmerely descriptive of the goods.

Applicant has argued that the word “deck” has multiple
meani ngs in the English | anguage, including a part of a
ship or a pack of playing cards, and therefore one would
not know fromthe mark whet her DECKSCAPES i s bei ng used,
for exanple, for a cruise industry nagazi ne show ng vi ews
avail abl e from cabins on different decks, or by a gam ng
i ndustry nagazi ne depicting various card playing tips.

Thi s argunent, however, ignores the fact that applicant’s
goods have been identified as a “nmagazi ne contai ni ng desi gn
i deas for decks.”

Applicant also asserts that “scape” is generally used
only in connection with geographic terns (e.g., |andscape,
cityscape) and therefore DECKSCAPES has an incongruous
meani ng. This argunent, however, is belied by the
evi dence, which shows that “deckscapes” has a recogni zed
meani ng in connection with decks and deck design. For this
reason, applicant’s reliance on third-party registrations

for marks containing the el enent SCAPES (e.g., FLOORSCAPES
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for wholesale and retail store services in the field of
carpets and fl oor coverings, PATI OSCAPES for furniture and
accessories for patios) is msplaced.

Applicant further asserts that the evidence submtted
by the Exam ning Attorney does not establish that the term
has been so frequently used by conpetitors that it is
nmerely descriptive of applicant’s goods. Although use of a
term by conpetitors is evidence of the descriptiveness of a
mark, the Ofice is not required to show such use in order
to establish that a termis nerely descriptive. It is well
established that a mark may be descriptive even if the
applicant is the first or only user of the mark. In this
case, of course, there are several uses of “deckscape” by
aut hors and business entities. Applicant also clains that
the references are insufficient to denonstrate the

descriptiveness of the term “when one considers that the

NEXI SO conput er database and the Internet cover entries
froma massi ve nunber of docunents stretching back many
years, and that these docunents collectively incorporate
billions of ternms.” p. 13. Obviously, since the database
and Internet do incorporate billions of terns and refer to
a countl ess nunber of subjects, one would expect that,
conpared to the billions of ternms, the nunber that include

“deckscapes” would be conparatively low. On a nore
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practical |level, the Board has repeatedly advised that it
di scourages both Exam ning Attorneys and applicants from
submitting | arge nunbers of articles or webpages that nmay
be retrieved froma search of the NEXIS dat abase or of the
Internet. In this case, the Exam ning Attorney’s

subm ssions are adequate to establish that “deckscapes” is
used in a descriptive manner by various entities.

Finally, with respect to applicant’s argunent that
even if DECKSCAPES is registered to applicant, conpetitors
still have “a variety of ternms to refer to the qualities or
characteristics of such a nagazine,” applicant is rem nded
that Section 2(e)(1) prohibits the registration of a mark
that merely describes the goods. See Rosel ux Chem cal Co.,
Inc. v. Parsons Amonia Col, Inc., 299 F.2d 855, 132 USPQ
627 (CCPA 1962). Because we have found applicant’s mark to
be nerely descriptive of its identified nagazine, the fact
that applicant is able to suggest nmarks for third parties
to use on such a nagazine is irrelevant.

Decision: The refusal of registration is affirned.



