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Opi nion by Wal sh, Adm nistrative Trademark Judge:

On April 17, 2003, La Estancia Argentina, Corp.
(applicant) applied to register the mark
LAESTANCI AARGENTI NA, in the special formshow below, on the
Principal Register for “retail grocery store; on-line

retail store services featuring groceries.”
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Applicant clainmed both first use and first use in comrerce
on Cctober 22, 2002. Applicant also provided the follow ng
translation: “The English translation of the mark ‘LA
ESTANCI A ARGENTINA" is ‘The Argentine Ranch.’”

The exam ning attorney refused registration under
Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), in
vi ew of Registration No. 2846740 whi ch issued May 25, 2004
for the mark DE LA ESTANCI A, in standard character form
for “packaged cornneal and packaged polenta.” The cited
registration includes the follow ng translation: *“The
foreign wording in the mark translates into English as ‘ of

the estate. Appl i cant has appeal ed fromthe refusal.
For the reasons stated bel ow, we reverse.

Procedural |ssues

At the outset we nust address a nunber of procedural
irregularities. First, this appeal was premature as fil ed.
The exam ning attorney issued the first office action on
Novenber 3, 2003 requiring a translation and noting an

earlier-filed, potentially conflicting application,
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specifically the DE LA ESTANCI A application which matured
into the cited registration. 1In noting the pending
application, the exam ning attorney used the standard

| anguage indicating that if the referenced application
matured into a registration “the exam ning attorney may
refuse registration” (enphasis added); the action did not
include a refusal. Applicant responded by providing the
transl ati on and argui ng agai nst any potential conflict with
the noted application.

In the follow ng office action, mailed on June 18,
2004, the examning attorney issued a first refusal under
Section 2(d) based on the DE LA ESTANCI A regi stration which
had issued in the interim and he required a new draw ng.
The office action included the standard si x-nmonth response
cl ause and advi sed applicant that it could submt evidence
and argunents in support of registration. The office
action did not indicate that the refusal was final. 1In
fact, a final action would have been i nproper because the
action stated the refusal and the requirenent for a new
drawing, both for the first time. See Trademark Rules 2.61
through 2.64, 37 CF.R 88 2.61 through 2.64. However, the
PTO s automated status records identify this office action
as a “final refusal.” Applicant responded to the action

with a “request for reconsideration”; such a request would
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be appropriate only after a final refusal. Trademark Rul e
2.65(b), 37 CF.R § 2.65(b).

The exam ning attorney should have treated the
“request for reconsideration” sinply as a response to a
first refusal. Instead, in an office action dated January
19, 2005, the exam ning attorney sunmarily denied the
request and advised that applicant’s tinme for appeal ran
“fromthe date the final action was mail ed” even though
there had been no final action. |In fact, applicant had
already filed its notice of appeal on January 3, 2005,
within six nonths of the previous action and al so well
before the exam ning attorney denied applicant’s “request
for reconsideration.”

Al t hough the appeal was premature, we conclude that no
useful purpose would be served by requiring applicant to
refile the appeal. We will construe the exam ning
attorney’ s denial of applicant’s “request for
reconsideration” as a repetition of the Section 2(d)
refusal, and we will proceed to decide the appeal. See
Trademark Rule 2.141, 37 CF. R § 2.141.

We nust al so address irregularities in the subm ssion
of evidence. The Board s rules explicitly preclude the
subm ssi on of new evidence wth appeal briefs, subject to

limted exceptions not relevant here. Trademark Rul e
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2.142(d), 37 CF.R 8§ 2.142(d). The only evidence the
exam ning attorney submtted in this case was filed with
his appeal brief. Applicant has objected to this evidence
as untinely. Although the process in this case was
truncated due to the premature filing and acceptance of the
appeal , the exam ning attorney had several opportunities to
submt evidence, nost notably with his denial of
applicant’s request for reconsiderati on which the exam ni ng
attorney issued after applicant had filed its notice of
appeal. The examning attorney did not do so. The
evidence the examning attorney filed with his brief was
untinely and will not be consi dered.

The applicant also submtted additional evidence with
its main brief and still nore with its reply brief in
violation of the Board's rules.® Applicant subnitted a
listing of third-party registrations and additi onal
I nternet evidence with its main brief and copies of the
full electronic records related to those registrations from
the PTO s on-line data base with its reply brief. This

evidence was untinely and will not be considered.?

! See authorities cited in TBWP § 1207.01 (2d ed. rev. 2004).

2 See authorities cited in TBVP § 1207.03 (2d ed. rev. 2004).
Also with the appeal briefs, both the exam ning attorney and
applicant submitted dictionary definitions as to which we may, at
our discretion, take judicial notice. W wll do so, as
appropriate. See authorities cited in TBMP § 1208.04 (2d ed.
rev. 2004).
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The Li kel i hood of Confusi on Refusal

Turning to the nerits of the case, Section 2(d) of the
Act precludes registration of an applicant’s mark “which so
resenbles a mark registered in the Patent & Trademark
Ofice. . . as to be likely, when used on or in
connection with the goods of the applicant, to cause
confusion . . .” 15 U. S . C § 1052(d).

The opinion in In re E.I. du Pont de Nenours & Co.,

476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1977) sets forth the
factors we may consider in determning |ikelihood of
confusion. In doing so the Court recogni zed that we nust
deci de each case according to its unique facts and that one
factor may play a dom nant role in a particular case. |d.
at 567. We discuss below the factors rel evant here,
principally the marks and the goods and services of the
appl i cant and registrant.
The Marks

To determ ne whether the marks are confusingly

simlar, we nust consider the appearance, sound,

connotation and conmerci al inpression of each mark. Pal m

Bay Inports Inc. v. Veuve Cdicquot Ponsardin M son Fondee

En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1692 (Fed. Gr.

2005) .
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Appear ance — The marks of both applicant and
regi strant include the term ESTANCIA. However, there are
al so differences between DE LA ESTANCI A, on the one hand,
and LaEstanci aArgentina in a design (shown above), on the
ot her hand. Wile the exam ning attorney asserts that
ESTANCI A is the dom nant el enent, we do not agree for
reasons we explore in our discussion of the connotation of
the marks below. Furthernore, as noted, the word el enents
in the marks differ, and the presentation of applicant’s
mar k, w thout spacing and with underlining and a
surroundi ng box with distinct upper and | ower areas,
differentiates the marks further. Although the differences
are not overwhel m ng, we conclude that the marks are not
simlar when viewed overall.

Sound — There are also differences in sound. The
addition of the term ARGENTINA to applicant’s mark is
particularly significant in this regard. Here again,
al though the differences are not stark, we conclude that
the marks are not simlar in sound when consi dered
overal | .

Connotation — In this case the connotation of the
mar ks, as well as the commercial inpression, are of

particul ar significance. Applicant argues that the
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significance of ESTANCIA is altered significantly when it
is conbined with ARCGENTI NA. Applicant states:
Applicant by adding the dom nant word “ARGENTI NA” to
the mark has made a considerable effort to evoke the
i mge of whol esone quality and style of flavoring of
products fromthe cattle ranches in South Anmeri ca.
When reflecting on the mark, one envisions a rustic
ranch setting with gauchos herding cattle, with the
sun setting over the Andes Muntains.”
Applicant’s Brief at 7.
Appl i cant has provi ded evidence to support the
associ ation between Argentina and beef. In its response to

the first office action applicant provides excerpts from

www. ar genti na- spani sh. com whi ch states, “Argentina is well

known t hroughout the world for the excellence of its neat
which is the result of the first rate cattle industry
devel oped in the country.”

Bot h applicant and the exam ning attorney proffered
various dictionary definitions for “estancia” with the
appeal briefs, and they have argued extensively with regard
to the proper translation of “estancia” in both the

application and registration.
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We have consulted sone Spani sh/English dictionaries
and find the following entries nost rel evant and
representative:

Col | i ns Spani sh Dictionary (6'" ed. 2000) — estancia —

(3) (LAm) [de ganado] farm cattle ranch; (= haci enda)

country estate; (Caribe) (= quinta pequena) snal
farm smal |l hol di ng.

Cassel |’ s Spani sh-Engli sh Engli sh-Spani sh D ctionary
(1978) — estancia, n.f. stay; room habitation; day in
the hospital or fee for it; stanza; (H sp. Am) ranch
farm

The American Heritage Spanish Dictionary (2" ed. 2001)
— estancia f. (mansion) country house, estate, (sala)
room (estadia) stay <una e. en el hospital a hospital
stay>; POET. stanza; AMER (hacienda) ranch, farm
(ganaderia) cattle ranch

The evi dence supports applicant’s argunent that the

meani ng of “estancia” may vary. Cf. In re Buckner

Enterprises, Corp., 6 USPQ2d 1316, 1316 (TTAB 1987).

Applicant’s further argunent--that the neaning within the
context of its mark, which includes “Argentina,” would
indicate “ranch”--is also reasonable in view of the
evi dence of the association of Argentina with beef and
cattle ranches.

As we indicated previously, the registrant transl ated

its own nmark as “of the estate.” In the absence of

3 W take judicial notice of these dictionary definitions under
the authorities cited in TBMP § 1208.04 n. 187 (2d ed. rev.
2004) .
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evidence that a registrant’s translation is m sl eading or
otherwi se incorrect we defer to the registrant’s own
translation of a mark and the associ ated connotation. On
this record, the connotation of “DE LA ESTANCI A’ transl ated
as “of the estate” as used on packaged cornneal or pol enta
is distinctly different fromthe connotation of “LA
ESTANCI A ARGENTI NA” translated as “Argenti ne Ranch” as used
in connection with retail grocery store services or on-line
grocery services. Accordingly, we conclude that, on this
record, the marks, when viewed overall and in |ight of
their translations, have distinctly different connotations.

Cf . Chanpagne Louis Roederer S. A v. Delicato Vineyards,

148 F.3d 1373, 47 USPQ2d 1459, 1460 (Fed. G r. 1998).

Commercial Inpression — W |ikew se conclude that the

commerci al inpressions engendered by the marks differ due
to the differences in connotation and the further
differences resulting fromthe particul ar display of
applicant’s mark.

The Goods and Servi ces

Regi strant’ s goods are “packaged cornneal and packaged
polenta.” Applicant’s services are “retail grocery store;
on-line retail store services featuring groceries.”

Al t hough food and beverages and services related to food

and beverages are sonetinmes considered “related,” here we

10
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nmust decline to hold themrelated in the absence of

evidence. Specifically, there is no evidence of record to
support the conclusion that the sane mark, or even simlar
mar ks, have been used in conjunction with both the goods of

regi strant and the services of applicant. See In re Coors

Brewing Co., 343 F.3d 1348, 68 USP(2d 1059, 1063 (Fed. Cr

2003); Inre Mars, Inc., 741 F.2d 395, 222 USPQ 938, 938

(Fed. Cir. 1984).%

Concl usi on

After consideration of all evidence bearing on the du
Pont factors in this ex parte record, we concl ude that
there is not a likelihood of confusion principally due to
the cunul ative differences between the marks and the goods
and services of the applicant and registrant. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“In our opinion, the cumulative

di fferences between the respective goods and the respective

* The exami ning attorney has made a nunber of assertions
with regard to the products and services at issue, the
channel s of trade and prospective purchasers. Exam ning
Attorney’'s Brief at 2. These assertions are based, in
part, on evidence we have excluded as untinmely. The
argunents thensel ves are also msplaced to the extent they
i npose restrictions on the trade channels of applicant or
regi strant not specified in the application or
registration. CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ
198, 199 (Fed. Cir. 1983); Inre Melville Corp., 18 USPQR2d
1386, 1388 (TTAB 1991).

11
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mar ks are sufficient to preclude |ikelihood of confusion,

m st ake, or deception.”); Steve's Ice Cteamyv. Steve's

Fanous Hot Dogs, 3 USPQ2d 1477, 1478 (TTAB 1987).

Decision: The refusal to register under Section 2(d)

of the Act is reversed.
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