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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re BCPBank National Associ ation

Serial No. 76513504

Virginia R Richard of Wnston & Strawn for BCPBank Nati onal
Associ ati on.

Kat hl een M Vanston, Trademark Exam ning Attorney, Law
O fice 103 (Mchael Ham Iton, Managi ng Attorney).

Before Walters, Chapman and Drost, Administrative TrademarKk
Judges.

Opinion by Walters, Adm nistrative Trademark Judge:

On May 12, 2003, BCPBank National Association filed an
application to register the mark BEYOND THE EXPECTED on the
Princi pal Register based on an allegation of a bona fide
intention to use the mark in commerce in connection with
“banking services” in International Cass 36. Registration

of the proposed mark is sought in standard character form'?

! Applicant submitted an amendnent to allege use, alleging first use and
use in comerce as of May 19, 2003, with specinmens. The amendnent and
speci men were accepted by the exam ning attorney.
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The Trademark Exam ning Attorney has issued a final
refusal to register under Section 2(d) of the Trademark Act,
15 U. S.C. 1052(d), on the ground that applicant’s mark so
resenbl es the regi stered mark BANKI NG BEYOND YOUR
EXPECTATI ONS, in standard character format, for the services
set forth below, that, if used on or in connection with
applicant’s services, it would be likely to cause confusion
or m stake or to deceive.

“Banki ng services; providing banki ng and

securities underwiting and brokerage services;

mut ual fund adm ni strati on and brokerage servi ces;

honme, accident, fire, and life insurance

underwiting and brokerage services; comerci al

banki ng services, nanely, offering financing in

the formof equity investnents; bond

adm ni stration; investnment advisory services;

financi al planning services; financial mnagenent

services; fund investnment services; investnent

br okerage services; and providing information in

the field of banking, finance, and insurance,

t hrough el ectronic neans” in International C ass

36. 2

Applicant has appeal ed. Both applicant and the
exam ning attorney have filed briefs, but an oral hearing
was not requested. W reverse the refusal to register.

The exam ning attorney contends that the services are
identical and the marks are confusingly simlar. She argues
t hat because BANKING is nerely descriptive and disclained in
the registered mark, the dom nant portion of that mark is

BEYOND YOUR EXPECTATI ONS; that BEYOND is commpn to both

2 Regi stration No. 2756040 issued August 26, 2003, to Manufacturers and
Traders Trust Conpany. The registration includes a disclainmer of the
wor d BANKI NG apart fromthe mark as a whol e.
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mar ks; and that EXPECTED and EXPECTATIONS, as well as BEYOND
THE EXPECTED and BEYOND YOUR EXPECTATI ONS, create simlar
commerci al i npressions.

Appl i cant contends that the marks create different
commerci al inpressions and the exam ning attorney has
i nproperly dissected the marks; that “consuners of banking
services are sophisticated due to the high degree of care
exerci sed by consuners in choosing an entity to handle their
money” (brief, p. 3); that there are a nunber of simlar
third-party marks in the financial services field that use
the term EXPECT or EXPECTATION, and that there has been no
actual confusion despite alnost two years of contenporaneous
use. Applicant submitted copies of seven third-party
regi strations each owed by a different entity, all for
banki ng services, for the follow ng marks: NORTH OF
EXPECTED; RAI SE YOUR EXPECTATI ONS; UNEXPECTEDLY MORE, MORE
THAN YOU D EXPECT FROM A BANK; EXPECT MORE FROM US; EXPECT
THE BEST; and EXPECT.

Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors bearing on the Iikelihood of
confusion issue. See Inre E. I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In re
Maj estic Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQRd

1201 (Fed. G r. 2003). 1In considering the evidence of
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record on these factors, we keep in mnd that “[t]he
fundanental inquiry mandated by Section 2(d) goes to the
cunul ative effect of differences in the essential
characteristics of the goods and differences in the marks.”
Federat ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976); In re Dixie Restaurants
Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. G r. 1997); and In
re Azteca Restaurant Enterprises, Inc., 50 USPQd 1209 (TTAB
1999) and the cases cited therein. The factors deened
pertinent in this proceeding are di scussed bel ow.

We turn, first, to the second and third du Pont
factors, i.e., the simlarity or dissimlarity of the
respective services, and the simlarity or dissimlarity of
the trade channels and cl asses of purchasers of these
services. W nust nmake our determ nations under these
factors based on the services as they are recited in the
application and registration, respectively. See In re
El baum 211 USPQ 639 (TTAB 1981). Applicant’s “banking
services” are identical to the “banking services” recited in
the cited registration. As such, we nmuch conclude that the
trade channels and class of purchasers are identical. 1In
this regard, we are not persuaded that, as applicant
contends, the purchasers of banking services are
sophi sticated persons and entities who choose such services

with care. There is no evidence in the record on this
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factor and we nust presune that the class of purchasers for
banki ng services is all purchasers of such services,
i ncluding the general public, and that all |evels of
sophi stication would be represented therein.

Turning to the first du Pont factor, the simlarity or
dissimlarity of the respective marks, the test is not
whet her the marks can be distingui shed when subjected to a
si de-by-si de conpari son, but rather whether the marks are
sufficiently simlar in terns of their overall conmerci al
i npression that confusion as to the source of the goods
of fered under the respective marks is likely to result. The
focus is on the recollection of the average purchaser, who
normal ly retains a general rather than a specific inpression
of trademarks. See Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106 (TTAB 1975).

It is with respect to the marks that we disagree with
the examning attorney’s analysis. W agree that BANKING i s
a descriptive termin connection with the involved servi ces;
however, we find that the mark in the cited registration is
a unitary phrase, BANKI NG BEYOND YOUR EXPECTATI ONS, and t hat
the exam ning attorney dissected the mark by essentially
deleting the term BANKING fromthe mark when considering the
phrase. Further, while both marks include the term BEYOND
we find that the connotations of BEYOND THE EXPECTED and

BEYOND YOUR EXPECTATIONS to be different. In the context of
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the services, BEYOND THE EXPECTED is likely to be perceived
as suggesting that the banking services are better than
those offered by other banks; whereas BANKI NG BEYOND YOUR
EXPECTATIONS is likely to be perceived as suggesting that

t he purchaser’s individual banking experience wll be beyond
his or her personal expectation for such services. The
connot ations of both marks have a certain |audatory
character. This sane |audatory character is simlarly
present in the third-party registered marks of record, for
the identical services, that all contain the root word
EXPECT and suggest superior banki ng services.

Moreover, as the third-party registrations suggest, the
cited registration appears to be a relatively weak | audatory
mar k. Thus, we conclude, on this ex parte record, that
applicant’s mark is sufficiently distinct fromthe cited
regi stered mark that confusion as to source is unlikely.?3

Deci sion: The refusal under Section 2(d) of the

Trademark Act is reversed.

3 W have given little consideration to applicant’s assertion that it is
aware of no instances of actual confusion occurring as a result of the
cont enpor aneous use of the marks of applicant and registrant. Wile a
factor to be considered, the absence or presence of actual confusion is
of limted probative value where we have scant, if any, evidence
pertaining to the nature and extent of the use by applicant and the
cited registrant. Moreover, the test under Section 2(d) is not actua
confusion but |ikelihood of confusion. See, In re Kangaroos U S A, 223
USPQ 1025 (TTAB 1984); and In re General Mtors Corp., 23 USPQd 1465
(TTAB 1992).



