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Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Bare Escentuals, Inc. has appealed fromthe final
refusal of the Trademark Exam ning Attorney to register
WEARABLE LIP, with the word WEARABLE di scl ai ned, for
“cosnetics, nanely, lipsticks and non-nedicated |ipbal ns.?!

Regi stration has been refused pursuant to Section 2(d) of

1 Application Serial No. 76527476, filed July 3, 2003, based on
Section 1(b) of the Trademark Act (intent-to-use).
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the Trademark Act, 15 U.S.C. 81052(d), on the ground that
applicant’s mark so resenbl es the mark WEARABLE TREATMENT,
wi th TREATMENT di scl ai ned, registered on the Suppl enent al
Regi ster for “lipstick, non-nedicated |lip balns, cosnetic
creans and exfoliants for hair and skin, skin |lotions and
skin gels,”? that, if used on applicant’s identified goods,
it is likely to cause confusion or mstake or to deceive.?

Appl i cant and the Exam ning Attorney have fil ed appeal
briefs. Applicant did not request an oral hearing.

We nust first address sone procedural points. Inits
request for reconsideration, applicant argued that there
were sufficient differences in the marks and in the
mar keti ng of the involved goods to make confusion unlikely,
but offered, in the alternative, to anend its application
to reflect the trade channels through which its goods are
offered, i.e., “for distribution only directly from
Applicant, in Applicant’s retail stores, by certain vendors
that provide interactive retail services via conputer,
cable and satellite television and the Internet, by certain

vendors that provide conputerized on-line retail stores,

Regi stration No. 2593254, issued July 9, 2002.

The Exami ning Attorney had previously also refused
registration on the ground that applicant’s nmark was nerely
descriptive, but subsequently wi thdrew that refusal and instead
required applicant to submt a disclainer of WEARABLE. Appli cant
subnitted the disclaimer with its request for reconsideration of
the final refusal.

3
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and t hrough sel ected beauty and skin care salons.” In
denying the request for reconsideration, the Exam ning
Attorney stated that such a restriction would not obviate
the |ikelihood of confusion, and therefore did not enter it
into the record.

In the last section of its appeal brief, applicant has
stated that “in the event that the Board determ nes that
Applicant’s mark and the Cted Mark are confusingly
simlar, Applicant requests that the identification of
goods in its Application be anmended to limt the channels
t hrough which Applicant’s goods are marketed and thereby
obvi ate any potential |ikelihood of confusion.” The
proposed identification is the same as that offered in the
request for reconsideration. Applicant is advised that
once the Board renders a decision on appeal, the
application may not be reopened (except on order by the
Conmi ssioner, or to enter a disclainer). See Trademark
Rul e 2.142(g). Therefore, applicant may not, in a single
application, obtain a decision fromthe Board on the issue
of likelihood of confusion based on its current
identification and then, if that decision is unfavorable,
have the Exam ning Attorney and ultimately the Board decide
the sanme issue of |ikelihood of confusion with respect to a

nore limted identification. |If applicant had w shed the
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Board to consider the registrability of its mark with its
identification limted as to trade channels, it should have
anmended its application accordingly during the course of
the prosecution of the application, and not as part of its
appeal brief.* Accordingly, the issue of I|ikelihood of
confusion will be decided on the basis of the original (and
operative) identification of goods: cosnetics, nanely,
i psticks and non-nedi cated |i pbal ns.

The second procedural point is an objection nade by
the Exam ning Attorney to materials, Exhibits B and C,
submtted by applicant with its appeal brief. Trademark
Rul e 2.142(d) provides that the record in the application
shoul d be conplete prior to the filing of an appeal. The
Exam ning Attorney’ s objection is well-taken, and these
materi al s have not been consi dered.

This brings us to the substantive issue before us in
this appeal: |ikelihood of confusion. Qur determ nation of
this issue is based on an analysis of all of the probative

facts in evidence that are relevant to the factors set

* For exanple, after receiving the Exanining Attorney’ s deni al

of its request for reconsideration, applicant could have
requested that its identification be anended, and subnitted such
request with a request for remand. |In that situation, if the
Exami ni ng Attorney had found the proposed identification
acceptable, but still maintained the refusal of registration, the
i ssue of |ikelihood of confusion would have been briefed based on
the new identification of goods, and the Board woul d have nade
its determ nation based on that identification.
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forth inlInre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, Inre Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQR@d 1201
(Fed. Cr. 2003). Each of these factors may, fromcase to
case, play a domnant role. du Pont, 177 USPQ at 567

In this case, we think the strength of the cited
registration, or rather the lack of strength, plays a
significant role in our analysis. The cited registration,
as noted above, is on the Suppl enental Register. Marks
that are not registrable on the Principal Register, such as
those that are nerely descriptive wthin the neani ng of
Section 2(e)(1l) of the Trademark Act, may be regi strable on
t he Suppl enental Register. The registration of WEARABLE
TREATMENT on the Suppl enmental Register, rather than on the
Principal Register, indicates that it is a nerely
descriptive term and therefore is entitled to alimted
scope of protection. See Quaker State G| Refining Corp.
v. Quaker Q| Corp., 453 F.2d 1296, 1299, 172 USPQ 361, 363
(CCPA 1972) (an application for Supplenental Registration
of a particular termis an adm ssion of descriptiveness).

The | evel of descriptiveness of a cited mark may
i nfl uence the conclusion that confusion is |likely or
unlikely. In re The Corox Co., 578 F.2d 305, 198 USPQ 337

(CCPA 1978). That is, the descriptiveness of a mark may
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result in a nore narrow scope of protection. As the Court
stated in Sure-Fit Products Conpany v. Saltzson Drapery
Company, 254 F.2d 158, 117 USPQ 295, 297, in which no
i kelihood of confusion was found between SURE-FIT and
RITE-FIT for ready-nmade slip covers:

It seens both | ogical and obvious to us

that where a party chooses a trademark

which is inherently weak, he will not

enjoy the wde latitude of protection

af forded the owners of strong

trademarks. Where a party uses a weak

mar k, his conpetitors may cone cl oser

to his mark than would be the case with

a strong mark without violating his

rights. The essence of all we have said

is that in the fornmer case there is not

the possibility of confusion that

exists in the latter case.

When marks are regi stered on the Suppl enental Register
because they are descriptive, the scope of protection
accorded to them has been consequently narrow, so that
I'i kel i hood of confusion has nornmally been found only where
the marks and goods are substantially simlar. In re Smth
and Mehaffey, 31 USPQ2d 1531 (TTAB 1994).

Wth this in mnd, we consider the simlarity of the
mar ks. The Exami ning Attorney points to the fact that both
marks start with the identical word WEARABLE, and t hat
insofar as this word is concerned, the marks have the sane

appear ance, pronunciation and connotation. She al so

asserts that the terns LIP and TREATMENT do not distinguish
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the marks because they are either highly suggestive or
nmerely descriptive. Applicant, on the other hand, noting
that the registrant has disclainmed the word TREATMENT whi | e
appl i cant has disclained the word WEARABLE, has argued t hat
VWEARABLE is the dom nant elenent of the registrant’s mark
while LIP is the dom nant elenent of its mark, and that
t hese different dom nant el enments create different
comerci al i npressions.

We disagree with applicant that LIP is the dom nant
el ement of the mark WEARABLE LI P, while WEARABLE is the
dom nant el enent of the mark WEARABLE TREATMENT. Al t hough
disclainmed material in a mark may have | ess source-
i ndi cating value and therefore be given | ess wei ght when
mar ks are conpared, in this case consuners are likely to
view the marks as a whol e and, despite the disclainers,
give equal weight to the various elenents. W therefore
al so disagree with the Exam ning Attorney that the word
WEARABLE which is common to both marks causes the marks to
be simlar in appearance, pronunciation and connotati on.

The word “wearabl e” in applicant’s mark WEARABLE LI P
indicates that the lipstick will | ook good when it is on.
Al t hough applicant disclaimed exclusive rights to the word
WEARABLE because of the Exami ning Attorney’s position that

“the termis routinely used to describe lipstick and makeup
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i ncludi ng foundation,” the evidence submtted by the
Exam ning Attorney in support of that position (in
connection with the later-w thdrawn refusal that the mark
was nerely descriptive) shows that “wearable” has been used
to descri be shades of I|ipstick:

The aimis to give skin care benefits

ina lipstick—along with |ong-I|asting,

very wearabl e colors...

“WAD, " Decenber 19, 2003

The Iine includes 12 classic, wearable

shades of Luxury Lipstick....
“Cosnetics,” Septenber 2002

our best selling lipstick! — a sheer
wear abl e rusty red that | ooks great on
EVERYONE

www. r anybeaut yt her apy. com

When the word WEARABLE is conbined with LIP, the word
WEARABLE conveys this neaning referring to the color of the
lipstick, and the resulting mark WEARABLE LI P suggests that
the lipstick wll |ook good on the wearer, or will go with
outfits of different colors. On the other hand, when
WEARABLE is used in the mark WEARABLE TREATMENT, it conveys
the idea that the treatnment is sonething that can be worn,
and the mark as a whol e descri bes a product that has a
t her apeutic effect when worn.

Thus, not only does the word WEARABLE have a different

meani ng in the respective marks, but when the nmarks are
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conpared as a whol e, they convey different connotations and
conmer ci al i npressi ons.

Gven the limted scope of protection to which the
registrant’s Supplenental Registration is entitled, we find
that the differences in the marks are sufficient to avoid a
i keli hood of confusion, despite the fact that applicant’s
goods are identical to two of the goods listed in the cited
registration; that the goods are deened to travel in the
sane channels of trade; and that goods of this type are
purchased by the public at |arge who will exercise only an
ordinary standard of care. See In re Haddock, 181 USPQ 796
(TTAB 1974) (no |ikelihood of confusion between M N - BASS
and LIL" BASS, both for fishing lures).

Decision: The refusal of registration is reversed.



