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Mai | ed:
24 May 2006

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Associ ated Couriers, Inc.

Serial No. 76543954

Annette P. Heller, Esq. for Associated Couriers, Inc.

Gselle M Agosto, Trademark Exam ning Attorney, Law Ofice
102 (Thomas V. Shaw, Managi ng Attorney).

Before Bucher, Drost, and Catal do, Adm nistrative Trademark
Judges.

Opi nion by Drost, Adm nistrative Tradenmark Judge:

On August 28, 2003, applicant Associated Couriers,
Inc. applied to register the mark ASSOCI ATED COURI ERS, | NC
in the stylization shown bel ow for “courier services,
namely the pickup, delivery and storage of nedical supplies

for use in nuclear nedicine” in Cass 39.

~Associated
COURIERS, INC.
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The application contains an allegation of a date of first
use anywhere and a date of first use in conmerce of March
1977 and a disclaimer of the term*“Couriers, Inc.”?

The exanmini ng attorney? has refused to register
applicant’s mark under Section 2(d) of the Trademark Act
(15 U.S.C. 8 1052(d)) because of twelve registrations owned
by the sane entity, Associated G obal Systens, Inc., for

the foll ow ng marks.

l.
Reg. No. 2,132, 367
| ssued: January 27, 1998

AASSOCIATEDA'OURIER/EXFRESS

for: air and truck transportation and the storage of goods

G ass: 39

Dates of first use: Septenber 12, 1983 (both)
Di sclainmer: Courier Express

Status: Section 8 and 15 affidavits accepted or

acknow edged

Reg. No. 1,722,538
| ssued: COctober 6, 1992
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! Serial No. 76543954,
2 The current exam ning attorney was not the original exam ning

attorney in this application.
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for: air and surface transportation and storage of goods
Class: 39

Dates of first use: June 1989 (both)

Di sclainmer: Logistics

Status: Renewed

L1l
Reg. No. 2,128,521
| ssued: January 13, 1998

ASSOCIATED

G Lo B A L S Y S TEMS

for: air and truck transportation and the storage of goods
Cass: 39

Dates of first use: Decenber 1, 1995 (both)

Di sclainer: Systens

Status: Section 8 and 15 affidavits accepted or

acknow edged

| V.

Reg. No. 2,127, 265

| ssued: January 6, 1998

Dates of first use: March 15 1982 (both)

Mar k:  ASSOCI ATED | NBOUND (typed)

for: air and truck transportation and the storage of goods
Cass: 39

Di sclainmer: |nbound

Status: Section 8 and 15 affidavits accepted or

acknow edged

V.
Reg. No. 2,128,871
| ssued: January 13, 1998
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ASSOCIATED
AIRFREIGHT
ANC.

for: air and truck transportation and the storage of goods
Cass: 39

Dates of first use: Cctober 1, 1958 (both)

Disclainmer: Air Freight Inc.

Status: Section 8 and 15 affidavits accepted or

acknow edged

\Y/
Reg. No. 2,128,872
| ssued: January 13, 1998

ASSOCIATED
ao1/77///// SAME DAY

for: air and truck transportation and the storage of goods
Class: 39

Dates of first use: August 1, 1983 (both)

Di sclai nmer: Sane Day

Status: Section 8 and 15 affidavits accepted or

acknow edged

VI,
Reg. No. 2,128, 880
| ssued: January 13, 1998

ASSOCIATED

811 7//7AIR FREIGHT

for: air and truck transportation and the storage of goods
Class: 39

Dates of first use: COctober 1, 1958 (both)

Disclaimer: Air Freight

Status: Section 8 and 15 affidavits accepted or

acknow edged
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VITI.
Reg. No. 2,127, 269
| ssued: January 6, 1998

ASSO
PRIORITY
OVERSEAS

for: air and truck transportation and the storage of goods
Class: 39

Dates of first use: Septenber 12, 1978 (both)

Disclainmer: Priority Overseas

Status: Section 8 and 15 affidavits accepted or

acknow edged

| X.

Reg. No. 2,127,273

| ssued: January 6, 1998

Mar k:  ASSOCI ATED SECOND DAY (typed)

for: air and truck transportation and the storage of goods
Cass: 39

Dates of first use: August 1, 1983 (both)

Di sclainmer: Second Day

Status: Section 8 and 15 affidavits accepted or

acknow edged

X.

Reg. No. 2,127,274

| ssued: January 6, 1998

Mar k:  ASSOCI ATED OVERNI GHT (typed)

for: air and truck transportation and the storage of goods
Cass: 39

Dates of first use: August 1, 1983 (both)

Di sclainmer: Overnight

Status: Section 8 and 15 affidavits accepted or

acknow edged

Xl .
Reg. No. 2,171, 163
| ssued: July 7, 1998
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ASSOCIATED PARTSTOCK

for: air and truck transportation and the storage of goods
Cass: 39

Dates of first use: March 30, 1987 (both)

Disclaimer: Parts Stock?®

Status: Section 8 and 15 affidavits accepted or

acknow edged

X,
Reg. No. 2,172, 683
| ssued: July 14, 1998

ASSOCIATED

TS/ /77 INTERMNATIONAL

for: air and truck transportation and the storage of goods
G ass: 39
Dates of first use: Novenber 1, 1993 (both)
Di sclainer: International
Status: Section 8 and 15 affidavits accepted or
acknow edged

The exam ning attorney’s position is that:
“Applicant’s mark and registrant’s marks conprise the word
ASSCClI ATED fol l owed by disclained terns that are
descriptive or generic for the respective services. As

such, the marks are nearly identical.” Exam ning

Attorney’s Brief at unnunbered p. 3. Furthernore, the

3 W note that the word in the mark is “Partstock” and the
disclainmer is for the words “Parts Stock.”
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exam ning attorney (Brief at unnunbered p. 10) argues that
the "identification of registrant's services is very broad,
[and] it is presuned that the registration enconpasses al
goods and/or services of the type described, including
those in the applicant's nore specific identification."
Specifically, the exam ning attorney concludes that we
“must proceed under the assunption that registrant’s
transportati on and storage of goods services [do] indeed
i ncl ude nedi cal supplies for use in nuclear nedicine.”
Exam ning Attorney’s Brief at unnunbered p. 11

Appl i cant argues that although it “agrees that
ASSQOCI ATED has not been frequently adopted or diluted in
the courier industry, it is of no rel evance because the
question is not whether ASSOCI ATED has al ready been
di luted, but rather whether ASSOCI ATED i s capabl e of being
diluted due to its highly suggestive connotations.” Reply
Brief at 2. Applicant also argues that “shipping of
nucl ear nmedicine requires a courier to obtain a special
license” and that purchasers of these services would
“performsone careful research.” Reply Brief at 5.
Finally, applicant maintains that there has been no actual
confusi on between the marks of applicant and registrant

despite the fact that applicant has been ranked 48'" anpbng



Ser No. 76543954

carriers and the parties have co-existed for nearly three
decades. Reply Brief at 7.

Bef ore we begin our analysis of the |likelihood of
confusion issue, we first nust address an evidentiary
question. In its brief (p. 9), applicant asserts that its
“conclusion is buttressed by the fact that there are
approximately 100 regi stered marks incorporating the term
ASSCClI ATED that, in fact, co-exist and are used in
association with many types of goods and services.” The
exam ning attorney objects to applicant’s attenpt to
i ntroduce new evi dence on appeal. The exam ning attorney
al so notes that the term“Associated” is “neither
descriptive of the identified services in the application
or inthe registrations, nor is it ‘diluted” in the sense
that there are other ASSOCI ATED marks in use for related
services. To the contrary, the only ASSOCI ATED marks in
the relevant field that were identified by the exam ning
attorney were registrant’s famly of twelve ASSOCI ATED
marks.” Examning Attorney’s Brief at unnunbered p. 5. 1In
its reply brief (p. 2), applicant agrees that “Associ ated
has not been frequently adopted or diluted in the courier

i ndustry.”
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Regardi ng the exam ning attorney’s objection to
applicant’s attenpt to introduce new evidence on appeal,
applicant responds (Reply Brief at 4) as foll ows:

Al t hough Trademark Exam ning Attorney nmay be
technically correct in her statenent of TTAB
procedure, to exclude the evidence in this case would
be somewhat unreasonabl e considering that Applicant,
Trademar k Exami ning Attorney, and the Board all have
equal |y easy access to the electronic search records
of the USPTO In addition, Applicant did not want to
burden the record with over 100 pi eces of paper
listing each registration containing the term

ASSCClI ATED si nce the purpose of Applicant’s reference
was to sinply give Trademark Exam ning Attorney and
the Board notice of these registrations rather than to
make any specific conparison between Applicant’s mark
and the marks in the registrations.

We sustain the exam ning attorney’s objection. As the
USPTO s rules indicate, the record on appeal should be
conplete prior to appeal. 37 CFR § 2.142(d). To make
third-party registrations of record, applicant or the
exam ning attorney nust submt a copy of the registration
or a printout fromthe USPTO s el ectroni c database prior to

the briefing stage of the case. 1In re Duofold, Inc., 184

USPQ 638, 640 (TTAB 1974) (“[T]he subm ssion of a |ist of
registrations is insufficient to make themof record”).

See also Inre First Draft Inc., 76 USPQR2d 1183, 1192 (TTAB

2005) (“Subm ssion of the TARR printout with its appeal
brief, however, is an untinely subm ssion of this

evidence”). Furthernore, the “Board does not take judicial
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notice of third-party registrations.” 1In re Carolina

Apparel, 48 USPQ2d 1542, 1542 n.2 (TTAB 1998). In its
brief in this case, applicant has sinply referred generally
to other registrations that are registered in the USPTO
As the cases above indicate, this does not nmake t hem of
record nor has applicant explained why it did not provide
this informati on sooner. Therefore, we will not consider
these references in its brief as evidence. W add that the
exam ning attorney has asserted that these third-party
regi strations are for unrel ated goods or services and
appl i cant has not disputed this point.

We now turn to the question of |ikelihood of
confusion. Wen there is a question of |ikelihood of
confusion, we analyze the facts as they relate to the

relevant factors set out in In re Majestic Distilling Co.,

315 F. 3d 1311, 65 UsP@d 1201, 1203 (Fed. Cr. 2003). See

alsoInre E. |I. du Pont de Nenours & Co., 476 F.2d 1357,

177 USPQ 563, 567 (CCPA 1973); and Recot, Inc. v. Becton

214 F.3d 1322, 54 USPQ2d 1894, 1896 (Fed. Cr. 2000). In
consi dering the evidence of record on these factors, we

nmust keep in mnd that “[t]he fundanmental inquiry nmandated
by 8 2(d) goes to the cunmul ative effect of differences in

the essential characteristics of the goods and differences

10



Ser No. 76543954

in the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

We begin in this case by looking at the simlarities
and dissimlarities of applicant’s and regi strant’s marks.
Appl i cant seeks to register the mark:

ASSCCI ATED COURI ERS, I NC. (stylized)

The exam ning attorney has cited the foll ow ng marks
as a bar to the registration of applicant’s mark:

ASSOCI ATED COURI ER EXPRESS (and desi gn)

ASSQOCI ATED DI STRI BUTI ON LOGQ STI CS (and desi gn)

ASSCOCI ATED GLOBAL SYSTEMS (and desi gn)

ASSOCI ATED | NBOUND

ASSOCI ATED Al R FREI GHT I NC. (and desi gn)

ASSCCI ATED SAME DAY (and desi gn)

ASSCOCI ATED Al R FREI GHT (and desi gn)

ASSCOCI ATED PRI ORI TY OVERSEAS (and desi gn)

ASSQOCI ATED SECOND DAY

ASSOCI ATED OVERNI GHT

ASSCOCI ATED PARTSTOCK (and desi gn)

ASSCCI ATED | NTERNATI ONAL (and desi gn)

Al'l the cited registrations and applicant’s mark begin
wth the sane word “Associated.” Applicant and one of the
cited registrations (No. 2,132,367) have the word
“Courier(s)” as the next word. \Wile applicant uses the

plural formof the word “courier” and registrant uses the

singular, this mnor difference is not significant. WIson

v. Del auney, 245, 877, 114 USPQ 339, 341 (CCPA 1957) (“It

is evident that there is no material difference, in a

trademar k sense, between the singular and plural forns of

11
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the word "Zonbie" and they will therefore be regarded here
as the same mark”). Another registration (No. 2,128, 871)

al so ends with the sane abbreviation (“Inc.”) as
applicant’s mark. Most of the wording in the registrations
ot her than the word “Associ ated” has been di scl ai ned.

W concentrate on regi strant’s ASSOCI ATED COURI ER
EXPRESS mar k. Applicant’s mark, ASSOCI ATED COURI ERS, | NC.
is very simlar to the mark ASSOCI ATED COURI ER EXPRESS.
The marks woul d be pronounced identically except for the
third word, the disclainmed terns | NC. and EXPRESS,

i nasmuch as “Inc.” sinply designates applicant’s | egal
status and “Express” describes “a rapid nethod of

delivery.” U S. Express Inc. v. U S Express Inc., 799 F

Supp. 1241, 25 USPQ2d 1061, 1063 (D.D.C. 1992) (The term
“U S. Express” held to be descriptive). It would be
unlikely that these additional terns at the end of the

mar ks woul d be used by potential purchasers to distinguish
the marks. In addition, while applicant argues (Brief at
3) that “registrant’s nmarks are weak and deserving of only
a narrow scope of protection,” as noted earlier, there is
nothing in the record to support this argunent. [|ndeed,
applicant agrees that “Associated has not been frequently
adopted or diluted in the courier industry.” Wether the

term “Associated” is weak for other goods and services,

12
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sonet hi ng that has not been shown, is not relevant to
whether the termis weak for registrant’s services. Wile
we can agree that the term “Associated” is not arbitrary or
fanciful, we sinply cannot conclude that it is weak and
entitled to only a narrow scope of protection.

Regarding the stylization or design elenents of the
mar ks, “design el enents such as those appearing in
applicant's mark are generally less inportant than the word

portion of the mark in creating an inpression.” In re Code

Consul tants Inc., 60 USPQd 1699, 1702 (TTAB 2001). In

addition, we observe that the stylization of the letters in
the two marks is actually very simlar for the |ast two
words in the marks and the differences in stylization for

the word “Associated” is m ni nmal

cAssociated
COURIERS, INC.

AASSOCIATEDA'OURIER/EXFRESS

When viewed in their entireties, the simlarities in
sound, appearance, neani ng, and conmmercial inpression
bet ween applicant’s and registrant’s marks far outwei gh the
differences created by the different ending terns and the

slight differences in stylization. To the extent that

13
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custoners notice the difference in the final term it is
unlikely to lead to a conclusion that the terns refer to
different entities if the services are related. They are
sinply likely to assune that it describes an attribute of
the courier services, i.e., that it offers “express”
delivery. Potential custoners are sinply likely to assune
t hat ASSOCI ATED COURI ERS, INC. is the name of the express
delivery services that are known as ASSCCI ATED COURI ER
EXPRESS.

Rei nf orci ng our conclusion that the marks ASSOCH ATED
COURI ERS, | NC. and ASSOCI ATED COURI ER EXPRESS are sim | ar
is the fact that registrant also owns registrations for the
mar ks ASSOCI ATED DI STRI BUTI ON LOQ STI CS, ASSOCI ATED GLOBAL
SYSTEMS, ASSCOCI ATED | NBOUND, ASSOCI ATED Al R FREI GHT | NC.
ASSOCI ATED SAME DAY, ASSOCI ATED Al R FREI GHT, ASSOCI ATED
PRI ORI TY OVERSEAS, ASSOCI ATED SECOND DAY, ASSOCI ATED
OVERNI GHT, ASSOCI ATED PARTSTOCK, and ASSOCI ATED
| NTERNATI ONAL for simlar services. The registrations al
include the term “Associ ated” and regi strant al so owns
registrations for the term“Courier” and “Inc.” Most of
the words in the registrations are descriptive words for
delivery services, e.g., air freight, second day,
overnight, etc. Custoners would have virtually no basis to

di stinguish applicant’s mark fromthe registrant’s narKks.

14
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Therefore, we conclude that the marks in this case are very
simlar.

Second, we address the question of whether the
services of applicant and registrant are rel ated.
Applicant’s services are “courier services, nanely the
pi ckup, delivery and storage of nedical supplies for use in
nucl ear nedicine.” Registrant’s services are “air and
truck transportation and the storage of goods.” One
registration substitutes the word “surface” for “truck.”

No. 1,722,538 (“air and surface transportati on and storage
of goods”). Pickup, delivery, and storage of nedi cal
supplies for use in nuclear nedicine services are a subset
of registrant’s air and truck (or surface) transportation
and storage of goods services. Indeed, “Applicant admts
that there is the possibility that Registrant transports
and stores nucl ear nedicine supplies as a snmall part of its
shi ppi ng, storage, and delivery operations.” Reply Brief
at 5. In fact, regardless of whether registrant is
actual ly shipping and storing nucl ear nedicine supplies, we
nmust assune for our analysis that these services are

included within its identification of services. Paul a

Payne Products v. Johnson Publishing Co., 473 F.2d 901, 177

USPQ 76, 77 (CCPA 1973) (“Trademark cases involving the

i ssue of likelihood of confusion nust be decided on the

15
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basis of the respective descriptions of goods [or

services]”). Squirtco v. Tony Corp., 697 F.2d 1038, 216

USPQ 937, 940 (Fed. G r. 1983) (“There is no specific
limtation and nothing in the inherent nature of Squirtco’s
mark or goods that restricts the usage of SQUI RT for
bal | oons to pronotion of soft drinks. The Board, thus,
inproperly read limtations into the registration”). W
conclude that the services are in part identical inasnuch
both applicant and registrant are presuned to be involved
wi th the pickup, storage, and delivery of nedical supplies
for use in nuclear nedicine.

Even if the services were not overlapping, we would
have to conclude that they are highly related to the extent
that a source of nedical supplies or a nedical institution
that uses a general delivery and storage service is likely
to believe that courier and storage services involving
nucl ear mnedi ci ne supplies would be related to services
i nvol ving the delivery and storage of non-nucl ear nedical
supplies to the extent that they are marketed with very
simlar trademarks. W add that even if the purchasers of
t hese services are careful and sophisticated purchasers,
“even careful purchasers are not inmune from source

confusion.” Inre Total Quality Goup Inc., 51 USPQd

1474, 1477 (TTAB 1999). For exanple, a sophisticated

16
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purchaser at a nedical supplier that uses registrant’s
delivery services for sonme supplies would |Iikely assune
t hat applicant’s courier services for nuclear nedical
supplies originate fromrel ated or associ ated sources.
Applicant also argues (Reply Brief at 7) that its
“mark has coexisted with sone of Registrant’s marks for
nearly three decades w thout a single known instance of
actual confusion. As Applicant nentioned in its Appeal
Brief, this is quite extraordi nary considering that

Applicant has been ranked #48 in the Top Carriers |listed by

operating ratio.”*

Recently, the Federal G rcuit has addressed the
guestion of the |ack of evidence of actual confusion,
particularly in an ex parte context:

Wth regard to the seventh DuPont factor, we agree
with the Board that Mjestic's uncorroborated
statenents of no known instances of actual confusion
are of little evidentiary value. See In re Bissett-
Berman Corp., 476 F.2d 640, 642, 177 USPQ 528, 529
(CCPA 1973) (stating that self-serving testinony of
appel l ant's corporate president's unawareness of

i nstances of actual confusion was not concl usive that
actual confusion did not exist or that there was no
i kelihood of confusion). A show ng of actual
confusi on woul d of course be highly probative, if not
conclusive, of a high |ikelihood of confusion. The
opposite is not true, however. The |ack of evidence
of actual confusion carries little wight, J.C Hal
Co. v. Hallmark Cards, Inc., 52 C.C.P. A 981, 340 F.2d

* The list actually says “The Other Top 100 Couriers.” (Enphasis
added) .

17
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960, 964, 144 USPQ 435, 438 (CCPA 1965), especially in
an ex parte context.

Majestic Distilling Co., 65 USPQ2d 1201, 1205. The absence

of actual confusion does not nean there is no |ikelihood of

confusion. G ant Food, Inc. v. Nation's Foodservice, Inc.,

710 F.2d 1565, 218 USPQ 390, 396 (Fed. Cr. 1983); J & J

Snack Foods Corp. v. McDonald’ s Corp., 932 F.2d 1460, 18

USPQ2d 1889, 1892 (Fed. Cir. 1991).

Here, the only evidence of a |lack of actual confusion
consists of the application, the argunents of applicant’s
attorney that applicant has used the mark for nore than
t hree decades and that there has not been any actual
confusion, and a single page fromthe Conmercial Carrier
Journal, August 2004. The page is entitled “The O her Top
100 Carriers listed by operating ratio.” In that I|ist,
“Associ ated Couriers, Maryland Heights, Mbo.” is listed 48'"

Applicant relies heavily on the case of In re Ceneral

Motors Corp., 23 USPQRd 1465 (TTAB 1992). In that case,

t he applicant provided evidence not only that it used its
mark for alnost thirty years, but also that it sold
2,695,434 autonobil es under the mark GRAND PRI X during that
time. This evidence showed that the yearly sal es of
vehi cl es under the mark during that period ranged froma

| ow of 16,542 to a high of 288,430 vehicles. In addition,

18
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the applicant included sanple advertising and
representative stories that denonstrated that the mark had
“achi eved a degree of renown.” 1d. at 1470. Furthernore,
the applicant presented affidavits fromtwo enpl oyees that
expl ained that there have been no conpl aints of confusion
fromeither the registrant or the public.

Even a cursory conparison of the facts of this

application wwth the General Mtors case denonstrates the

i nadequacy of applicant’s evidence. First, the goods in

the General Motors case were not identical (autonobiles and

tires) as opposed to the overl apping services in this case.
More inportantly, there is no indication of applicant’s

sal es or market penetration besides the list that for a
single year, 2003, applicant is identified as #48 in the
“QOher Top 100 Couriers” list. Besides this list, there is
no evi dence of renown or advertising on applicant’s part.

In the General Mdtors case, it was fair to assune that the

regi strant had significant opportunities to understand that
Ceneral Mdtors was using the mark GRAND PRI X on its
vehicles for a long period of tinme on a national scale.
Based on applicant’s single piece of evidence, it would be
sheer specul ation on our part to conclude that registrant
is even aware of applicant much |l ess that there has been a

significant opportunity for actual confusion to occur.

19
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Based on the record in this case, we cannot concl ude that
the | ack of evidence of actual confusion in this case is
sufficient.

Therefore, when we considered that the marks are very
simlar and the services overlap as well as the other
factors, we conclude that confusion is |ikely.

Decision: The exam ning attorney’s refusal to
register applicant’s mark on the ground that it is likely
to cause confusion with the cited registered marks used in
connection with the identified services under Section 2(d)

of the Trademark Act is affirned.
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