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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 76561691
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Julie L. Dal ke of Latham & Wat ki ns LLP for Crossroads LLC.
Panel a N. Hirschman and Tasneem Hussain,® Tradenark

Exam ni ng Attorneys, Law Ofice 105 (Thomas G Howel |,
Managi ng Attorney).

Bef ore Qui nn, Hohein and Chapnman, Adm nistrative Trademark
Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:
Crossroads LLC (a California limted liability
conpany) has filed the two applications involved herein to

regi ster on the Principal Register the marks XROADS

! Getta Yao, Trademark Exami ning Attorney, Law Ofice 105, wote
the first Ofice action and the Final Ofice action in both
applications. However, Panmela N. H rschman wote the appeal

brief in application Serial No. 76561691, and Tasneem Hussai n
wote the appeal brief in application Serial No. 78405956. For
purposes of sinplicity, the Trademark Exami ning Attorneys wll be
referred to in this decision by the singular “Tradenmark Exam ning
Attorney.”
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CONSULTI NG (“consulting” disclainmed) (Serial No. 76561691
filed Novenber 10, 2003) and XROADS SOLUTI ONS GROUP
(“solutions group” disclaimed) (Serial No. 78405956 filed
April 21, 2004), both for services anended to read as
follows: “business consulting services; business
consulting related to operati ons managenent services” in
International Cass 35; and “financial analysis and
consulting” in International Cass 36. Each application is
based on applicant’s assertion of a bona fide intention to
use the respective mark in comrerce.

The Exam ning Attorney has refused registration in
each application for both classes of services under Section
2(d) of the Trademark Act, 15 U S. C. 881052(d), on the
ground that applicant’s marks, XROADS CONSULTI NG and XROADS
SOLUTI ONS GROUP, when used in connection with applicant’s
identified services, would so resenble the registered mark
CROSSROADS FI NANCI AL GROUP (“financi al group” disclained)
for “insurance brokerage in the field of life, health and
annuity insurance products” in International Cass 36,2 as

to be likely to cause confusion, mstake or deception.

2 Regi stration No. 2734880, issued July 8, 2003.
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Appl i cant appeal ed in each application to the Board.
Briefs have been filed, and applicant did not request an
oral hearing.

In view of the commobn questions of |aw and fact which
are involved in these two applications, and in the
interests of judicial econony, we have consolidated the
applications for purposes of final decision. W

specifically note that the records in the two applications

are virtually identical. Thus, we have issued this single
opi ni on.

Prelimnarily, we will determ ne two evidentiary
matters. I n each application applicant submtted new

evidence in and with its appeal brief. Al so, contained

wi thin each appeal brief (p. 18), applicant requested that
the Board reverse the Exam ning Attorney’s refusal to
register, or, alternatively, remand the application for
reconsi deration by the Exam ning Attorney. The Board sent
the applications files to the Exam ning Attorney for
preparation of the appeal briefs. The Exam ning Attorney,
in each application, objected to applicant’s inclusion of
new evi dence at the appeal brief stage. Applicant could
have requested a remand under Trademark Rule 2.142(d), but
chose not to do so until the appeal brief stage. The

Exam ning Attorney’ s objections are well-taken as the



Ser. Nos. 76561691 and 78405956

evidence is untinely under Trademark Rule 2.142(d).
Accordingly, the objections are sustained. The new

evi dence submitted by applicant for the first tinme in each
appeal brief has not been considered herein. W add,
however, that even if considered, the new evidence woul d
not alter our decision herein.

Applicant’s alternative requests that the
applications(s) be remanded to the Exam ning Attorney for
reconsideration are denied. |f applicant wi shed to
i ntroduce additional evidence after it had appeal ed, it
shoul d have filed a separate witten request to do so in
each application. See TBWP 81207.02 (2d ed. rev. 2004).
However, applicant did not do so. Rather, applicant’s
requests are contained within the narrative of the briefs
on the cases (p. 18). Wen a request for remand i s not
made by separate notice, it is admnistratively extrenely
difficult, if not inpossible, for the Board to note the
request, and take tinely action thereon. The
admnistrative difficulties arise whether an applicant
files paper docunments or electronic subm ssions to the
Boar d.

Finally, in application Serial No. 76561691, the
Exam ni ng Attorney requested in her brief (footnote 1) that

the Board take judicial notice of the fact that “x” is
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comonly used to nean “cross,” as established by her

attachnment fromthe Acronym Dictionary. The Exam ning

Attorney’s request for judicial notice of this fact is
granted. See TBMP 8704.12 (2d ed. rev. 2004).

We turn nowto the nerits of the refusal to register
in each of these two applications. Qur determ nation under
Section 2(d) is based on an analysis of all of the facts in
evidence that are relevant to the factors bearing on the
I'i kel i hood of confusion issue. See Inre E |. du Pont de
Nenours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

See also, Inre Majestic Distilling Co., Inc., 315 F. 3d
1311, 65 USP@2d 1201 (Fed. Cir. 2003). 1In any likelihood
of confusion analysis, however, two key considerations are
the simlarities between the marks and the simlarities
bet ween the goods and/or services. See Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24
(CCPA 1976). See also, In re D xie Restaurants Inc., 105
F. 3d 1405, 41 USPQd 1531 (Fed. Cr. 1997).

Turning first to a consideration of the respective
services, it is well settled that goods and/or services
need not be identical or even conpetitive to support a
finding of |ikelihood of confusion; it being sufficient,

i nstead, that the goods and/or services are related in sone

manner or that the circunstances surrounding their
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mar keting are such that they would |ikely be encountered by
t he sane persons under circunstances that could give rise
to the m staken belief that they emanate fromor are
associated with the same source. See In re Martin' s Fanous
Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed.
Cr. 1984); In re Peebles Inc., 23 USPQ2d 1795 (TTAB 1992);
and In re International Tel ephone and Tel egraph Corp., 197
USPQ 910 (TTAB 1978).
It has been repeatedly held that, when eval uating the

i ssue of |ikelihood of confusion in Board proceedi ngs
regarding the registrability of marks, the Board is
constrained to conpare the goods and/or services as
identified in the application with the goods and/ or
services as identified in the cited registration(s). See
Cct ocom Systens Inc. v. Houston Conputer Services Inc., 918
F.2d 937, 16 USPQ2d 1783 (Fed. G r. 1990); and Canadi an
| nperial Bank of Commerce v. Wells Fargo Bank, 811 F.2d
1490, 1 USPQ2d 1813 (Fed. Cr. 1987). As the Court of
Appeal s for the Federal Circuit stated in Octocom supra,
16 USPQd at 1787:

The authority is |legion that the

guestion of the registrability of an

applicant’s mark nust be decided on the

basis of the identification of goods

[or services] set forth in the

application regardl ess of what the
record may reveal as to the particul ar
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nature of applicant’s goods [or

services], the particul ar channel s of

trade or the class of purchasers to

whi ch sal es of the goods [or services]

are directed.
And later the Court reiterated in Cunninghamv. Laser Colf
Corp., 222 F.3d 943, 55 USPQ2d 1842, 1846 (Fed. G r. 2000):

Proceedi ngs before the Board are

concerned with registrability and not

use of a mark. Accordingly, the

identification of goods/services

statenent in the registration, not the

goods/ servi ces actually used by the

registrant, frames the issue.

Applicant argues that there is no likelihood of
confusi on “because the services [of applicant and the cited
registrant] are not identical nor related” (briefs, p. 12);
that applicant’s services and the cited registrant’s
services “mght be characterized as ‘financial-related ”
(briefs, p. 12 and p. 13, respectively), but that even if
they are in the sane general category, it does not
automatically follow that they are related; and that even
if one considers the normal field of expansion for
registrant’s services, “Applicant’s services are not
confusingly simlar to [registrant’s] services” (briefs, p.
12.)

The Exam ning Attorney argues that the issue is not

I i keli hood of confusion between the services, but rather

whet her there is a |likelihood of confusion as to the source
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of the services; that here the involved services are al
financial services; that courts have held insurance rel ated
services are “related” and “conpl enentary” to non-insurance
financial services; that registrant’s nornmal field of
expansi on nmust be considered; and that consuners would
bel i eve applicant’s services (business consulting and
financial analysis) are within that zone of expansion
because it is extrenely comon for the sanme source to
provi de both insurance brokerage services and busi ness and
financial consulting services.

The Exam ning Attorney submtted printouts of nunerous
third-party registrations, based on use in comerce, to
show that the identified services of applicant and
regi strant may emanate froma single source and be offered
under the sanme mark. See, for exanple, Registration No.

2902461 for, inter alia, “business information managenent

on the subject of investnents,” “business research and
surveys,” “financial analysis and consultation,” *“financi al
managenent,” “financial planning” and “i nsurance brokerage

services”; Registration No. 2874225 for, inter alia,
“financial analysis and consultation,” “financi al
managenent ,” “financial planning” and “insurance brokerage,
consul tation, subrogation and actuarial services in the

fields of |ife, health, accident, fire, .; Registration
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No. 2858834 for, inter alia, “financial analysis and
consul tation,” “financial managenent,” “financial planning”
and “insurance brokerage”; Registration No. 2886237 for,

inter alia, “financial analysis,” “financial nanagenent,”
“financial planning” and “insurance brokerage services”;
and Registration No. 2830379 for, inter alia, “financial

pl anni ng and financial consulting” and "insurance brokerage
services.”

When considering the third-party registrations
submtted by the Exam ning Attorneys, we are aware that
such registrations are not evidence that the marks shown
therein are in use or that the public is famliar with
them Such third-party registrations neverthel ess have
sonme probative value to the extent they nay serve to
suggest that such services are of a type which emanates
fromthe sane source. See In re Infinity Broadcasting
Corp. of Dallas, 60 USPQd 1214, 1218 (TTAB 2001); In re
Al bert Trostel & Sons Co., 29 USPQ2d 1783, 1785 (TTAB
1993); and In re Mucky Duck Mustard Co., Inc., 6 USPQRd
1467, footnote 6 (TTAB 1988).

Purchasers aware of registrant’s insurance brokerage
services in the field of |life, health and annuities, who
then encounter applicant’s business consulting services and

its financial analysis and consulting services, would be
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likely to believe that, if offered under the sane or
simlar marks, applicant’s services emanate fromor are
sponsored by or affiliated with registrant.

When the respective services are conpared in |ight of
the legal principles cited above, we find that applicant’s
busi ness consulting services and financial analysis
services and registrant’s insurance brokerage services are
related within the neaning of the Trademark Act.

As our primary reviewi ng Court stated in Recot Inc. v.
M C. Becton, 214 F.3d 1332, 54 USPQR2d 1894, 1898 (Fed. Cr.
2000): “Even if the goods [or services] in question are
different from and thus not related to, one another in
kind, the sanme goods [or services] can be related in the
m nd of the consumng public as to the origin of the goods
[or services]. It is this sense of rel atedness that
matters in the likelihood of confusion analysis.” The sane
Court reiterated in the case of Hew ett-Packard Co. v.
Packard Press, Inc., 281 F.3d 1261, 62 USP@2d 1001, 1004
(Fed. Cr. 2002) as follows: “Even if the goods and
services in question are not identical, the consum ng
public may perceive themas rel ated enough to cause
confusi on about the source or origin of the goods and

services.”

10
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Appl i cant argues that the trade channels of the
respective services are “entirely different” as shown by
applicant’s and registrant’s websites (briefs, p. 13); and
that the purchasers are sophisticated, careful consuners.

However, as identified, there are no restrictions or
l[imtations in either applicant’s identifications of
services or in registrant’s identification of services as
to trade channels. W agree with the Exam ning Attorney
that applicant cannot place Ilimtations on registrant’s and
its own unrestricted identifications of services. W are
not persuaded by applicant’s argunent that the respective
trade channels are “entirely different.”

Further, there is nothing in the identifications of
services of either applicant or registrant which [imts the
purchasers of these services. Therefore, we nust presune
inthis admnistrative proceeding that the invol ved
services are offered to all the usual classes of
purchasers, which could include nyriad business entities as
well as individuals. See Octocom Systens Inc. v. Houston
Computers Services Inc., supra; and Canadi an | nperial Bank
of Commerce v. Wells Fargo Bank, supra.

We find that the channels of trade and the classes of

purchasers are the sane or are, at |east, overl apping.

11
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Appl i cant argues that the purchasers of both
applicant’s and registrant’s services are sophisticated and
woul d nake careful purchasing decisions. The Board wll
assune that purchasers of business consulting services,
financial analysis and consulting services and insurance
br oker age services woul d exerci se sone degree of care and
possi bl e sophistication in purchasing. However, assum ng
sophi stication of and care taken by the purchasers of these
services, “even careful purchasers are not immune from
source confusion.” In re Total Quality Goup Inc., 51
USPQ2d 1474, 1477 (TTAB 1999). See al so, Wncharger Corp.
v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289 (CCPA 1962); and
In re Deconbe, 9 USPQ2d 1812 (TTAB 1988). That is, even
sophi sticated purchasers of these related services are
likely to believe that the services emanate fromthe sane
source, when offered under simlar marks. See Wiss
Associates Inc. v. HRL Associates Inc., 902 F.2d 1546, 14
USPQ2d 1840, 1841-1842 (Fed. G r. 1990); and Aries Systens
Corp. v. Wrld Book Inc., 23 USPQR2d 1742, footnote 17 (TTAB
1992) .

W consider next the marks in terns of their
simlarities and dissimlarities as to sound, appearance,
connotation and commercial inpression. It is well settled

that marks nust be considered in their entireti es because

12



Ser. Nos. 76561691 and 78405956

the comercial inpression of a mark on a consuner is
created by the mark as a whole, not by its conponent parts.
This principle is based on the commobn sense observation
that the inpression is created by the purchaser’s cursory
reaction to a mark in the marketplace, not froma

nmeti cul ous conparison of it to others to assess possible

| egal differences or simlarities. See 3 J. Thonas

McCarthy, McCarthy on Trademarks and Unfair Conpetition,

8§23:41 (4th ed. 2005). See also, Dassler KGv. Roller
Der by Skate Corp., 206 USPQ 255 (TTAB 1980). The proper
test in determning |ikelihood of confusion does not
i nvol ve a side-by-side conparison of the marks, but rather
nmust be based on the overall simlarities and
dissimlarities engendered by the invol ved marKks.

Appl i cant argues that the visual differences between
the registered mark and each of applicant’s marks outwei gh

the phonetic simlarities; that applicant’s marks each use

“a distinctive ‘x’ as a synbol to denote the word ‘cross,
i nvoking in consuners’ mnds the contenporary, state-of-
the-art ‘cutting edge’ imge advanced in such cul tural
icons as Ceneration X, ESPN s XGanes, . (briefs, p. 7);
that considered in their entireties, each of applicant’s
mar ks and the registered mark share only the suffix

“roads”; that the overall comrercial inpression of

13
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applicant’s marks is “conpletely different” fromthat
created by the registered mark (briefs, p. 8); and that
“commercial inpression is sonetines viewed as a separate
[du Pont] factor, but overall is nore appropriately viewed
as a summation of the sound, appearance, and neani ng
factors.” ® (Briefs, p. 8.)

The Exam ning Attorney argues that the first word in
each of the involved marks i s XROADS or CROSSROADS, and
that it is frequently the first word or portion of a mark
that is nost likely inpressed upon the m nds of consuners;
t hat applicant acknow edges that the “X’ in its marks

refers to “CROSS” and the Acronym Dictionary definitions of

“x” show that consuners would perceive it as such; that the
wor ds XROADS and CROSSROADS are phonetic equival ents and
woul d be the sane when spoken; that the added words after
XROADS or CROSSROADS in each of the involved marks
(“consulting,” “solutions group” and “financial group”) are
descriptive and have all been disclained; that the dom nant
feature of each mark is the word XROADS or CROSSROADS; and

that, when considered in their entireties, applicant’s

3 Regarding how the first du Pont factor is to be interpreted,
see PalmBay Inports Inc. v. Veuve Cicquot Ponsardin, 396 F.3d
1369, 73 USPQd 1689 (Fed. G r. 2005).

14
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mar ks, XROADS CONSULTI NG and XROADS SOLUTI ONS GROUP, are
simlar to registrant’s mark, CROSSROADS FI NANCI AL GROUP

It is well settled that marks nust be considered in
their entireties as to the simlarities and dissimlarities
thereof. However, our primary review ng Court has held
that in articulating reasons for reaching a conclusion on
t he question of likelihood of confusion, there is nothing
inproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature or
portion of a mark. That is, one feature of a mark may have
nmore significance than another. See Cunni nghamv. Laser
Gol f Corp., supra, 55 USPQ2d at 1845; Sweats Fashions Inc.
v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793, 1798
(Fed. Cir. 1987); and In re National Data Corp., 753 F.2d
1056, 224 USPQ 749, 752 (Fed. Cr. 1985).

W agree with the Exam ning Attorney that the dom nant
feature in all three involved marks i s XROADS or
CROSSROADS. It is often the first termor portion of a
mark which is nost likely to be inpressed upon the m nd of
a purchaser and be renenbered by the purchaser. See Presto
Products Inc. v. N ce-Pak Products Inc., 9 USPQ2d 1895,
1897 (TTAB 1988).

In all of the marks, the additional wording is

descriptive in relation to the identified services and has

15
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been disclainmed. The descriptive words, while not ignored
in our consideration, are nonethel ess of |ess trademark
significance to consuners. Further, applicant’s mark
XROADS SOLUTI ONS GROUP and the mark in the cited

regi strati on CROSSROADS FI NANCI AL GROUP share not only the
XROADS / CROSSROADS feature, but they also end with the
word GROUP

The descriptive terns in each mark do not provide
sufficient differences to create separate and di stinct
commercial inpressions. See In re Dixie Restaurants Inc.,
supra. It is the dom nant word, XROADS or CROSSROADS, not
the generic/descriptive words “consulting” and “sol utions
group” in applicant’s mark and “financial group” in
registrant’s mark, that would be inpressed into the m nds
of consuners.

Moreover, the differences in the marks nay not be
recal | ed by purchasers seeing the marks at separate tines.
The enphasis in determning |ikelihood of confusion, as
indicated earlier, is not on a side-by-side conparison of
t he marks, but rather nust be on the recollection of the
average purchaser, who normally retains a general rather
than a specific inpression of the many tradenmarks
encountered; that is, the purchaser’s fallibility of nenory

over a period of time nmust be kept in mnd. See G andpa

16
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Pi dgeon’s of M ssouri, Inc. v. Borgsmller, 477 F.2d 586,
177 USPQ 573 (CCPA 1973); and Spoons Restaurants Inc. v.
Morrison Inc., 23 USPQ@d 1735 (TTAB 1991), aff’d unpub’'d
(Fed. Cr., June 5, 1992).

The connotation of the word XROADS / CROSSRQADS (i . e.
a place where two roads intersect or a crucial place) is
the sane for all three of the involved marks. VWhile the
other terns are part of the involved nmarks, as expl ai ned
previously, they are not dom nant nor particularly
nmenorable to consuners (e.g., “consulting” for consulting
services, “solutions group” for business managenent and
financial analysis and consulting services and “financi al
group” for financial services).

We find that the mark in the cited registration vis-a-
vis each of applicant’s marks, when all considered in their
entireties, are simlar in sound, appearance, connotation
and commercial inpression. See Palm Bay Inports Inc. v.

Veuve O icquot Ponsardi n, supra; Cunninghamv. Laser Colf

Corp., supra; and In re Azteca Restaurant Enterprises Inc.,
50 USPQ2d 1209 (TTAB 1999).

Appl i cant argues that *“CROSSROAD- Cont ai ni ng Mar ks
Al ready Coexist in Cass 36 For Simlar Services” (briefs,
p. 16); and that a search of “crossroads financial” on the

| nternet reveal ed nunerous hits therefor. However, as

17
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expl ai ned previously herein, applicant’s asserted evi dence
on this du Pont factor was not tinmely nade of record and
was excluded earlier in this decision.

The record does include one third-party registration
whi ch was cited by the Exam ning Attorney under Section
2(d), even though she later withdrew the refusal based
thereon. That cited registration, Registration No.
2214154, issued Decenber 29, 1998 for the mark “CROSSROADS’
for “investnent advisory services and investnent nmanagenent
services” in International Class 36. Applicant submtted a
written consent agreenent between applicant and the owner
of Registration No. 2214154. The Exam ning Attorney
accepted the agreenent whereby that registrant consented to
applicant’s “use and registration” of its marks XROADS
CONSULTI NG and XROADS SCLUTI ONS GROUP

In any event, as often noted by the Board and the
Courts, each case nust be decided on its own nerits. The
determ nation of registrability of a mark in another case
cannot control the nerits in the case now before us. See
In re Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564,
1566 (Fed. Gr. 2001). See also, In re Kent-Ganebore
Corp., 59 USP@2d 1373 (TTAB 2001); and In re WIlson, 57

uUsP@2d 1863 (TTAB 2001).

18
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Even if applicant had shown that the mark in the cited
registration is weak (which applicant has not done), such
marks are still entitled to protection against registration
by a subsequent user of the sanme or simlar mark for the
sane or related goods or services. See Hollister Inc. v.
Ident A Pet, Inc., 193 USPQ 439 (TTAB 1976). Registrant’s
ownership of its registration gives it the exclusive right
to use the registered mark in connection with the services
specified in the certificate of registration. See Section
7(b) of the Trademark Act, 15 U.S.C. 81057(b).

In view of the simlar marks, the related services,
and the sane or overl appi ng channels of trade and
purchasers, we find that consuners seeing applicant’s marks
XROADS CONSULTI NG and XROADS SOLUTI ONS GROUP (whi ch
applicant asserts it has a bona fide intention to use), may
i kely assunme that applicant’s services emanate fromor are
associated with or sponsored by the cited registrant.

Further, we note that any possible doubt on the
question of |ikelihood of confusion nust be resolved
agai nst applicant as the newconer, inasmuch as applicant
has the opportunity of avoiding confusion and is obligated
to do so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44
USPQ2d 1315 (Fed. Cir. 1997); and In re Hyper Shoppes

(Onio) Inc., 837 F.2d 840, 6 USPQ2d 1025 (Fed. G r. 1988).

19
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Decision: The refusal to register the mark for both
cl asses of services in each application under Section 2(d)

of the Trademark Act is affirned.
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