THIS DISPOSITION IS Mailed:
NOT CITABLE AS August 26, 2090
PRECEDENT OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Bare Escentuals, Inc.

Serial No. 76569932

Kinmberly G Russell for Bare Escentual s, Inc.

Carolyn V.C. Gray, Trademark Exam ning Attorney, Law Ofice
111 (Craig D. Taylor, Managi ng Attorney).

Bef ore Qui nn, Bucher and Kuhl ke, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Bare Escentuals, Inc. seeks registration on the
Princi pal Register of the mark WIDE AWAKE for goods

identified in the application as foll ows:
“cosnetics, nanely, eye shadow and mascar a;
cosnetics for the skin and eyes; skin creans,
| otions and gels, essential oils used as
cosnetics” in International Cass 3.1
This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to

regi ster applicant’s mark based upon Section 2(d) of the

! Application Serial No. 76569932 was filed on January 14, 2004
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce.
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Trademark Act, 15 U.S.C. § 1052(d). The Trademark Exam ni ng
Attorney has found that applicant’s mark, when used in
connection with the identified goods, so resenbles the
follow ng previously registered marks, all five

regi strations owed by the sane entity:

AWAKE for “cosnetics and cosnetic
soaps, nanely, lipsticks and
lip colors, eye shadows, eye
pencil s, mascara, cleansing
creans, and gels, |otions,
l'iquid exfoliant/noisturizer,
eye cream facial nmasks,
foundati on nmakeups wth and
wi t hout sunscreen, and face
powder” in International C ass
3;7

AWAKE for a “full line of cosnetic
brushes and sponges” in
I nternati onal O ass 21;°3

2 Regi stration No. 2129738 issued to KOSE Corporation, a
Japanese corporation, on January 20, 1998 cl ai ning use anywhere
and use in comerce at |least as early as Cctober 18, 1996; Section
8 affidavit (six-year) accepted and Section 15 affidavit

acknowl edged.

3 Regi stration No. 2175649 issued to KCSE Corporation, a
Japanese corporation, on July 21, 1998 claim ng use anywhere and
use in commerce at |east as early as June 17, 1997; Section 8
affidavit (six-year) accepted and Section 15 affidavit

acknow edged.
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for a “house nmark for a |line of
cosnetics” in International
Class 3;¢

AW AN IR IZ

rd — for a “house mark for a line of
/\ \ﬂ/ /\ '”\ '._.._ cosnmetics” in International
C ass 3; and
for a “"house mark for a |line of
cosneti c brushes and sponges”

in International C ass 21:;°

4 Regi stration No. 2353917 issued to KOSE Corporation, a
Japanese corporation, on May 30, 2000 cl ai mi ng use anywhere and
use in commerce at |east as early as Cctober 18, 1996. The mark
is described as follows: “The mark consists of the term*®AWAKE
and a fanciful design conprised of a swirl design inside a solid
rectangle. There are eight tear-drop shapes which run along the

inside of the swirl.” Section 8 affidavit (six-year) accepted and
Section 15 affidavit acknow edged.
5 Regi stration No. 2387449 issued to KOSE Corporation, a

Japanese corporation, on Septenber 19, 2000 cl ai mi ng use anywhere
and use in comerce at |least as early as Cctober 18, 1996 as to
the goods in International Oass 3 and clainmng use anywhere and
use in commerce at |least as early as June 17, 1997 as to the goods
in International Cass 21; Section 8 affidavit (six-year) accepted
and Section 15 affidavit acknow edged.
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for “cosnetic utensils, nanely,
cosnetic brushes and cosnetic
sponges” in International C ass
21.°

AWNKIZ

as to be likely to cause confusion, to cause m stake or to
decei ve.

Applicant and the Trademark Exam ning Attorney have
fully briefed this appeal, but applicant did not request an

oral hearing. W affirmthe refusal to register.

Preliminary matter:

In its request for reconsideration, applicant argued
that there were sufficient differences in the marks and in
the marketing of the involved goods to nake confusion
unli kely, but offered, in the alternative, to anend its
application to reflect the trade channels through which its
goods are offered, i.e., “ ..for distribution only directly

fromApplicant, in Applicant’s retail stores, by certain

6 Regi stration No. 2591800 i ssued to KOSE Corporation, a
Japanese corporation, on July 9, 2002 cl ai nmi ng use anywhere and
use in commerce at least as early as June 17, 1997. The nmark is
described as follows: “The mark consists in [sic] the term
“AWAKE' and a fanciful design conprised of a swirl design inside a
solid rectangle. There are eight tear-drop shapes which run al ong
the inside of the swirl.”

- 4 -
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vendors that provide interactive retail services via
conputer, cable and satellite television and the Internet,
by certain vendors that provide conputerized on-line retai
stores, and through sel ected beauty and skin care salons.”
I n denying the request for reconsideration, the Trademark
Exam ning Attorney stated that such a restriction would not
obviate the likelihood of confusion, and therefore did not
enter it into the record. 1In the |ast section of its appeal
brief, applicant re-stated that “Applicant remains willing
to anend the goods description in its Application to state
that the covered itens are sold only via direct purchases
fromApplicant, in Applicant's retail stores, via QVC and
Sephora, and though sel ected spas and salons.” The
proposed, alternative identification of goods in this
section of the appeal brief was exactly the sane as that
offered earlier in the request for reconsideration.
However, applicant is advised that once the Board
renders a decision on appeal, the application nay not be
reopened (except on order by the Director, or to enter a
disclaimer). See Trademark Rule 2.142(g). Therefore,
applicant may not, in a single application, obtain a
decision fromthe Board on the issue of |ikelihood of
confusi on based upon its current identification and then, if

t hat decision is unfavorable, have the Trademark Exam ning



Serial No. 76569932

Attorney, and then ultimately the Board, decide the sane

i ssue of |ikelihood of confusion with respect to a nore
limted identification of goods. |If applicant had w shed
the Board to consider the registrability of its mark with
its identification [imted as to trade channels, it should
have anended its application accordingly during the course
of the prosecution of the application.” Accordingly, the

i ssue of |ikelihood of confusion will be decided on the
basis of the original (and operative) identification of
goods: “cosnetics, nanely, eye shadow and nascar a;
cosnetics for the skin and eyes; skin creans, |otions and

gels, essential oils used as cosnetics.”

Analysis: Likelihood of Confusion

This brings us to the substantive issue before us in
this appeal: |ikelihood of confusion.

Applicant argues: that the cited marks differ from
applicant’s mark in appearance, sound and nmeani ng; that the
cited marks should be afforded a narrow scope of protection;

that the cited marks coexist with third-party marks havi ng

! For example, after receiving the Exam ning Attorney’ s denia

of its request for reconsideration, applicant could have requested
that its identification be anended, and subnmitted such request

with a request for remand. |In that situation, if the Exam ning
Attorney had found the proposed identification acceptable, but
still maintained the refusal of registration, the issue of

i kel i hood of confusion would have been brief ed based on the new
identification of goods, and the Board woul d have made its
determ nati on based on that nore restrictive identification

- 6 -
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simlar terns for cosnetics and rel ated goods; that the
ci rcunst ances surroundi ng the marketing of registrant’s
goods and applicant’s goods differ; and that a high degree
of consuner care is afforded registrant’s and applicant’s
respective goods — such that a |ikelihood of confusion
between the cited marks and applicant’s mark is unlikely.

By contrast, the Trademark Exam ning Attorney argues
that the respective marks are simlar as to appearance,
sound and commercial inpression, and that the goods of
applicant and registrant are identical, conplenentary and/or
closely rel ated.

Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of |ikelihood

of confusion. Inre E. |I. du Pont de Nemours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ationship of the

goods. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

The goods

We turn first to the du Pont factor focusing on the

relationship of the goods. W agree with the Trademark
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Exam ni ng Attorney that these goods are identical (e.g., eye
shadow, mascara, skin creans, |otions and gels),
conplementary (e.g., cosnetics for the skin and eyes with
cosneti c brushes and sponges) and/or otherw se closely
related (the remaining cosnetic itens). This factor
strongly favors the position of the Trademark Exam ni ng

Attorney.

Channels of trade and types of consumers

It follows that given the fact we are faced with
i dentical, conplenentary and/or otherw se closely-rel ated
goods, where neither registrant nor applicant has stated any
express limtations, applicant’s goods and registrant’s
goods will nove in the sane channels of trade.® Neither
identification is |imted as to price, and so we nust
presunme that the goods could include relatively inexpensive
items that may wel |l be purchased on i npul se by the sane
cl asses of ordinary consuners. The record herein does not

support applicant’s contentions that a high degree of

8 W note that even if applicant’s alternative anmendnent were
an unequi vocal part of the identification of goods herein, and we
were to conclude that applicant’s and registrant’s respective
goods woul d never be sold in the very sane store, we find that
they would still both be sold in the sane types of retail stores,
over the Internet, etc. Consuners already acquainted with
registrant’s cosnetics and utensils are likely to al so encounter
applicant’s cosnetics, and would be likely to be confused in the
event that the goods were being sold under confusingly sinlar

mar ks.

- 8-
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consuner care will be afforded applicant’s and registrant’s
goods. Accordingly, these related du Pont factors al so
favor the position taken by the Trademark Exam ning

Attorney.

The marks

We turn next to the du Pont factor focusing on the
simlarity of the marks in their entireties. W nust
consi der whether the marks are simlar in sound, appearance,

meani ng, and commercial inpression. PalmBay |Inports Inc.

v. Veuve Cdicquot Ponsardin Mii son Fondee En 1772, 396 F. 3d

1369, 73 USPQR2d 1689 (Fed. Cir. 2005). Applicant argues
that when viewed in their entireties, its mark and
registrant’s cited marks differ as to appearance, sound and
meani ng, resulting in significantly different comerci al

I npr essi ons.

As to the literal elenents of registrant’s cited marks,
applicant is correct in noting that each of the five cited
mar ks contains only two syllables while its mark contai ns
three syllables. Hence, when considered as a whole, the
pronunci ation of these marks is different.

Al five of the marks in the cited registrations
contain the word “Awake” as their dom nant el enent.

Moreover, we find that the marks in Reg. Nos. 2129738 and
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2175649 are the nost simlar to applicant’s mark, consisting
of just the word AWAKE in a standard character format.?®
Because they are the nost simlar, we have chosen to focus
primarily on these two marks in assessing the |ikelihood of
conf usi on herein.

As to appearance, applicant argues as foll ows:

Applicant’s mark is a conposite word mark

t hat consists of the two words “WDE’" and
“AWAKE.” In contrast, the Cted Marks each
consi st of the single term*®AWAKE. ”
Applicant’s mark sinply contains a term not
present in the Cted Marks.

Because “Wde” is the first word of applicant’s mark,
it does create a somewhat different appearance for
applicant’s mark.

However, it is the matter of connotation where
applicant and the Trademark Exam ning Attorney di sagree nost
strongly. As to neaning, applicant argues that its mark is
quite different fromthe cited marks:

The word “awake” is an adjective that neans
conscious rather than in a state of sl eep.

True and correct copies of pertinent pages of
the I nternet websites www mw. com and

9 As a consequence of these two of registrant’s marks having

been depicted as a standard character draw ng, registrant’s AWAKE
mar ks may be di splayed in any reasonable fornmat. See |NB Nati onal
Bank v. Metrohost Inc., 22 USPQ@d 1585, 1588 (TTAB 1992), citing

Phillips Petroleum Co. v. C. J. Wbb, Inc. 442 F.2d 1376, 170 USPQ

35, 36 (CCPA 1971).
“[ Tl he argunent concerning a difference in type style is not
vi abl e where one party asserts rights in no particul ar
di splay ... Thus, ...the displays nust be considered the sane.”
Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937, 939 (Fed.

Gir. 1983).

- 10 -



Serial No. 76569932

www. di ctionary.reference.com containing
definitions of the word "awake," are attached
as Conposite Exhibit C hereto. As used by
the Registrant, the term “AWAKE" connotes the
awakeni ng of the user of Registrant’s goods
to her own unseen beauty and hi dden grace.
The C ted Marks suggest a slow “unfurling”
and bl oom ng of the user. See Exhibit B
hereto. The Cited Marks connote a gradual
and gentl e awakeni ng of the user to her own
beauty. This connotation is evidenced by and
reinforced by the unfurling frond design

el ement and the el emental nature of the
stylization of the marks.

In contrast, the term*®“w de awake” is an
idiomthat neans fully awake or very alert.
The term “wi de” as used in the idiomtic
phrase alludes to the eyes being w de open.
True and correct copies of pertinent pages of
the Internet website www. m w. com and

www. di ctionary.reference.com containing
definitions of the term“w de awake,” are
attached ... “WDE AWAKE" connotes an

al ertness and awar eness, suggesting that
Applicant’s goods will energize the user and
enabl e the user to face anything that may
come her way. Further, the term secondarily
suggests that the use of Applicant’s goods
will give the user an enhanced, alert or

“W de- eyed” appearance. The inpression of
being alert and ready to take on the world is
entirely different fromthat of slowy and
gently opening to one’s beauty. The
commerci al inpressions of the respective

mar ks are distinctive and confusion as to
source is unlikely.

Applicant’s brief, p. 6. By contrast, the Exam ning

Attorney argues, “the inpression presented by applicant’s

proposed mark W DE AWAKE is one of gradation from AWAKE. ”
We agree with applicant that “w de awake” alludes to

one’s eyes being wi de open, and the termhas a strong
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connotation of being “fully awake” or “very alert.”
However, applicant’s own dictionary definitions for the word
“awake” al one also contain an entry for “to becone alert,”
and show that “alert” is actually a synonymfor “awake.”
Hence, we agree with the Trademark Exam ning Attorney that
both could well create the sanme connotation of alertness —
at nost, applicant’s mark suggesting conparatively nore
alertness. Contrary to applicant’s position, we find that
this very simlar connotation outweighs whatever
dissimlarities nmay exist between the sound and appear ance
of the marks. \When conpared in their entireties, we find
that applicant’s nmark creates a sim/lar comrerci al

inpression to the marks in the cited registrations.?

The number and nature of similar marks

As to the du Pont factor focusing on the nunber and
nature of simlar marks in use on simlar goods, applicant
argues that “the term‘ AWAKE' and its alternative forns
‘ AWAKEN and ‘ AWAKENI NG are used to inply that cosnetics
make the user aware of her inner beauty, bring that beauty
to the forefront and nake it visible to the external world.”

Appl i cant contends that “many conpanies in the cosnetics

10 In limting our discussion to Registration Nos. 2129738 and
2175649, we do not mean to inply that there is no |ikelihood of
confusi on between applicant’s mark and the remaining cited
registrations. On the contrary, we find that these marks are al so
confusingly sinlar.

- 12 -
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i ndustry wish to cloak their goods in such positive
connotations.” As a result, applicant argues that the term
“Awake” is diluted in the cosnetics field, and the cited

mar ks shoul d be afforded only a narrow scope of protection.

AWAKEN SKIN for “skin care products, nanely skin cl eansers,

THERAPY skin cleansing cream skin cleansing |Iotion,
skin conditioners, skin cream skin enollients,
skin gels, skin lighteners, skin masks, skin
noi sturi zers, skin soap, skin texturizers, skin
toners, and skin exfoliants” inInt. . 3;%

THE GREAT AWAKENING for “skin care and face cl eansing
preparations, nanely, exfoliater” in
International C ass 3;*

AWAKEN YOUR SIXTH for “eau du [sic] parfum eau du

SENSE! [sic] toilette, cologne, bath oil
bath | otion, bath gel, nen’s shaving
bal i in International C ass 3;*

AWAKENING for “skin care and hair care
products, nanely, shanpoo, |otion,
creans, soap, nmasks, non-nedi cated
bath salts, and sun bl ock” in
International Cass 3;%

Hn Reg. No. 2894382 issued to John Decorato, a USA citizen, on
Cct ober 19, 2004 cl ai nming use anywhere and use in conmerce since
at least as early as Decenber 2002; no claimis nade as to the
word “Skin” apart fromthe mark as shown.

12 Regi stration No. 2285856 issued to philosophy, inc., an
Arizona corporation, on October 12, 1999 clai ning use anywhere and
use in commerce since at |east as early as January 15, 1998;
Section 8 affidavit (six-year) accepted and Section 15 affidavit
acknow edged.

13 Regi stration No. 2056375 issued to Erox Corporation on Apri
22, 1997 cl aim ng use anywhere and use in commerce since at |east
as early as Cctober 14, 1994; registration was |ater assigned to
Hurmman Pher onone Sciences, Inc., recorded with the assignnment
branch of the United States Patent and Trademark O fice at Reel

No. 2030, Frane No. 0387; Section 8 affidavit (six-year) accepted
and Section 15 affidavit acknow edged.

14 Regi stration No. 2273945 issued to Aimlndustries of Israel,
N.A. Ltd., a California corporation, on August 31, 1999 cl ai m ng
use anywhere and use in commerce since at |least as early as July

- 13 -
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HAIKU AWAKENINGS for “fragrance and toiletry products,
nanel y, eau de parfum shower gel,
body | oti on and body powder” in
International Cass 3;%

FRESH AWAKENINGS for “bath gels; shower gels; hand
| otions; and body lotions” in
International C ass 3;?%

for “perfune oils,
essential oils for
personal use, natura
perfunme” in Internationa
Class 3;%

NOTHING

perfume

awakening
mird altering
belmg In ezsence

26, 1994; Section 8 affidavit (six-year) accepted and Section 15
af fidavit acknow edged.

15 Regi stration No. 2837264 issued to Avon Products, Inc. on
April 27, 2004 claimng use anywhere and use in commerce since at
| east as early as July 17, 2003.

16 Regi stration No. 2302368 issued to Jafra Cosnetics
International, Inc., a Delaware corporation, on Decenber 21, 1999
cl ai mi ng use anywhere and use in conmerce since at |east as early
as Septenber 1, 1996; [no record of Section 8 having been filed].
v Regi stration No. 2819687 issued to Mchael Scott O Malley, a
Canadi an citizen on March 2, 2004 cl ai nmi ng use anywhere at | east
as early as July 15, 1999 and use in comerce since at |east as
early as Cctober 1, 2000; no claimis nmade as to the word
“perfunme” apart fromthe nmark as shown.

- 14 -
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In order to deal with any allegations on the part of
the Ofice that registrations alone are not indication of
whet her the marks are actually used in commerce on the
identified goods, applicant submtted copies of Internet
websites showi ng that manufacturers and nerchants are
actually using these third-party marks in the marketpl ace

for cosmetics:

AWAKEN SKIN THERAPY THE GREAT AWAKENING
johnw.decoratom.d.facs. +QvC Homepage

gl ] plaiic gl QUALITY,
VALUE
- COMNVEMIENCE,
b :

skin health & beauty

mar sl e epriy o e S Hf 11 Sessleery Sk Serepy

inbrodiesing dedar Wb Mharape i

{myar treg, gepapes b pnlight: il vl s i s
apecl Pramrepbion. weihy g politineg d @weig 3 B ke, The
sy wFacy of pa demegs obn B8 poaendad e e
1reE ChIAF MR S poese avsasil e petnator gl ‘
TRAETArL h

D0 Dmime ety repe Ca it e B demdon W Tharapy i, |
durigrad o et the REES I vRAT BEE B O PrpeEea
St ek aml e

Inspired by the famous in-office medical
procedure known as the micropeel, the

'i great awakening skin rejuvenation kit
11 b helps bring radiance back to your skin.
: .‘T_,_ | It's designed fo moygenate the skin
* 1 :‘ | surface; _exﬁ:ullate; and make your
, e complexion smooth, clean, and
- T N refreshed.
THE GREAT AWAKENING AWAKENING

I

NORDSTROM

ﬁlalnwril_li-!-;nﬁ
18 htt p://ww. drdecor at 0. cont ski nheal t h03. ht m
19 http://ww. gvc. com
20 http://ww. nordstrom com
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About Clim

Chim indusirien cffers 3 supenor e of ralural skin care
Ry sYal prodcts unde iis ragisienad Badanar “Aakasing”
L L | The Amplmsing bne incldes wodd-class siis thempies,
i Ninfad IraTeieals, Body lobor, moege creams, fool
baims, taial marscgues, mingral crysial and pabered
farmplaSiors for scalp and har heath, Obm was formed
in 1084 and markies ds Svakening dbn Berapy products
n Morth Amenca and mtemationally.

Thet Awabaning Crido Al AWAKENING products e
Tarrivalitad b It highecsl Guatity netural ingrediests,
Inchyding pure mineral cresials, esseniial ol and
barlanical priracis

philosophy Peel Kit Mo AMAKENING prodict is avar tastad 20 an anieal
A peel, or rapid exfoliation of the skin, is indicated Wi i 30 carfident fral you wil be satisfisd with every
for fine lines, uneven skin tone, congested pores, MWAKEKING produr thal wa guariniss 2 sk, ¥ you
: 9 P . are minr desanshisd with any of cur products, e shall

acne and general environmental damage. Regular in- rafuned 100 of e peice you i
home peels can help to buffer fine lines, minimize KWASEMING products ane sold though daesimingling

i i retadety, atalogs, Feakh pracitionens. dinics and spas
enlarge_d pores, improve skin texture_ a_nd help keep o e and unigos sanafls ol Qb
your skin radiantly clear. Our peel kit includes The T — 21

Great Awakening (10 enzyme capsules) and jar of
Oxygen Cream (2 oz.) for a total of 10 treatments.
- By philosophy; made in the USA. 20

HAIKU AWAKENINGS AWAKEN YOUR SIXTH SENSE!

i HAEL Svdigrgi B g0 Parters Spray

Bty vl ol e rmiicn e ol i 1 Tl

W Hishu Aoy, Ciirang St Dl wre Misridonpmg Bt ey

i oaarizing Engwr (i Sosnied wilh Pordl o i, Wil ired ol Furll. i
i Gy ol e ik 6.7 B g5

& e Jragimrarge. (girng ork (L oice attraction

1 i Zmd b oy & oory welt e i ol revesl e e el i
e aed o rmsh. B T oe

Thal Bin¥reged Bared o pirura, bsimi rd bof mont, mahey 5 fagraece W 6th sense
4 =auly ol be syt The boss coliechon sclodes Eau de Parles ooy 4

H e |, By Lo (34 0 s} B
-]

23

However, we do not find these third-party uses to be
all that persuasive. Although applicant has clearly
buttressed the registrations with Internet evidence of
extant use, there is no corroborating evidence to show the
extent of that use. In addition, in the vast industry of

cosnmetics, this handful of third-party uses cannot serve to

2 http://ww. e- awakeni ng. coni pr oduct s/ products. ht
22 http://shop. avon. conf avonshop/
z http://ww. natural attracti on. com
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significantly dimnish the scope of protection of
registrant’s marks for identical goods.

Furthernore, we find that none of these third-party
uses is as close to the registered marks as is applicant’s
mark. These registrations and matching Internet uses are
all for other fornms of the word “awake,” nanely, *awaken,”
“awakeni ng” and “awakenings.” Accordingly, we find that the
record is devoid of any AWAKE marks other than registrant’s
mar ks. Accordingly, these third-party uses cannot support a

limted zone of protection for registrant’s marks.

Conclusion

Wil e there are sone differences as to sound and
appear ance when conparing applicant’s mark to registrant’s
mar ks, we find that the connotation and conmerci al
i npression of applicant’s WIDE AWAKE nmark are simlar
enough to the connotation and comercial inpression of
registrant’s cited AWAKE marks to support a finding of
i kelihood of confusion herein. The involved goods are
identical, conplenentary and closely related, and al
presumably nove through simlar channels of trade. These
relatively inexpensive products are purchased by ordi nary
consunmers w thout extraordinary |evels of care. W disagree

with applicant’s contention that it has denonstrated that
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the word “Awake” is not particularly strong as applied to
cosnetic products. Accordingly, we find that there will be
a likelihood of confusion in this case. Finally, to the
extent that any of applicant’s points raise a doubt about
our conclusion, we nust resolve any such doubt in favor of

regi strant.

Decision: The refusal to register under Section 2(d)

of the Lanham Act is hereby affirned.



