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Opi nion by Grendel, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register

of the mark FI SHBONZ (in standard character form for goods

identified as “cat toys.”?!

The Trademark Attorney has issued final refusals of

regi stration on two grounds, i.e., nere descriptiveness

under Trademark Act Section 2(e)(1l), 15 U S. C. 81052(e)(1),

! Serial No. 76602722, filed July 19, 2004. The application is
based on use in comerce, and January 13, 2003 is alleged to be
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and |i kel i hood of confusion under Trademark Act Section
2(d), 15 U.S.C. 81052(d). W shall address the nere

descriptiveness refusal first.

MERE DESCRI PTI VENESS

Atermis deened to be nerely descriptive of goods or
services, within the neaning of Trademark Act Section
2(e)(1), if it forthwith conveys an i mmedi ate i dea of an
ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. See, e.g., Inre
Gyul ay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Cir. 1987), and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). A termneed not imedi ately convey an
i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See Inre HUD. D L.E, 216 USPQ 358 (TTAB
1982); In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).

Whether a termis nmerely descriptive is determ ned not
in the abstract, but in relation to the goods or services

for which registration is sought, the context in which it

the date of first use anywhere and the date of first use in
comer ce.
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is being used on or in connection with those goods or
services, and the possible significance that the termwould
have to the average purchaser of the goods or services
because of the manner of its use. That a term may have
other neanings in different contexts is not controlling.
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).
Moreover, it is settled that “[t]he question is not whether
soneone presented with only the mark coul d guess what the
goods or services are. Rather, the question is whether
sonmeone who knows what the goods or services are wll
understand the mark to convey information about them” In
re Tower Tech Inc., 64 USPQRd 1314, 1316-17 (TTAB 2002).
See also In re Patent & Trademark Services Inc., 49 USPQd
1537 (TTAB 1998); In re Hone Buil ders Associ ation of
Geenville, 18 USPQRd 1313 (TTAB 1990); and In re Anmerican
Greetings Corporation, 226 USPQ 365 (TTAB 1985).

We agree with the Trademark Exam ning Attorney’s
contentions that applicant’s mark, FISHBONZ, is nerely a
m sspelling of and thus is legally equivalent to the words
FI SH BONES; that FISH and BONES are defined as, and taken
t oget her woul d be understood to nean, a fish skel eton; and
that FI SH BONES or FISHBONZ is nerely descriptive of a
feature or characteristic of applicant’s goods, i.e., their

shape or appearance. |In support of this last contention,
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the Trademark Exam ning Attorney has nmade of record
printouts fromseveral pet toy retailer websites
(hartz.com cattoys.com and petsmart.con) which show t hat
cat toys often take the shape of various animls, such as
m ce, dogs, birds, etc., including toys shaped |like fish.
Based on this evidence, we find that applicant’s cat
toy, is or could be (consistent with the identification of
goods), shaped like a fish skeleton, be inprinted with the
design of a fish skeleton, or otherw se have the appearance
of fish skeleton. FISHBONZ, the |egal equivalent of FISH
BONES, nerely describes this feature or characteristic of
applicant’s cat toys, i.e., their shape or appearance, and
thus is nerely descriptive of applicant’s goods. See,
e.g., J. Kohnstam Ltd. v. Louis Marx & Co., 280 F.2d 547,
126 USPQ 362 (CCPA 1960) ( MATCHBOX SERI ES nerely descriptive
of toys sold in boxes having the size and appearance of
mat chboxes); In re Metcal Inc., 1 USPQd 1334 (TTAB
1986) (SOLDER STRAP nerely descriptive of self-regulating
heaters in formof flexible bands or straps); In re
HUDDL.E, 216 USPQ 358 (TTAB 1982) (TOOBS, the phonetic
equi val ent of “tubes,” nerely descriptive of bathroom and
kitchen fixtures in the shape of tubes); and In re |deal

I ndustries, Inc., 134 USPQ 416 (TTAB 1962) (W NG NUT
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descriptive of electrical connecters shaped |ike a w ng

nut) .

LI KELI HOOD OF CONFUSI ON

The Trademark Exam ning Attorney al so has refused
regi stration on the ground that applicant’s mark, as
applied to the goods identified in the application, so
resenbl es two previously-registered marks (owned by a
single owner) as to be likely to cause confusion, to cause
m stake, or to deceive. Trademark Act Section 2(d). The
first cited registration is of the mark FI SHBONE
(registered in standard character forn) for a wide variety
of goods in Class 28 including the goods cited by the

n 2

Trademar k Exami ning Attorney, i.e., “dog toys. The second

2 Regi stration No. 2774308, issued on Cctober 21, 2003 pursuant
to Trademark Act Section 44, U S.C. 81126. The C ass 28 goods
identified in the cited registration are “ganes and pl ayt hi ngs,
nanely dolls, bath toys, crib toys and pop up toys, stuffed toys,
dog toys, plush toys, soft scul pture toys, talking toys,
inflatable toys, gymmastic articles, nanely gymastic appar at us,
horizontal and parallel bars, vaulting horses and training
stools; sporting articles for clinbing, golfing, surfing,
sailing, diving, nmountain skiing, cross-country skiing,
snowboar di ng, and ice-hockey, nanely surf fins, ski poles,

cli nmbi ng equi pnent, nanely clinbing ropes, nuts, expanders,
chucks, carabiners, and pitons, golf balls, golf clubs, golf
tees, golf gloves, golf bags, non-notorized golf carts, surf
boards, surfboard |eashes, surfboard wax, sail boards, sail board
masts, sail board | eashes, flippers for use in scuba diving, ice-
hockey sticks, skis, ski goggles, and snowboards; ski bags,
special bags in order to store and transport ski gear and
snowboards; gloves for clinbing, horseback riding, skiing,

boxi ng, rowi ng and canoeing.” The registration also includes
various goods in Cass 25.
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cited registration is of the mark depicted bel ow
(hereinafter “FISHBONE and design”), for goods identical to
those in the first cited registration, including “dog

toysl ”3

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. See Inre E. |I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also In re Majestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Cir. 2003). In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods and/or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531

(Fed. Cr. 1997).

3 Registration No. 2760570, issued on Septenber 9, 2003 pursuant
to Trademark Act Section 44.
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W turn initially to the first du Pont factor, i.e.,
whet her applicant’s mark, FISHBONZ, and the cited
regi stered marks, FISHBONE and FI SHBONE and design, are
simlar or dissimlar when conpared in their entireties in
ternms of appearance, sound, connotation and commerci al
i npression. W nake this determnation in accordance with
the follow ng principles.

The test, under the first du Pont factor, is not
whet her the marks can be distingui shed when subjected to a
si de- by-si de conpari son, but rather whether the marks are
sufficiently simlar in terns of their overall conmerci al
i npression that confusion as to the source of the goods
of fered under the respective marks is likely to result.
The focus is on the recollection of the average purchaser,
who normal ly retains a general rather than a specific
i npression of trademarks. See Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106 (TTAB 1975). Furthernore, although
the marks at i1issue nust be considered in their entireties,
it is well-settled that one feature of a mark nay be nore
significant than another, and it is not inproper to give
nore weight to this domnant feature in determning the
comercial inpression created by the mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cr

1985).



Ser. No. 76602722

In terns of appearance, we find that applicant’s mark
is simlar to the cited standard character mark Fl SHBONE
and to the literal portion of the FISHBONE and design mark,
to the extent that the registered marks begin with the
letters FISHBON. Each of the marks is displayed as a
single compound term Applicant’s mark and the cited
registered marks are dissimlar to the extent that
registrant’s marks ends with an “E” while applicant’s mark
ends with an “Z.” Applicant’s mark also is dissimlar to
the FI SHBONE and design mark to the extent that the
regi stered mark, but not applicant’s mark, includes the
design of a fish skeleton. However, the fish skeleton
design elenent of the cited registered mark is but the
pictorial representation of applicant’s FlI SHBONZ mar k.
Viewi ng the respective nmarks as a whole, we find that the
simlarity which arises fromthe presence of their use of
the letters FI SHBON outwei ghs the points of dissimlarity.

In terms of sound, we find that the marks are
essentially identical. Applicant’s mark FISHBONZ is the
| egal equivalent of the term*“fish bones.” Although
applicant’s mark woul d be pronounced as the plural “fish
bones” while the cited regi stered marks woul d be pronounced

as the singular “fish bone,” that difference is

insufficient, initself, to distinguish the marks in terns
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of sound, when the marks are considered in their
entireties.

In terns of connotation, we find that applicant’s mark
FI SHBONZ i s the | egal equivalent of, and woul d be
understood to nean, “fish bones,” or the skeleton of a
fish. The cited registered FI SHBONE nmark, al though it
woul d be understood to refer to a single fish bone rather
than to an entire fish skeleton, is close enough to the
meani ng of the plural FISHBONZ or “fish bones” that the
mar ks nmust be deened to be simlar rather than dissimlar
internms of connotation. That simlarity is even nore
pronounced when we conpare applicant’s mark to the cited
FI SHBONE and design mark. That mark’s pictori al
representation of a fish skeleton would be understood as
connoting the sane thing that applicant’s mark connotes,
i.e., a fish skel eton.

In terms of overall commercial inpression, we find
that applicant’s mark and each of the cited registered
marks are simlar rather than dissimlar. Each of the
marks brings to mnd the bones of a fish. As noted above,
t he appearance of the fish skeleton feature of the cited
FI SHBONE and design mark nerely reinforces the simlarity
between that mark and applicant’s mark. Al so as noted

above, each of the marks is presented as a conmpound word.
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The points of dissimlarity, i.e., applicant’s m sspelling
of the words “fish bones” as FI SHBONZ, and applicant’s use
of the plural rather than the singular, do not suffice to
di stinguish applicant’s mark fromthe cited registered

mar ks.

For the reasons discussed above, we find that the
applicant’s mark is simlar to each of the cited registered
mar ks, and that the first du Pont factor weighs in favor of
a finding of |ikelihood of confusion. W are not persuaded
by applicant’s argunents to the contrary.

We turn next to the second du Pont factor, i.e., the
simlarity or dissimlarity of the respective goods, i.e.,
the “cat toys” identified in applicant’s application and
the “dog toys” identified in the cited registrations.

It is settled that it is not necessary that the
respective goods be identical or even conpetitive in order
to support a finding of likelihood of confusion. That is,
the issue is not whether consuners woul d confuse the goods
t hensel ves, but rather whether they would be confused as to
the source of the goods. It is sufficient that the goods
be related in sone manner, or that the circunstances
surrounding their use be such that they would be likely to
be encountered by the sanme persons in situations that would

give rise, because of the marks used thereon, to a m staken

10
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belief that they originate fromor are in sonme way

associ ated with the same source or that there is an
associ ati on or connection between the sources of the
respective goods. See In re Martin's Fanous Pastry Shoppe,
Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); Inre
Melville Corp., 18 USPQ2d 1386 (TTAB 1991); and In re

I nternational Tel ephone & Tel egraph Corp., 197 USPQ 910
(TTAB 1978).

The Trademark Exam ni ng Attorney has nmade of record
printouts fromfour third-party websites (busypettoys.com
hartz.com kongconpany.com and petsmart.con) show ng that
cat toys and products and dog toys and products are
retailed by a single source. The Trademark Exam ni ng
Attorney al so has made of record printouts of fifteen
third-party registrations* which include, in their
respective identifications of goods, both “dog toys” and
“cat toys.” Although such registrations are not evidence
that the marks shown therein are in use or that the public
is famliar wwth them they nonethel ess have probative

value to the extent that they serve to suggest that the

* The Trademark Examining Attorney subnitted seventeen third-
party registrations in all, but we have not considered two of
them One of themis based on Trademark Act Section 44 and
therefore is not evidence of use of the mark in this country.
The other registration likewise is not evidence that the mark is
used on the rel evant goods in commerce, because the rel evant
goods have been deleted fromthe registration

11
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goods listed therein are of a kind which may emanate froma
single source under a single mark. See In re Al bert

Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993); and In re
Mucky Duck Mustard Co. Inc., 6 USPQRd 1467 (TTAB 1988).

Based on this evidence, we find that “cat toys” and
“dog toys” are related goods, and that the second du Pont
factor weighs in favor of a finding of Iikelihood of
confusion. W are not persuaded by applicant’s argunents
to the contrary.

Because neither applicant’s nor registrant’s
respective identifications of goods are limted or
restricted in any way, we nust presune that their
respective goods are marketed in all normal trade channels
and to all normal classes of purchasers for such goods. In
re El baum 211 USPQ 639 (TTAB 1981). W find that the
trade channels for applicant’s and registrant’s goods are
over | appi ng, and woul d include pet stores and supermarkets
(where the respective goods are likely to be offered for
sale in the sane aisle). W also find that the cl asses of
purchasers for the goods would be the sane, i.e. ordinary
consuners. It is not uncommon for such consuners to have
both dogs and cats as pets. Finally, we find that dog toys
and cat toys are inexpensive itens that are likely to be

pur chased on inpul se. Based on these findings, we find

12
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that the third and fourth du Pont evidentiary factors weigh
in favor of a finding of |ikelihood of confusion.

Havi ng considered all of the du Pont factors rel evant
to this case, we conclude that a |ikelihood of confusion
exists. Purchasers famliar with dog toys sold under
registrant’s marks are likely to assune that cat toys sold
under applicant’s mark originate fromthe sane or a rel ated
source. To the extent that any doubts mght exist as to
the correctness of this conclusion, we resolve such doubts
agai nst applicant. See In re Hyper Shoppes (Chio) Inc.,
837 F.2d 840, 6 USPQ2d 1025 (Fed. Cir. 1988); and In re
Martin’ s Fanmous Pastry Shoppe, Inc., 748 F.2d 1565, 223

USPQ 1289 (Fed. G r. 1984).

Deci sion: The refusals to register under Trademark

Act Section 2(e)(1l) and 2(d) are affirned.
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