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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Applicant has applied to register the mark YOUR OMN
PERSONAL PIT CREWfor services which were subsequently
identified as "retail store services featuring notor oil,
autonobile fluids, autonobile filters and autonobile
| ubricants” in Class 35 and "vehicle preventive nai ntenance

services, nanely, changing notor oil, changing oil and air



Ser No. 78/025,917

filters" in dass 37.1 During the course of prosecution,
apparently in an attenpt to overcone a |ikelihood of
confusion refusal, applicant offered a voluntary discl ai ner
of the words PIT CREW The Exam ning Attorney advi sed
applicant that, although the Ofice accepts voluntary
di sclaimers, such a disclainer was not necessary, and
applicant had the right to withdraw the discl ai ner.
Applicant did not withdraw the disclainmer, and it therefore
remai ns of record.

Regi stration has been finally refused on three bases:
1) applicant's mark is likely to cause confusion with the
mark PIT CREW previously registered for "nobile autonobile
mai nt enance services"? [Section 2(d) of the Trademark Act,
15 U.S.C. 1052(d)]; 2) applicant's specinmens do not show
use of the mark depicted on the drawi ng; and 3) applicant's
speci nens do not show use of the mark for the identified
services in Class 35--retail store services featuring notor
oil, autonobile fluids, autonobile filters and autonobile

| ubricants.?3

! Application Serial No. 78/ 025,917, filed Septenber 14, 2000,
based on clainmed dates of first use and first use in conmerce on
June 1, 1997.

2 Registration No. 1,812,418, issued Decenber 21, 1993; Section
8 affidavit accepted; Section 15 affidavit received.

® Registration had al so been refused on the ground of Iikelihood
of confusion with Registration No. 1,967,192. However, this
registration was cancelled for failure to file a Section 8
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Applicant and the Exam ning Attorney have fil ed appeal
briefs. Applicant did not request an oral hearing.

We turn first to the refusal on the basis that
applicant's speci nens do not show use of the mark which is
depicted in the drawi ng of the application. The Exam ning
Attorney contends that YOUR OAMN PERSONAL PI T CREW appears
in the specinens as part of the phrase IT S LI KE HAVI NG
YOUR OAN PERSONAL PIT CREW with all the words shown in the
sane font type and stylization. Applicant does not address
this refusal at all in its appeal brief (and did not file a
reply brief), but inits response filed on Septenber 5,
2001, applicant states that the additional words "are nore
part of the background.”

Trademark Rule 2.51(b)(1) provides, in part, that "the
drawi ng of a service mark shall be a substantially exact
representation of the mark as used in the sale or
advertising of the services." The designation for which
registration is sought nust conprise a separate and
distinct trademark in and of itself. The Institut National
des Appellations D Oigine v. Vintners International Co.
Inc., 954 F.2d 1574, 22 USPQ2d 1190 (Fed Cr. 1992) CQCur

determ nati on of whether YOUR OAMN PERSONAL PI T CREW

affidavit shortly after applicant filed its appeal brief. As a
result, the Exam ning Attorney withdrew this refusal.
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presents a separate and distinct comrercial inpression nust
be based on the specinmen of record, which is reproduced
bel ow. Qur determ nation of this issue nust necessarily be

subj ecti ve.

Yei Lako Hering (O

B@WM !

Watch for our
new location -
opening soon! .

——-—-—l-l—llil-l —

E"."l“ “m'l Your s I

ooy 223N

In this case, we find that YOUR OAN PERSONAL PI T CREW

does make a separate and distinct conmercial inpression.

Al t hough the phrase IT S LIKE HAVING i s depicted in the
sane type font, it is in a snmaller size lettering than the
words YOUR OMN PERSONAL PIT CREW and it appears on a
separate line. Conpare Inre MIller Sports Inc., 51 USPQd

1059 (TTAB 1999), in which the letter "M with a skate
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design was found to be an integral part of the word MLLER
The darker line in which the words YOUR O\N is witten,

rat her than the outlining that appears in IT'S LI KE HAVI NG
further visually differentiates these two phrases.

Al t hough we acknow edge that these differences are very
subtle, in this particular situation we find it to be
sufficient for YOUR ONN PERSONAL PIT CREWto create a
separate commercial inpression. Accordingly, the refusal
of registration on the basis that the specinens do not
support use of the mark depicted in the drawing is

rever sed.

The next refusal also involves applicant's speci nens,
specifically, whether the specinmen of record shows use of
the mark for the services in Class 35. Those services are
identified in the application as "retail store services
featuring notor oil, autonmobile fluids, autonobile filters
and autonobile lubricants.” Applicant's speci mnen makes no
mention of such services. Rather, it refers to "Quality &
Value in an G| Change" and "Full Service G | ube,” which
are references to applicant's vehicle preventive
mai nt enance services in Class 37. Applicant did not
di scuss the requirenent for acceptable C ass 35 speci nens
inits appeal brief, and as nentioned previously, applicant

did not file a reply brief, even though the Exam ning
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Attorney pointed out, in her brief, that applicant had not
addressed this issue.

W agree with the Exam ning Attorney that applicant's
speci nen of record does not show use of the mark in
connection with retail stores services featuring notor oil,
autonobile fluids, autonobile filters and autonobile
| ubricants. Accordingly, we affirmthe refusal of
registration on this basis with respect to the application
in Cass 35.

This brings us to the refusal based on the ground of
| i keli hood of confusion. |In order to render a conplete
deci sion, for purposes of considering this issue we wl|
assunme that applicant's specinen with respect to its C ass
35 services is acceptable.

The Exam ning Attorney asserts that applicant's mark
YOUR OMNN PERSONAL PIT CREWso resenbles the registered mark
PIT CREWfor nobile autonobile maintenance services that,
as used in connection with its identified services, it is
| i kely to cause confusion or m stake or deception. Qur
determ nation of this issue is based on an anal ysis of al
of the probative facts in evidence that are relevant to the
factors set forth inlnre E 1. du Pont de Nenmours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood

of confusion analysis, two key considerations are the
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simlarities between the marks and the simlarities between

the goods or services. See Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).
Turning first to the services, applicant's O ass 37

servi ces--vehicle preventive mai ntenance services, nanely,

changi ng nmotor oil, changing oil and air filters--are
|l egally identical, in part, to the registrant's identified
"nobi | e autonobi |l e mai ntenance services." Registrant's

aut onobi | e mai nt enance services would include the sane
preventive mai ntenance services specified in applicant's
application, and the only difference is that registrant's
services are rendered through a nobile facility, while
applicant's are presunably rendered in a fixed
establishment. Even though the services may be rendered
t hrough different channels of trade, the class of custoners
for the services--autonobile owners--are the same, and they
may encounter both applicant's preventive naintenance
services under the YOUR OWN PERSONAL PI T CREW mark and the
regi strant's autonobil e mai ntenance services under the PIT
CREW mar k.

As for applicant's Class 35 services--retail store
services featuring notor oil, autonobile fluids, autonobile
filers and autonobile |ubricants, although these services

are not identical to the registrant's identified services,



Ser No. 78/025,917

they need not be in order to support a hol di ng of
| i kel i hood of confusion. It is not necessary that the
services of the parties be simlar or conpetitive, or even
that they nove in the sanme channels of trade. It is
sufficient that the respective services are related in sone
manner, and/or that the conditions and activities
surroundi ng the marketing of the services are such that
they would or could be encountered by the sane persons
under circunstances that could, because of the simlarity
of the marks, give rise to the m staken belief that they
originate fromthe sane producer. See In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910 (TTAB 1978).
Applicant's retail store services featuring notor oil,
autonobile fluids, autonobile filters and autonobile
| ubricants are conplenentary with the nobile autonobile
mai nt enance services identified in the cited registration.
The sane products which are sold through applicant's retai
store services would be used in connection with nobile
aut onobi | e mai nt enance services. Mreover, it is comon
know edge that many service stations that perform
aut onobi | e mai nt enance services also offer retail store
services selling autonotive products such as notor oil.
Thus, if the same or a confusingly simlar mark were to be

used in connection with both nobil e aut onpbil e mai nt enance
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services and retail store services featuring notor oil and
ot her autonotive products, consuners are likely to believe
that the conpany offering nobile autonobile mintenance
services has opened a retail store or, conversely, that the
retail store is offering nobile autonobile maintenance
servi ces.

This brings us to a consideration of the nmarks.

Al t hough there are mnor differences between the marks
because applicant's mark has the additional words YOUR OAN
PERSONAL appearing before PIT CREW we do not regard these
differences as sufficient to distinguish the marks. The
termPIT CREWrenmains the sane i n appearance, pronunciation
and connotation in both marks, and the additional words
YOUR OAN PERSONAL, while nodifying PIT CREW do not

di mnish the effect of PIT CREWin applicant's mark.

Wiile the differences in the marks can be detected
when they are placed side-by-side, under actual narketing
conditions purchasers ordinarily would not have this
| uxury, so they nust rely upon past recoll ections, which
are usually hazy. Dassler KGv. Roller Derby Skate
Corporation, 206 USPQ 255 (TTAB 1980). As a result, they
are likely to renenber the PIT CREWportion of applicant's
mark, rather than the entire phrase YOUR OAWN PERSONAL PI T

CREW because it is this portion that nakes the greater
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i npression. Custoners are likely, when referring to
applicant's mark, or in word-of-nouth recommendati ons of
applicant's services, to shorten the mark to PIT CREW
Certainly the converse would not occur; no one would use
the introductory words YOUR OAN PERSONAL wit hout the term
PIT CREW Although marks nust be conpared in their
entireties, there is noting inproper is stating that, for
rati onal reasons, nore or |ess weight has been given to a
particular feature of a mark. 1In re National Data Corp.
753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985).

We recogni ze that applicant has chosen to disclaimthe
words PIT CREW despite the Exam ning Attorney's statenent
that such a disclainer was not necessary. This disclainer
has no effect in the likelihood of confusion analysis. It
does not turn PIT CREWinto a descriptive term nor does it
elimnate this portion of the mark from consi derati on.

Even if consuners note and renmenber the additi onal
words YOUR OAN PERSONAL in applicant's nmark, they are not
likely to ascribe the differences between YOUR OAN PERSONAL
PIT CREWand PIT CREWto differences in the source of the
respective services. Rather, they are likely to assune
that these are variant nmarks for services which emanate

fromthe sane source.

10
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Appl i cant has argued that the common el enent of the
marks--PI T CREW-is weak. Although PIT CREW has a sonewhat
suggestive connotation with respect to autonotive
mai nt enance and ot her services, in that a "pit crew
provi des mai nt enance services to race car drivers during a
race, the termis not as weak as applicant contends.
Certainly the scope of protection of the cited registration
woul d extend to prevent the registration of YOUR OMN
PERSONAL PIT CREWfor identical and closely rel ated
services. Nor do we believe, as discussed above, that
consuners would | ook to the phrase YOUR OAN PERSONAL to
di stinguish applicant's mark fromthe registrant's.

Applicant has pointed to the fact that, until
recently, the cited mark, PIT CREW coexisted on the
Regi ster with Registration No. 1,967,102 for PIT CREWfor,
inter alia, penetrating oil for releasing corroded and
rusted parts and autonotive |ubricants and brake cl eaner,
carburetor cleaner, and battery cleaner.* This single
third-party registration does not persuade us that PIT CREW
is so highly suggestive that the protection of the cited
regi stration should be highly circunscribed. Nor is this

regi stration evidence of use of the mark, such that the

11
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duPont factor of "the nunber and nature of simlar marks in
use on simlar goods or services" would favor applicant.

On the contrary, the fact that this registration was
cancel | ed because of the registrant's failure to file a
Section 8 affidavit of use suggests that the mark may no

| onger even be in use.

Nor does the fact that this registration was all owed
to register despite the existence of Registration No.
1,812, 418 conpel the registration of applicant's mark.®> W
do not know what |led to the Exam ning Attorney's decision
to allow Registration No. 1,967,192. For exanple, there
may have been a consent agreenent that was found
persuasive. In any event, the Board nust deci de each case
on its own nerits. The PTO s all owance of a prior
regi stration does not bind the Board. See In re Nett
Desi gns, 236 F.3d 1339, 57 USP@d 1564 (Fed. Cir. 2001).

Applicant asserts that the buyers of applicant's

services are "nore than sophisticated" because the services

* As noted previously, this registration, which had originally

been cited against applicant's application, was cancelled for
failure to file a Section 8 affidavit of use.

® Registration No. 1,967,192 is the only third-party
registration for a PIT CREWnark that is of record. Applicant
has nade reference to "alnost five hundred regi stered and applied
for marks that have the word sprint in themfor various goods and
services." Brief, p. 7. Any such registrations or applications
for SPRINT marks are irrelevant to the question of |ikelihood of
confusi on between applicant's mark and the cited registration.

12
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are "for one of the major assets that a buyer owns."

Brief, p. 5. Although the purchase of an autonobile would
be made with great care, the sane does not hold true when
one chooses a retail outlet in which to buy notor oil, for

i nstance, or when one sel ects an establishnment to have a
car's motor oil changed. Thus, we are not persuaded that
the selection of the service provider would necessarily be
made with care; certainly the purchasers of such services,
aut onobi | e owners, woul d not be regarded as sophi sti cat ed.
Menbers of the general public are not likely to carefully
exam ne the differences between the marks PIT CREWand YOUR
OMN PERSONAL PIT CREW and expl ore whet her the marks
indicate different sources of the services. Rather, as we
stated previously, if they take note of the differences in
the marks at all, they will sinply assune that they both
indicate that the respective services emanate froma single
sour ce.

Wth respect to the factor of fane, applicant has
stated that it believes that its mark "has becone
distinctive of Applicant's services through Applicant's
substantially exclusive and continuous use thereof in
comerce for the past years [since 1999]." Brief, p. 5.
Thi s | anguage, which is used to claimacquired

distinctiveness in order to obtain a registration pursuant

13
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to Section 2(f) of the Trademark Act, is inapposite here,
where regi stration has not been refused on the ground that
applicant's mark is merely descriptive. A Section 2(f)

cl aim cannot be used to overcone a refusal based on

| i kel i hood of confusion under Section 2(d) of the Act. In
any event, the duPont factor refers to "the fame of the
prior mark," not the fame of the mark applicant seeks to
register. As in nost ex parte situations, we have no
evidence as to the fame of the cited mark. Thus, this
factor is neutral.

Applicant also asserts that it has been using the mark
YOUR OAN PERSONAL PIT CREW"for the past years" w thout any
actual confusion between it and the mark PIT CREW Brief,
p. 5. However, applicant has not provided any evidence
about the extent of its use, so we cannot ascertain whether
there has been an opportunity for confusion to occur if it
were likely to occur. Moreover, we do not know what the
registrant's experience as to confusion nay be. Thus, we
cannot view this factor as favoring applicant.

In conclusion, we find that, upon a review of the
rel evant duPont factors, the Ofice has net its burden of
proving that confusion is likely between applicant's mark

as used in connection with its identified services and the

14
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cited registration. Accordingly, the refusal is affirnmed
on this ground.

Decision: The refusal on the ground of |ikelihood of
confusion is affirmed with respect to the application in
Cl asses 35 and 37; the requirenent for speci mens show ng
use of the mark in connection with the Cass 35 services is
affirnmed; and the requirenent for specinmens show ng use of

the mark as depicted in the drawing is reversed.

15



