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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 78027603
Serial No. 78027605

Any J. Benjam n of Darby & Darby, P.C for Sharadha Terry
Products Limted.

Fl orentina Bl andu, Trademark Exam ning Attorney, Law Ofice
112 (Janice O Lear, Managi ng Attorney).

Bef ore Chaprman, Holtzman and Zervas, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:

The two applications involved herein were filed on
Sept enber 25, 2000, by Sharadha Terry Products Limted (a
corporation of India) to register on the Principal Register?

the mark (shown bel ow)

! The Board granted applicant’'s notion (filed Septenber 8, 2004)
to consolidate these two applications in an order dated Septenber
9, 2004.

2 In both applications, applicant filed on February 18, 2002 (via
certificate of mailing), an anendnent seeking registration on the
Suppl enent al Regi ster. However, on Septenber 26, 2002 (via
certificate of mailing), applicant filed a withdrawal of its
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for “towels and other textile piece goods” in International
Class 24 (Serial No. 78027603) and “bat hrobes” in
International C ass 25 (Serial No. 78027605). Application
Serial No. 78027603 is based on applicant’s clained date of
first use and first use in comerce of Novenber 1, 1999.°3
Li kewi se, application Serial No. 78027605 is based on
applicant’s clained date of first use and first use in

commerce of Novenmber 1, 1999.°%

anmendnent to the Suppl enental Register in each application.

Al t hough the Examining Attorney did not specifically acknow edge
applicant’s request to withdraw its previous anendnent to the
Suppl enmental Register in either application (it would have been
the better practice), nonetheless, it is not necessary for the
Examining Attorney to do so. Applicant’s request to withdrawits
anendnent to seek registration on the Suppl enental Register is

cl ear and unequivocal in both applications. Thus, the issue of
the registrability of the mark on the Suppl enental Register is
not before the Board in either of these two applications.

% Application Serial No. 78027603 was originally also based on
Section 44(d) of the Trademark Act, 15 U S.C. 81126(d). However,
in applicant’s response filed July 5, 2001 (via certificate of
mai | i ng), applicant requested that its Section 44(d) filing basis
be renoved and applicant stated that it seeks registration only
under Section 1(a) of the Trademark Act, 15 U.S.C §1051(a).

“ Applicant included in its July 5 2001 response in application
Serial No. 78027605, a request for renoval of the Section 44(d)
basis of the application, despite the fact that there was no such
basis in the application. The second basis listed in this
application was applicant’s assertion of a bona fide intention to
use the mark in comerce under Section 1(b) of the Trademark Act,
15 U. S.C. 81051(b). The Exami ning Attorney nonethel ess accepted
the renoval of the Section 44(d) basis. Trademark Rule
2.34(b)(1) provides, in relevant part, that “the applicant nay
not claimboth sections 1(a) and 1(b) for the identical goods or
services in the sane application.” In view of this rule and
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In applicant’s response (filed July 5, 2001--via
certificate of mailing) in both application files,
applicant anmended its drawing to M CRO COTTON (in standard
character forn.

In application Serial No. 78027603 the goods were
ultimately anmended to read as foll ows:

“bath linen, bath mats, bed bl ankets,
bed Iinen, bed sheets, bed spreads,

cl ot h napkins for renoving nmake-up
curtains, covers for cushions,
doormat s, duvet covers, duvets,

ei derdowns [sic] quilts, golf towels,
handker chi efs, kitchen towels,
househol d linen, pillow cases, quilts,
tabl e covers, table |inens, table mats,
tea towels, textile napkins, textile
pl ace mats, textile wall hangi ngs,
towel s, wash cloths and w ndow
curtains” in International C ass 24;
and

“aprons, bathing caps, bathing suits,
bat hi ng trunks, bathrobes, beach cover-
ups, beachwear, bibs, blazers, blouses,
briefs, foul weather gears, gloves,
headwear, hoods, mttens, nuffs,
neckerchiefs, night shirts, night wears
[sic], pants, polo shirts, robes,
shawl s, shirts, shorts, socks,

because application Serial No. 78027605 includes only one item of
goods -- “bat hrobes,” the Board presunes that applicant sought to
renove the Section 1(b) basis for application Serial No.

78027605. Both applications are based solely on Section 1(a) of
the Trademark Act.

(Al t hough application Serial No. 78027605 originally included
both Section 1(a) and Section 1(b) as bases therefor, applicant
filed a specinmen with the original application, which the
Exami ni ng Attorney found unacceptable and required a substitute
speci nen. The substitute speci men acconpanyi ng applicant’s July
5, 2001 response was accepted by the Examining Attorney in her
O fice action dated January 14, 2002.)
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st ocki ngs, sweat bands, sw maear,
trousers, underwear” in Internationa
Class 25.°
The Exam ning Attorney has refused registration in
each application under Sections 1, 2, and 45 of the
Trademark Act, 15 U. S.C. 881051, 1052, and 1127, on the
basis that applicant’s mark, M CRO COTTON, does not
function as a trademark because it “is generic for a
particular type of fabric and it does not identify or
di stingui sh the goods of applicant fromthose of others..”
(Final Ofice action dated Cctober 14, 2003, p. 2.)
When the Examining Attorney made final the refusal to
regi ster the proposed mark for failure to function as a
trademar k, applicant appealed in each application to the
Board.® Briefs have been filed, and applicant did not
request an oral hearing.
The Exam ning Attorney’s position essentially is that
“applicant’s mark fails to function as a mark because it

descri bes what the goods are nmade of, nanely, mcro cotton

[a] termwhich is widely recognized in the industry to be a

® The Board notes that application Serial No. 78027605 for

“bat hrobes” is not a duplicate of Serial No 78027603 (which

i ncludes “bathrobes” in the identification of goods) because the
identifications of goods are not the sane.

® The Exanmining Attorney had also finally refused registration
under Section 2(a) of the Trademark Act, 15 U.S.C. 81052(a), in
both applications. She withdrew that refusal in her July 22,
2004 denials of applicant’s requests for reconsideration. Thus,
that issue is not before the Board in either application.
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type of material.” (Brief, unnunbered page 3.) As she
stated in her brief (unnunbered page 3): “The generic term
for the type of fabric used in applicant’s goods is mcro
cotton and the exam ning attorney subm tted overwhel m ng
evidence to show that the termin question is generic for a
type of fabric. ... The consunmers perceive the termmcro
cotton as a type of fabric and not as a trademark.”

In support of the refusal to register, the Exam ning
Attorney submitted (i) printouts of several excerpted
stories retrieved fromthe Nexis database; (ii) printouts
fromseveral Internet web sites; and (iii) printouts of the
results of sone Google searches showing lists of “hits.”

Applicant essentially contends that its mark i s not
generic for the goods, but rather "is suggestive of the
soft, luxurious quality” of applicant’s goods (brief, p.

9); that “the generic termfor the type of fabric used in
Applicant’s Goods is ‘low twi st cotton’” (brief, p. 9);
that the Exam ning Attorney has not net her burden of proof
to establish by clear evidence that the termis generic for
t he invol ved goods; that the several third-party

regi strations and one third-party application properly
submtted into the record by applicant “denonstrate a
pattern of allow ng registration of M CRO fornmative marks,

including those |ike Applicant’s Mark that comnmbi ne M CRO
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with the generic nane of a fabric, e.g., M CROANOL

[ Regi stration No. 1726690, now expired], M CROSILK

[ Regi stration No. 2239121, ‘silk’ disclainmd], M CROSUEDE
[ Regi stration Nos. 1913379 and 2360607], M CRO FELT

[ Regi stration No. 2793385, ‘felt’ disclained].” (brief, p.
13); that applicant’s mark, M CRO COTTON, functions as a
trademark; and that doubt is resolved in applicant’s favor.

In support of its position, applicant submtted, inter
alia, (i) printouts of pages fromseveral third-party web
sites; (ii) printouts of pages from searches of the patent
dat abase of the USPTO (iii) letters fromexperts in the
fiber and textile industry (Marylyn Goutmann and W1 Iliam
Oxenham); (iv) the declaration of one of applicant’s
custoners (Keith R Sorgeloos); (iv) printouts of several
third-party registrations and one application; and (vi)
copies of letters fromthird parties agreeing to cease use
of applicant’s mark M CRO COTTON.

There are three prelimnary evidentiary matters we
must address. First, applicant argues (brief, p. 19) that
all of the printouts of pages fromweb sites and printouts
of Goggle search list hits submtted by the Exam ning
Attorney which refer to use outside the United States
shoul d not be given any weight as they are not relevant to

how the U. S. consum ng public views the mark.
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The Exam ning Attorney argues that the web sites
deriving fromforeign sources should be given the sane
wei ght as evidence fromU. S. sources because the Internet
knows no boundaries and the Board accepted foreign sources
inlnre Remacle, 66 USPQRd 1222 (TTAB 2002).

In the Renmacl e case, the Board nade clear that foreign
sources have |limted evidentiary value in establishing
purchaser perception in the United States; and that “in
particul ar situations” and involving “professionals in
medi ci ne, engi neering, conputers, teleconmunications..

i nferences regarding accessibility and famliarity with
foreign publications may be made. Unlike the Renmacl e case,
in the applications now before us applicant’s goods are
various itens of clothing, linen, and other textile
househol d itens offered for sale to the general public.
That is, there is nothing involved in the applications now
before us, which justifies an extension of the Board's
consideration of foreign materials as discussed in the
Remacl e case. Thus, while the foreign uses are properly of
record, their probative value is quite limted.

Second, applicant specifically referred to the Google
lists of search results as containing (i) duplicative
information with the web sites that the Exam ning Attorney

did submt in printout form and (ii) non-uses of M CRO
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COTTON. Applicant noted that if not specifically relied on
by the Exam ning Attorney, applicant did not individually
check any of the CGoogle search listed sites because the web
sites may be inactive. (Brief, p. 19, footnote 14.) This
type of evidence (a Google search “hit” list) is
adm ssi ble. However, its probative value is limted and
evi dence of use of a termor phrase in headings or content
on individual web sites has far greater probative val ue.
See Inre Fitch IBCA Inc., 64 USPQ2d 1058 (TTAB 2002).
Third, applicant offered new evidence with its brief
on the case. See Trademark Rule 2.142(d). Specifically,
applicant submtted (i) the full-text of one Nexis database
article that the Exam ning Attorney had submtted in
excerpt form (brief, p. 16, footnote 13), and (ii)
addi tional pages fromweb sites fromwhich the Exam ning
Attorney had initially nmade ot her pages of record (brief,
pp. 20--footnote 15, 21, 23). Applicant argues that all of
the new evidence is adm ssible on appeal, citing In re Bed
& Breakfast Registry, 791 F.2d 157, 229 USPQ 818, 820 (Fed.
Cir. 1986). The full-text article of which an excerpt had
been made of record by the Exam ning Attorney is

adm ssi bl e. However, we decline to extend the Bed &

Breakfast Registry case to enconpass applicant’s (or an

Exam ning Attorney’s) subm ssion of additional pages from
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web sites after appeal. This situation is quite different
fromand involves a different source than that of Nexis
dat abase articles. The transitory or changi ng nature of
websites (i.e., Internet postings may be nodified or
deleted at any tine) is not anal ogous to the printout in
full format of a story previously submtted in excerpted
format froma printed publication. See In re Trans
Continental Records Inc., 62 USPQ2d 1541, footnote 2 (TTAB
2002). W have considered applicant’s full-text Nexis

dat abase article, but we have not considered applicant’s
subm ssion of additional pages fromweb sites.

Tuning now to the nerits of these consolidated cases,
we begin by clarifying that although the Exam ning Attorney
refused regi stration under Sections 1, 2 and 45 of the
Trademark Act (failure to function as a mark), it is clear
that she was refusing registration of the applied-for mark
as the generic nanme of the fabric used to nmake the invol ved
goods. W will determ ne these cases based on an anal ysis
of whether the phrase M CRO COTTON is generic for the
i nvol ved goods in International C asses 24 and 25.

The test for determ ning whether a designation is
generic, as used in connection with the goods or services
in an application, turns upon how the termor phrase is

perceived by the relevant public. See Loglan Institute
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Inc. v. Logical Language G oup, Inc., 962 F.2d 1038, 22
USPd 1531 (Fed. G r. 1992). Determ ning whether an
alleged mark is generic involves a two-step analysis: (1)
what is the genus of the goods or services in question? and
(2) is the termsought to be regi stered understood by the
rel evant public primarily to refer to that genus of goods
or services? See In re The American Fertility Society, 188
F.3d 1341, 51 USPQ2d 1832 (Fed. Gr. 1999); and H Marvin
G nn Corporation v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. G r. 1986).
As noted earlier, “the correct legal test for genericness,
as set forth in Marvin G nn, supra, requires evidence of
‘the genus of goods or services at issue’ and the

under standing by the general public that the mark refers
primarily to ‘that genus of goods or services.’” American
Fertility Society, supra.

The Exam ning Attorney bears the burden of proving
that the proposed mark is generic, and genericness nust be
denonstrated through “clear evidence.” See In re Merril
Lynch, Pierce, Fenner, & Smth, Inc., 828 F.2d 1567, 4
UsP2d 1141, 1143 (Fed. Cir. 1987); and In re Anal og
Devices Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, unpubl’d,
but appearing at 10 USPQ2d 1879 (Fed. G r. 1989). The

evi dence of the relevant public’' s perception of a termor

10
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phrase may be acquired from any conpetent source, including
newspapers, magazi nes, dictionaries, catal ogs and ot her
publications. See Magic Wand Inc. v. RDB Inc., 940 F.2d
638, 19 USPQ2d 1551 (Fed. Gr. 1991); and In re Leatherman
Tool Goup, Inc., 32 USPQ2d 1443 (TTAB 1994), citing In re
Nort hl and Al um num Products, Inc., 777 F.2d 1566, 227 USPQ
961 (Fed. Gr. 1985).

In these cases, the Exam ning Attorney has submtted
evi dence whi ch shows m xed uses of the term“M CRO COTTON.”
There are a few uses that appear to be generic uses of the
term“mcro cotton” for a fabric. But, as pointed out by
applicant, nost of the Exam ning Attorney’ s evidence either
refers to applicant’s goods sold under its M CRO COTTON
trademark, or shows that the term“mcro cotton” does not
exi st as an industry term or the uses of the two words do
not relate to the use in the context of these applications,
or the uses are msuses of the term Exanples of the
Exam ning Attorney’s evidence fromthird-party web sites
and excerpted stories retrieved fromthe Nexis database are
reproduced bel ow (enphasi s added):

Headl ine: Prem ere Vision Takes Turn
Into Sportier Directions...

..One of Erba’s best sellers is the
chanbray or ribbed col or-woven mcro

cotton. “It’s a new hand and it’'s very
hard to weave so not everybody can do

11
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it,” ... “Daily News Record,” Cctober
5, 1993;

Headl i ne: Teens and Online Shoppi ng
Don't dick...

..He was frustrated by nmany col or and
textile descriptions: “These fancy
names nmean nothing to me. Wat’s
mcro-cotton? If they' d use laynmen' s
ternms |like ‘lightweight cotton’ or
‘W ndbreaker material,” 1'd have a
better idea of what |’ m buying.”
“USA Today,” Septenber 7, 1999;

Headline: New Mcros to Debut at Yarn
Fair...

.In addition to being shown in

Cyanam d’s booth, M croSuprene wll be
di spl ayed by three other Yarn Fair

exhi bitors: National Spinning;

Ri chnond; and Harri et Henderson, which
is showi ng an 80/20 m cro/cotton bl end
that is air-jet spun. ... “Daily News
Record,” August 13, 1991;

Headline: Mcros Can Gve Men’s Big
Boost; Use of Mcrofibers in Men's
Appar el

.Mcrofibers are, of course, man-nade
fibers. There is no mcro cotton, wool
or even silk. Mcrofibers are the
finest fibers nade—by agreed
definition, |ess than one denier per
filament.

..He is using 100 percent poly mcro
fabrics fromMIIliken and soon from
Burlington, he said, and poly

m cro/ cotton blends from Japan and
Germany. ...“Daily News Record,”
Novenber 20, 1990;

Headl i ne: The Soft Suitor, Leading
Trend In Menswear Takes on Softer Feel
..(Color) Trent Scull nodels a three-
button suit and shirt form Ernenegil do
Zenga' s Soft collection (above and top)
the glen plaid suit is $975, and the

12
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cotton mcro-dot shirt is $140 at
Boston’s of Menphis. *“The Commrerci al
Appeal (Menphis),” COctober 23, 1994;

Headl i ne: Enbel lishnents, Fabrics
Maki ng Fall Fashi on Fun Again
....Sweaters are showing up with
interesting treatnments in conbinations
of cotton, rayon and mcro-fibers. The
mcro-fibers help the sweaters hold
their shape... “The Post and Courier
(Charl eston, SC),” August 29, 1999;

Headl i ne: The Handyman: Space- age
Marvel s Come Down to Earth at Chicago
Housewar es Show

Anot her space-age product was the C ean
Touch Plus, an anti-bacterial wash
cloth by the Dai kyo/Palt G oup of
Japan... This light blue cloth has ultra
fine copper mcro fibers enbedded in
the cotton and rayon fabric. The
copper nesh disrupts the nol ecul ar

bal ance of bacteria... “The Detroit
News,” January 17, 1998,

New Hotel Coll ection

The Hotel mcro cotton towel s boast
softness and are nost absorbent.
www. t ouchof cott on. com

Hotel Coll ection

An affordable [uxury brand for the
home, offering exceptional quality and
val ue. Hotel Collection features 460-
and 600-count sheets, nmicro-cotton
towel s, cashnere throws, ..

www. f eder at ed-fds. com

Wel conme t o Doubl eber ger

M cro-Cotton Six-Piece Towel Set

..They are nmade from m cro-cotton which
uses the world s finest conmbed cotton...
www. doubl eber ger. com

13
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Honme Textil es Today

It is also showi ng m crocotton bath
mats and throws as well as an accessory
product in devel opnent for next

mar ket ...

“We'’re al so working on mcro cotton
sheeting and bl ankets,” said Keith

Sor gel oos, president.

www. honet ext i | est oday. com ’

Paddl i ng. net Store

Putty Hat

This Low Profile Water Repellant Cap is
made of a soft, mcro-cotton
performance twll.

www. paddl i ng. net; and

Senator Zell Mller

Press Rel ease

MIler, deland Back Georgia farners
Wth Over $15 MIlion in Federa
Fundi ng requests for Georgia

Agricul ture

$7 mllion for Agricultural research at

t he University of Georgia, including:

...$1 mllion for a Mcro Cotton G n

Facility for the inprovenent of cotton

fiber quality...

www. m | | er. senate. gov;

It is clear fromthe record that the overwhel m ng

majority of the evidence of record does not show generic
use of the words “mcro cotton” to refer to a type of

fabric. As applicant has expl ai ned, numerous references

" Applicant points out that this web site page was a reprinted
Cct ober 15, 2001 article, and that M. Sorgel oos cane to
understand that the generic nanme is “lowtw st cotton” as

evi denced by, inter alia, his March 18, 2004 decl aration
(discussed nore fully infra) in which he avers, inter alia, that
M CRO COTTON is not a type of fabric, but is applicant’s
trademark, and is so recognized in the industry and by consuners.

14



Ser. Nos. 78027603 and 78027605

are to applicant and its goods sold under the trademark

M CRO COTTON (e.g., doubl eberger.com touchofcotton.com
federated-fds.com, while other uses are sinply irrel evant
as they do not refer to “mcro cotton” in the context of a
fabric or goods such as applicant’s nmade fromfabric (e.qg.,
“mcro/cotton” referencing a bl ended m crofiber and cotton,
“mcro fibers enbedded in the cotton,” and “M cro Cotton
Gn Facility”).

Appl i cant contends that the few sporadi c m suses of
its trademark M CRO COTTON (presumably by the media and by
web site designers), does not neet the burden of proof
required to establish that an applied-for mark is generic.

As expl ai ned previously, our primary review ng Court,
the Court of Appeals for the Federal Circuit, has held that
the burden of establishing genericness of a termor a whole
phrase rests with the Ofice and that the show ng nust be
based on clear evidence. See In re Merrill Lynch, supra, 4
USPQ2d at 1143; and In re The Anerican Fertility Society,
supra, 51 USPQ2d at 1835. Because the record before us
shows varied uses of the phrase “M CRO COTTON,” we find
that there is insufficient clear evidence that the phrase
M CRO COTTON is the generic termfor a type of fabric used
to make applicant’s various itens of clothing, |inens and

other textile items. The Exam ning Attorney’s evidence

15
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sinply does not establish that the phrase M CRO COTTON i s
generic for the genus of the type of fabric used to nake
applicant’s invol ved goods.

Wth regard to the second prong of the genericness
test, the evidence of record as to how the rel evant
purchasers (the general public) would perceive this phrase
inrelation to applicant’s identified goods is again m xed.
While there are a few generic uses of the phrase for a type
of fabric, sone of the Exam ning Attorney’ s exanpl es of
purportedly generic use actually refer to applicant’s goods
and show the words capitalized. Sone are apparent m suses
of the words M CRO COTTON by third-party web designers or
journalists.

Mor eover, applicant has submtted significant evidence
inrebuttal. This evidence includes the following: (i) a
letter from Associ ate Professor of Textile Technol ogy at
Phi | adel phia University, Marylyn Goutnmann (33 years with
the University), stating, inter alia, that “Mcro is not a
generic classification of cotton and the prefix is not used
as a descriptive [tern] for cotton fibers in the sanme way
that it is used for manufactured fibers. ... There is just
not a mcro cotton.”; (ii) aletter fromWIIiam Oxenham
the Abel C. Lineberger Professor and Associ ate Dean,

Academ c Prograns, North Carolina State University (he has

16
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publ i shed over 120 papers on fiber and textile technol ogy),
in which he states, inter alia, “*Mcro Cotton’ is an
adopt ed phrase used by [applicant].. ...It is thus apparent
to me that the termnology ‘Mcro Cotton’ is a marketing
name and has no neaning in terns of the variety or quality
of the cotton fiber.”; (iii) the declaration of Keith R
Sor gel oos, president and CEO of Hone Source Internationa
(wth this conpany for 5 years, the conpany is one of
applicant’s custoners), in which he avers, inter alia, that
“I amnot aware of any type of cotton know [sic] as ‘mcro
cotton’ ... Based on ny experience in the industry, | believe
that M CRO COTTON is viewed as a brand nanme or
trademark...”; and (iv) the search results from various
i ndustry web sites (e.g., the web sites of “fiber source,”
“Cotton Incorporated,” “National Cotton Council of
Anmerica,” and “Cotton Council International”) and a patent
search of USPTO patent records, all showi ng that the phrase
M CRO COTTON is not the nane of a type of fiber or fabric
as “no mat ches” were found.

The Exam ning Attorney has not established that the
rel evant purchasing public would perceive the phrase M CRO
COITON as the nane of the fabric used to make applicant’s

various clothing and other textile itens.

17
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In considering the records of these two applications
we find that the Exam ning Attorney has not established a
prima facie show ng that the phrase M CRO COTTON i s generic
inrelation to applicant’s identified goods.

Decision: The refusal to register under Sections 1,
2, and 45 of the Trademark Act on the basis that the mark
is generic and does not function as a trademark is reversed
in both applications. However, neither application wll be
forwarded to publication absent subm ssion and entry of
applicant’s disclainmer of the generic word “cotton.”
Applicant is allowed until thirty days fromthe date of
this decision to submt to the Board a disclainer (in
proper form of the word “cotton” in either or both
applications. Once the disclainmer(s) is(are) entered, then

the application(s) shall proceed to publication.
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