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Bef ore Seeherman, Walters and Bucher, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Jo Ann T. Meany seeks registration on the Principal
Regi ster for the mark WE' LL SEE for advisory or consulting
services.! The sole subject of this appeal is the refusal
of the Trademark Exam ning Attorney to register the
proposed mark on the ground that applicant has failed to
propose an acceptable recitation of services, and

furthernore, that the | atest proposed anendnent al so

! Application Serial No. 78038371 was filed on Decenber 8,
2000 based upon applicant’s allegation of a bona fide intention
to use the mark in conmerce.
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exceeds the scope of the recitation of services as it was
set forth in the application at the tine of filing.

Bot h applicant and the Trademark Exam ni ng Attorney
have fully briefed this case but applicant did not request
an oral hearing.

As filed, the services were recited as foll ows:

Advi sory Services, nanely for; dates,
appoi nt ments, neetings, excursions,
occassi ons [sic], happenings, rendevous
[sic], escapades, undertakings, and the
li ke.

The originally-assi gned Trademark Exam ni ng Attorney
found the recitation unacceptable as indefinite, and asked
for additional information to hel p derive an acceptabl e
recitation of services and to ensure correct classification
of the services. Applicant responded with the foll ow ng

anendnent :

Comruni cation(s) with Cients and
prospective Cients, in person, through
phone di scussion(s), instant nessage(s), E
Mail (s), fax(s) [sic] mail and the like, to
consi der and review prospective dates,
appoi nt ments, neetings, excursions,

occasi ons, happeni ngs, rendevous [sic],
escapades, undertakings, and the like, as
wel | as stationary [sic], advertising, and
literature, nanely, calendars, greeting
cards, invitations, photographs, posters,
brochures, and ot her such goods.
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The newl y-assi gned Trademark Exam ning Attorney
reviewed the anended recitation and concl uded that perhaps
applicant was involved in sonme kind of “consultation
services” but found the newrecitation still to be
indefinite. She asked for “sinple, specific descriptions
of the activities engaged [sic] by the applicant for the
benefit of its [sic] custonmers” as well as nore information
“about the use, the primary industries of use and how t he

service functions She al so refused to accept the

| atter portion of the anended recitation (e.g., “stationary
[sic], advertising, and literature, nanely, cal endars,
greeting cards, invitations, photographs, posters,
brochures, and ot her such goods”) as bei ng beyond the scope
of the original recitation of services.

Appl i cant responded with yet another anended
recitation of services, twice deleting the offendi ng words
“and the like” fromthe prior iteration while adding the

new wor di ng hi ghli ghted bel ow.

Consul ti ng services by way of

comuni cation(s) with dients and
prospective Cients, in person, through
phone di scussions(s), instant nessage(s), E
Mail (s), fax(s) mail and the like, to
consi der and review prospective dates,
appoi nt nents, neetings, excursions,

occasi ons, happeni ngs, rendevous [sic],
escapades, undertakings, and the |like, as
wel|l as stationary [sic], advertising, and
literature, nanely, calendars, greeting
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cards, invitations, photographs, posters,
brochures, and other such goods resulting
t herefrom

In her final refusal to register, the Trademark
Exam ning Attorney argued that the nature of applicant’s
services were still unclear given the indefinite wording of
the recitation as proposed. Drawi ng on the Trademark

Acceptabl e lIdentification Goods & Services Manual, she did

propose sonething like the following, if accurate:

Conci erge services for others conprising
maki ng requested personal arrangenents and
reservations and providing custoner-specific
information to neet individual needs
rendered together in a [indicate

envi ronnent, e.g., apartnent conpl ex,

busi ness conference, shopping center, etc.],
in International C ass 45.

The Trademark Exami ning Attorney al so restated her
refusal to register on the ground that the recurring
|l isting of goods exceeds the original scope of the services
in the application papers as filed.

In the appeal brief, applicant argues that the
proposed wording is clear and nost definite — that
applicant is involved in appropriately-recited consulting

servi ces:

The recitation of services is now acceptable
and definite. Consulting services are what
are being provided by Applicant — that is
nost definite.
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Those Consulting services are acconplished
by various forns of conmuni cation between
Applicant and its clients and prospective
clients. Phone, E Mails, Faxs [sic], and
mail are all clear english [sic] and
accepted fornms of conmmunication. As such
they are clear and definite.

The recitation of services continues by
defining the kinds of subject matter for

whi ch Applicant consults; such as -- dates,
appoi nt ments, neetings, occasions,

happeni ngs, rendevous [sic], escapades..” and
undertakings --. Here again plain english
[sic] and nost definite.

The recitation of services to be even nore
definite further defines the types of itens
that the consulting services m ght suggest
as a result of the consultation as being
hel pful to the custoner. Itens such as --
stationary [sic], advertising and
literature, calendars, greeting cards,
invitations, photographs, posters,
brochures, and ot her such goods — conprise a
recitation of those suggested types of
itenms. All such itens conprising
recommendations to the custonmer as a result
of the consultation [sic].

The | ast words of the recitation of services
shoul d not be overl ooked “resulting
therefroni which in common english [sic]
refers back to the consulting services and
is nost defintie [sic].

From the above it shoul d be apparent that
the Recitation of Services refers only to
consulting services and in a nost definite
manner recites how the consultations may
occur, what the consultation nay concerns
[sic] and the nature of the results of the
consul tati ons by way of possible
reconmendat i ons.
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CONCLUSI ON

As such, and in view of the above conments,
the FINAL requirenent to clarify and nake
nore definite should be withdrawn and the
Application to Register paased [sic] to
publication and registration.

(Applicant’s appeal brief, pp. 2 and 3)

Anmong ot her conplaints, the Trademark Exam ni ng
Attorney argues that nowhere has applicant provided the
field(s) in which applicant’s consulting services are
provi ded. She also notes that a specific listing of goods
resulting fromthe advisory or consulting services cannot
be added to the original recitation of services,
not wi t hst andi ng t he vagueness of the original description.

Despite a thorough review of this application file, we
are still puzzling over what services applicant intends to
provi de. Perhaps the Trademark Exam ning Attorney has
guessed correctly that applicant’s services should be
described as sonme form of personal concierge or conveni ence
services. If so, it is unfortunate that applicant failed
to accept this recitation or to propose a correct
nodi fication of sonething understandable and definite in
its place. On the other hand, in the event that applicant

is providing “consulting services,” the field(s) in which
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the consultation is taking place is (are) critical.? This
is required in determ ning the appropriate channel s of
trade (e.g., in any likelihood of confusion analysis
involving this mark) and in deciding upon the correct
International Cl ass(es) of services for which applicant
woul d be seeking a registration.

G ven all the uncertainty surrounding this
application, we do wish that applicant’s counsel had
subm tted sanples of advertisenents, pronotional naterials
or even a rough business plan, so that the Trademark
Exam ni ng Attorney coul d have assisted applicant in
deriving an acceptable recitation of services, or that
applicant’s counsel would had placed a call to the
Trademar k Exam ning Attorney so that the two of them could
have worked out together a definite and clear recitation of
servi ces.

Additionally, while this application is anything but a
nodel of clarity in drafting, applicant’s listing of
docunents ‘resulting from the consulting services could
wel | be seen as unnecessary verbiage that is nonethel ess
further defining the nature of the services. On the other

hand, to the extent that these specifically-enunerated

2 Al though it seens clear that the seriatimlisting of all of
the forns of communication applicant uses are totally irrelevant.
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types of docunents (like stationery and brochures) are
viewed as goods in trade (classified in International C ass
16), they clearly would not be within the scope of the

original recitation of *“advisory services.”

Decision: The refusal to register based upon
applicant’s failure to propose an acceptable recitation of

services is hereby affirned.



