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Qpi nion by Drost, Admi nistrative Trademark Judge:

On Decenber 29, 2000, Jay WI kinson (applicant)
applied to register the mark DIG TAL IM5, in typed form on
the Principal Register for services ultimately identified
as follows:

Busi ness nanagenent services, nanely, managi ng and

or gani zi ng dat abases containing information on

enpl oyees, custoners, vendors, tinme card systens,

schedul i ng and pl anni ng, conpany news and infornmation;
managi ng and organi zi ng records and docunentation for
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ot hers, including |ISO docunentation; business

managenent, nanely, nmanagi ng and organi zi ng

adm nistrative systens for others in Internationa

Class 35 and

Comput er software design, installation and

mai nt enance, nanely, design, installation and

mai nt enance of software applications used for database

managenent and software applications used to nanage

dat abase information online utilizing the internet,
intranets, extranets and other rel ated nodes of

el ectroni c communi cation, for others; conputer

services, nanely, designing, maintaining and hosting

web sites for others in International C ass 42.

VWhile the application (Serial No. 78041013) was
originally based on an allegation of a bona fide intention
to use the mark in commerce, on Cctober 11, 2002, applicant
filed an anendnment to allege use. The anendnent all eged
that applicant first used the mark anywhere and in comrerce
in January 2001.

The exanining attorney! refused to register applicant’s
mark on the ground that the mark was nerely descriptive
under Section 2(e)(1l) of the Trademark Act, 15 U S. C.

8§ 1052(e) (1), because it “describes a feature of the
services with which applicant uses the mark, nanely,
i nformati on and data managenent through digital information

managenment systens.” Examning Attorney’s Brief at 12.

Applicant, on the other hand, submts that DIG TAL | M5

! The current exam ning attorney was not the original exanining
attorney in this case.
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“requires significant inmagination on the consuner’s part to
cull a direct nessage fromthe mark about the nature of the
applicant’ s busi ness nanagenent, conputer software design
and web site services.” Applicant’s Brief at 4 (internal
guotation marks omtted).

After the exam ning attorney nmade the refusal final
appl i cant appealed to this board.

For a mark to be nerely descriptive, it nust
i mredi atel y convey know edge of the ingredients, qualities,

or characteristics of the goods or services. 1In re Gyulay,

820 F.2d 1216, 3 USPRd 1009, 1009 (Fed. Cir. 1987); In re

Qui k- Print Copy Shops, Inc., 616 F.2d 523, 205 USPQ 505,

507 (CCPA 1980). Courts have long held that to be “nerely
descriptive,” a termneed only describe a single
significant quality or property of the goods or services.

Gyul ay, 3 USPQ2d at 1009; Meehanite Metal Corp. v.

International N ckel Co., 262 F.2d 806, 120 USPQ 293, 294

(CCPA 1959). Descriptiveness of a mark i s not considered
in the abstract, but in relation to the particular goods or

services for which registration is sought. 1In re Abcor

Dev. Corp., 588 F.2d 811, 200 USPQ 215, 218 (CCPA 1978).

We begin our analysis by first clarifying the record.
W note that the application as filed contained a

disclaimer of the term*®“digital.” 1In the first Ofice
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action, the exam ning attorney refused registration on the
ground that the mark was nerely descriptive of the
services. The exam ning attorney argued and submitted
evidence that the letters M stood for “information
managenent system” In his response, applicant did not
agree. However, applicant admtted that the letters stood
for “integrated marketing solutions,” which applicant

i ndi cated “may be descriptive of other services applicant
provi des.” Response dated Decenber 31, 2001 at 2.
Therefore, applicant disclained the letters IMSin his
response. Applicant has consistently maintained that he
has disclained the letters IMS. See Reply Brief at 1
(“Applicant has disclainmed I M5, and has naintai ned that
position in all of its argunents before the Exam ning
Attorney... The Applicant does not dispute that I M
describes certain elenents of his services (though not by
reference to the words the Exam ning Attorney continues to
reference). This fact does not matter. Applicant has
disclained | Ms. ")

Regarding the disclainmer of the term*®“digital,” the
exam ning attorney in her brief noted that “[p]resunmably,
the applicant intended to wi thdraw the disclainer of the
term DIA TAL, as the basis for the applicant’s appeal is

his argunment that the term DIGA TAL is not descriptive.”
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Exam ning Attorney’s Brief at 6. W agree with the
exam ning attorney that applicant nust have w thdrawn the
original disclainmer. During the prosecution, no nention
was made of this disclainer until the new exam ning
attorney in her brief pointed out the inconsistency of
disclaimng all the terns in the mark and therefore
theori zing that the disclainmer was w thdrawn.

W now begin our analysis of whether applicant’s mark
DDA TAL IMS is nerely descriptive of applicant’s identified
services. As noted above, applicant has disclained the
term | M5, although applicant and the exam ning attorney
have different theories as to the neaning of the term
Applicant argues that the term neans “integrated marketing
sol utions” (Response dated January 2, 2002 at 2) and the
exam ning attorney maintains that it neans “information
managenment systenf (Exam ning Attorney Brief at 6). The
exanm ning attorney included a |ist froman acronym
dictionary that identified “informati on nmanagenent systent
as one of the neanings of the abbreviation |IMs.
“Integrated marketing solutions” was not |isted as a
recogni zed neani ng.

The exam ning attorney also included printouts, a
sanpl e of which are set out below, to showthat the term

“informati on managenent systeni is used descriptively to
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refer to “managi ng databases of information and conputer
software used [to] manage database information.” Ofice
Action dated July 3, 2001 at 2.

Nat han & Lewi s conbi nes producer and client “friendly”
i nformati on managenent systens, a full array of
products and services and conpetitive conpensation to
create a | ogical and conprehensive strategy for
pronoti ng grow h of your independent financial

servi ces busi ness.

Fi nanci al Pl anning, June 1, 2001.

The answer is yes. In particular, the uptake of

el ectronic informati on nanagenent systens is rising
dramatically.

Contract Journal, My 16, 2001.

MedPl us is a provider of information nmanagenent
systens for health care organizations.
ABI /I NFORM May 7, 2001.

Arlington Public Schools will spend about $459, 000 to
conplete installation of a conputerized student

i nformati on managenent systemthat has been piloted in
several county school s.

Washi ngt on Post, May 3, 2001.

The reduction was part of an efficiency drive and the
advent of information nanagenent systens nmade possible
by technol ogy.

Washi ngton Post, April 30, 2001.

Robertson said the outage also affected the district’s
i nformati on managenent system for student and
financi al records.

Fort Worth Star-Tel egram April 17, 2001.

W al so take judicial notice? of the follow ng

definitions of IMs as: (1) “Informati on Managenent System

2 University of Notre Dame du Lac v. J.C. Gournet Food |nports
Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).
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Synonym for IMS/VS [Virtual Storage]”® and (2) “Abbreviation
for Informati on Managenent System A program product that
uses OS (operating system) BTAM [Basi c Tel ecomruni cati ons
Access Method] to allow I Ms applications to operate on the
renote termnal system Renote display stations require
non-switched |ines.”*

Applicant’s identified services include the nmanagenent
of information such as “managi ng and organi zi ng dat abases
containing informati on on enpl oyees, custoners, vendors,
[and] time card systens”; “managi ng and organi zi ng records
and docunentation for others”; and designing, installing,
and nmai ntaining “software applications used for database
managenent and software applications used to manage
dat abase information online.” W note that if applicant’s
mark is descriptive for sonme of the services, the exam ning

attorney does not need to establish that it is descriptive

for all the services in that class. In re Pencils, Inc., 9

USPQ2d 1410, 1411 (TTAB 1988) (“We agree with applicant
that the sale of pencils is not the central characteristic
of applicant's services. Nevertheless, pencils are
significant stationery/office supply itens that are

typically sold in a store of applicant's type, that is, a

® McDaniel, IBMDictionary of Conputing (1994).
* Sippi, Conputer Dictionary (1984).
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stationery and office supply store. Wiile applicant's
stores may carry a variety of products, pencils are one of
t hose products, and, thus, the term‘pencils’ is nerely
descriptive as applied to retail stationery and office

supply services”). Accord In re CyberFinancial.Net Inc., 65

USPQed 1789, 1791 (TTAB 2002) (“[I1]f applicant’s mark
BONDS. COM i s generic as to part of the services applicant
offers under its mark, the mark is unregistrable”).

When we consider the services involving the nanagenent
of information for which applicant uses the term | N5,
prospective purchasers will likely believe that the term
IMS is sinply a reference to the fact that its services
i nvol ve informati on nmanagenent systens. W al so add that
applicant has provided little evidence fromwhich to
concl ude that prospective purchasers would view I M5 as an
abbreviation for “integrated marketing solutions.” The
termwoul d therefore be descriptive of applicant’s
servi ces.®

Next, we |ook at the term*“digital.” The exam ning

attorney has referred to The Conputer Desktop Encycl opedi a

> W are aware that applicant has al ready disclaimed | M5 and
admtted that it has sonme descriptive significance in relation to
his services. The foregoing discussion was necessary to
determ ne the neaning of the individual terns before we address
what the mark as a whol e would nean to prospective purchasers.
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(2002) that indicates that “Today, digital is synonynous
with conputer.”® Office Action dated January 16, 2003 at 1.
Applicant admts that “[w]ithout a doubt, the word DI G TAL
has becone popular in this world of electronic comrerce and
correspondence.” Applicant’s Brief at 5. The exam ning

attorney also cited the case of In re Canbridge Digita

Systens, 1 USPQd 1659, 1662 (TTAB 1986), in which the
board referred to the disclainmed term*“digital” as a
“highly descriptive word” in relation to conputer systens.
When we view the use of the word “digital” in relation to
applicant’s services we find that it would, as defined in
the dictionaries, have the neaning, of being synonynous
with “conmputer.” This nmeaning would sinply indicate to
prospective purchasers that applicant’s database and
i nformati on managenent services are performed in a conputer
or digital environnent.

Applicant nakes two specific argunents regarding the
term“digital.” First, applicant relies on the case of In

re Hutchi nson Technology Inc., 852 F.2d 552, 7 USPQ2d 1490

(Fed. Gr. 1988). That case involved the issue of whether
the mark HUTCHI NSON TECHNOLOGY was primarily nmerely a
surnane, which is obviously not the issue in this case. To

the extent the court discussed the descriptiveness of the

® See al so Freedman, The Conputer d ossary (2001) (sane).

9
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term*“technology,” it found that it is “a very broad ternf
that “does not convey an i medi ate idea” of the
characteristics or features of the applicant’s etched netal
el ectroni c conponents and simlar products. 7 USPQ2d at
1493. In effect, the Federal Crcuit held that when
prospective purchasers viewed the term “technol ogy” in
relation to etched netal el ectronic conponents it woul d not
i medi ately informthem of any specific feature or
characteristic of the goods. That is not the case with the
term“digital” here. The termnmay be w dely used but its
meaning is straightforward, i.e., conmputer.’

Second, applicant attached several registrations in
the record that include the term*“digital” without a
disclaimer of the term These registrations are for the
mar ks DI G TAL CEMENT, DI G TAL SOLUTI ONS FOR THE GLOBAL
COMMODI TY MARKET, DI G TAL- TELEPATHY, DI d TAL@W,
DI A TALPC. COM DI G TALCANDLE, and THE DI G TAL BU LDI NG
The exam ning attorney subm tted copies of registrations
for marks such as GYRO DI G TAL, DI G TAL ARCH TECTS, DI G TAL
| CE3, DI G TAL COABOYS, DI Gl TAL SYSTEMS | NTERNATI ONAL

CORPCORATI ON, DI G TAL PERSONA, DI A TAL GRAFFITI, DI G TAL

" Wil e both applicant and the exam ning attorney nmake anal ogi es

to the words “technol ogy” and “digital,” the Hutchinson
Technol ogy case did not discuss the term*“digital.” Wether that

termis descriptive nust be determ ned based on the present
record.

10
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CONNECTI ON, DI A TAL SYSTEM RESCURCES, DI G TAL W DGETS,

DI A TAL CAFFEI NE, DI G TAL DAY, and DI A TAL CARPENTERS in
which the word “digital” was disclainmd. The evidence of
applicant and the exam ning attorney suggests that the

O fice has considered each application based on its own

i ndi vidual record. The identified goods and services, the
rel ationship of the mark to the goods and services, and the
di splay of the mark can all influence whether a disclainer
is appropriate. Applicant has certainly not denonstrated
that there is anything inconsistent with the exam ning
attorney’s conclusion that the term*®“digital” was
descriptive of the services in the present application. W
add that even “if some prior registrations had sone
characteristics simlar to Nett Designs' application, the
PTO s al |l owance of such prior registrations does not bind

the Board or this court.” In re Nett Designs Inc., 236

F.3d 1339, 57 USPQ@d 1564, 1566 (Fed. Cir. 2001).

Finally, we nust consider whether the mark DI G TAL | M5
as a whole is nerely descriptive, and not just the
i ndi vi dual conmponents. The test is not whether prospective
purchasers can guess what applicant’s services are after

seeing applicant’s mark al one. Abcor Dev., 200 USPQ at 218

(“Appellant’ s abstract test is deficient — not only in

denyi ng consi deration of evidence of the adverti sing

11
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materials directed to its goods, but in failing to require
consideration of its mark ‘when applied to the goods’ as
requi red by statute”).?®

In this case, when prospective purchasers encounter
the mark DIG TAL I Ms for services involving, inter alia,
managi ng and installing informtion managenent software,
they will imrediately understand that the mark descri bes
the fact that applicant’s services concern information
managenent systens depl oyed on a conputer. There is
not hi ng i ncongruous or left to the imginati on when
applicant’s mark is viewed in relation to these services.
VWi |l e applicant has submtted evidence that sone people now
recogni ze its termas referring to applicant, we note that
appl i cant acknow edges that he “has not anmended [the
application] to seek registration under Section 2(f).”
Applicant’s Brief at 6 n.5. Applicant also argues that his
“extensive use shows the degree of marketing needed to
bridge the nental gap, thus denonstrating the width of the

gap.” |d. Applicant’s evidence of use and advertising and

8 The statements from Al Karnavi cus, Deb Loeser, and Kaye Bl ack
all seemto suggest that the neaning of applicant’s nmark was not
clear in the abstract, but it was apparent when viewed in
relation to applicant’s services. The individuals report that
they “did not imediately associate [the tern] with the Wb site
servi ces the conpany [applicant/PrinterPresence] provides.” It
was “during a semnar for PrinterPresence that |I first associated
the nane Digital M5 with the services the conpany provides.”

12
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consuner recognition is nore appropriate for determ ning
whet her a mark has acquired distinctiveness. To the extent
that we consider the evidence in relation to the question
of descriptiveness, it does not persuade us that the
exanm ning attorney’s refusal should be reversed.® The
evi dence of advertising, sales, and custoner recognition,
sinply indicates that applicant’s nmark is capabl e of
serving as a trademark not that it inherently functions as
one. Mst of the evidence seens to be |imted to
applicant’s “conputer services, nanely, designing,
mai nt ai ni ng and hosting web sites for others” as opposed to
applicant’s managi ng and organi zi ng i nformati on dat abases
and designing and installing software for database
managenent. Therefore, we find that applicant’s termis
nerely descriptive of the services identified in the
application.

Decision: The refusal to register under Section

2(e)(1) of the Trademark Act is affirned.

° W, of course, do not address whether the evi dence shows that
the mark has acquired distinctiveness, which is an issue not
bef ore us.
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