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Tarah K. Hardy Ludl ow, Trademark Exam ning Attorney, Law
Ofice 110 (Chris A F. Pedersen, Managi ng Attorney).

Bef ore Sinms, Bucher and Rogers, Adm nistrative Tradenark
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Bradl ey J. Hol nmes seeks registration on the Principal
Regi ster for the mark 5 M NUTE | NFI DELI TY TEST KI T for
“forensic test kits for hone use consisting primarily of
di agnostic reagents for detecting the presence of senen on

any material,” in International Class 1.1
This case is now before the Board on appeal fromthe

final refusal to register on the ground that the entire

! Application Serial No. 78055793 was filed on March 29, 2001
based upon applicant’s allegations of use in conmerce since at

| east as early as May 5, 2000. At the request of the Tradenmark
Exam ni ng Attorney, applicant has agreed to disclaimthe generic
term TEST KIT apart fromthe mark as shown.
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all eged mark, 5 M NUTE I NFI DELITY TEST KIT, is nerely
descriptive of applicant’s goods under Section 2(e)(1) of
t he Lanham Act, 15 U.S. C. 8§1052(e)(1).

Bot h applicant and the Trademark Exam ni ng Attorney
have fully briefed the case. Applicant did not request an
oral hearing before the Board.

W affirmthe refusal to register.

A mark is nmerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, if it inmmediately conveys information
of significant ingredients, qualities, characteristics,

features, functions, purposes or uses of the goods or

services with which it is used or is intended to be used.
A mark is suggestive, and therefore registrable on the
Principal Register w thout a show ng of acquired

di stinctiveness, if imagination, thought or perception is
required to reach a conclusion on the nature of the goods
or services. See In re Gyulay, 820 F.2d 1216, 3 USPQ2d
1009 (Fed. Gir. 1987).

The question of whether a particular termis nerely
descriptive is not decided in the abstract. Rather, the
proper test in determ ning whether a termis nerely
descriptive is to consider the mark in relation to the

goods for which registration is sought, the context in



Serial No. 78055793

which the mark is used or is intended to be used, and the
possi bl e significance that the mark is likely to have on
t he average purchaser encountering the goods in the

mar ket pl ace. See In re Abcor Devel opnent Corp., 588 F.2d

811, 200 USPQ 215 (CCPA 1978); In re Intelligent

| nstrunentation Inc., 40 USPQ2d 1792, 1793 (TTAB 1996); In

re Consolidated G gar Co., 35 USPQ2d 1290 (TTAB 1995); In

re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991); Inr

Engi neeri ng Systens Corp., 2 USPQ2d 1075 (TTAB 1986); and

In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

Does the termimedi ately convey information?

The Trademark Exam ning Attorney, having exam ned the
entire five-word phrase, takes the position that “[t]he
applicant’s proposed nmark nmerely describes the type of
product, the length of tine required to use the product,
and the purpose of the product.” (Trademark Exam ning
Attorney’s appeal brief, p. 1)

Wth regard to the length of tinme required to use the
product, we note that applicant has not discussed at |ength
t he appropriateness of the descriptiveness refusal as to
the “5 M NUTE” portion of the phrase. |Indeed, the record
shows that applicant appears to use “Quick and Easy” on his

website and the trade dress of the packaging in a manner
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parallel to the use of the term*“5 Mnute” at the begi nning
of his applied-for mark. While we nust | ook at the entire
phrase, we find that the initial descriptive nodifier, “5
m nute,” does not really affect the nub of this discussion.
Rat her, the real issue in this appeal has to do with the
nerely descriptive nature of the separable “infidelity test
kit” portion of the mark, with or without the prefatory
term*“5 Mnute.”

Furthernore, applicant and the Trademark Exam ni ng
Attorney have focused nuch of their discussion on the word
“Infidelity” alone. However, the ultinmate question before
us is whether this entire phrase (not the word “Infidelity”
al one) conveys information about the purpose or significant
features of the listed goods with the inmediacy required by
Section 2(e)(1) of the Lanham Act.

In partial support of her position that the entire
phrase is nerely descriptive, the Trademark Exam ning
Attorney placed into the record a dictionary definition of
the word “infidelity” as meaning “unfaithfulness to a
sexual partner, especially a spouse” or “an act of sexual
unfai thful ness.” She argues fromthe plain nmeaning of the
word “infidelity” that applicant is using the term
“infidelity test kit” to “describe the purpose of the test,

nanely, to provide evidence of infidelity.” (Trademark

-4 -
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Exam ni ng Attorney’s appeal brief, unnunbered page 3) She
al so points to exanples fromapplicant’s website where the
product is referred to as an “infidelity test kit” or
nmerely as an “infidelity test.” She contends that these
readi | y understood and abbrevi ated uses are further
evidence that the term*“infidelity” is being used

descriptively by applicant, and not as a source indicator.

O does the termrequire nulti-stage reasoni ng?

The Trademark Exam ning Attorney contends that “[n]o
mental junp need be nade to determine that the applicant is
providing a TEST KIT that takes 5 M NUTES to performin
order to determine INFIDELITY.” (Trademark Exam ning
Attorney’s appeal brief, unnunbered page 4)

By contrast, applicant argues that his trademark is
not nmerely descriptive, while conceding that it may well be
suggestive. As noted above, a mark is suggestive if
i magi nation, thought or perception is required to reach a
conclusion on the purpose or features of the goods. See In
re Gyulay, supra. Accordingly, applicant argues that
potential consumers would have to use sone inagination or
t hought in order readily to understand the purpose or
features of the goods being offered by applicant in

connection with this alleged mark:
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It requires a great deal of imagination
t hought, or perception to discern from
Applicant’s 5 M NUTE | NFI DELI TY TEST KIT
that it is a “forensic test kit” (sic) for
hone use consisting of (sic) primarily of
di agnostic reagents for detecting the
presence of senmen on material.” Nothing in
the mark 5 M NUTE | NFI DELI TY TEST KIT takes
the public imediately to the notion of
senen detection for the purpose of finding
infidelity. This, by definition, confirns
that applicant’s mark is suggestive rather
than nmerely descriptive.

(applicant’s reply brief, p. 3).

Applicant argues that the term“infidelity” as used in
applicant’s 5 M NUTE | NFI DELI TY TEST KIT mark does not
describe “senen detection.” Applicant then argues that
neither the dictionary definition relied on by the
Trademar k Exam ni ng Attorney nor the several references to
“infidelity” on applicant’s website supports the Tradenark
Exam ning Attorney’s position.

As to whether the entire clainmed mark herein
i mredi at el y conveys informati on about the purpose or
significant features of the goods, applicant focuses on the
word “infidelity” alone. He then argues that the
definition of “infidelity” provided by the Trademark
Exam ning Attorney points to sexual unfaithful ness, but
“does not describe forensic senen detection.” Wile the

term®“infidelity” clearly conjures up i mages of sexua

unfai thful ness, in order to be descriptive, according to

-6 -
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applicant, “it nust imrediately describe forensic senen
detection, which it does not.”

In support of his position that this phrase is
suggestive, applicant argues that the fact that there is no
dictionary entry for the phrase “5 mnute infidelity test
kit” should weigh in applicant’s favor. |In re Sundown
Tech. Inc., 1 USPQ2d 1927, 1928 (TTAB 1986) [ GOVERNCR i s
nebul ous as applied to anplifier controls, and the

dictionary definition “is notable for its absence ...as a

termof art in the electronics field .”]; Inre Men's Int’

Pr of essi onal Tennis Council, 1 USPQ2d 1917, 1918 (TTAB

1986) [In application to register MASTERS as a service mark
for “organi zi ng and conducting an annual tennis
tournanent,” Board found that “the absence of any
particular reference to tennis in the dictionary [entry for
the word “master”] probably favors appellant’s position
that the mark shoul d be published rather than that it
shoul d be refused ex parte.”].

The Trademark Exam ning Attorney counters that whether
or not atermis found in the dictionary is not controlling
on the question of registrability provided the termhas a

recogni zed neaning. Inre Oleans Wnes, Ltd., 196 USPQ

516 (TTAB 1977) [BREADSPRED is nerely descriptive of
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function or use of jans and jellies even if it is not a
dictionary ternj.

W note that all three of these cases involved single
word mar ks ( GOVERNOR, MASTERS and BREADSPRED). By
contrast, rarely would a five-word phrase appear in any
dictionary as a single entry. However, it is well settled
that in order to nake a prima facie case of
descriptiveness, the Trademark Exami ning Attorney may rely
upon dictionary definitions of individual elenents in a
mul ti-word phrase, as the Trademark Exam ning Attorney has
done in the instant case. |If each conponent retains its
descriptive significance in relation to the goods, the
conbination results in a conposite that is itself

descriptive. See In re Putman Publishing Co., 39 USPQd

2021 (TTAB 1996) [FOOD & BEVERAGE ONLINE held to be nerely
descriptive of news and information service for the food

processing industry]; In re Copytele Inc., 31 USPQd 1540

(TTAB 1994) [ SCREEN FAX PHONE nerely descriptive of
“facsimle term nals enploying el ectrophoretic displays”];

In re Serv-A-Portion Inc., 1 USPQ@d 1915 (TTAB 1986)

[ SQUEEZE N SERV held to be nerely descriptive of ketchup

and thus subject to disclaimer]; Inre Uniroyal, Inc., 215

USPQ 716 (TTAB 1982) [ STEELGLAS BELTED RADI AL held nerely
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descriptive of vehicle tires containing steel and gl ass
bel ts].

In support of his position that this alleged mark is
suggestive, applicant returns to “the nental |eap that the
public nust make in the Exam ner’s descriptiveness anal ysis
in order to associate applicant’s mark with senen
detection.” Applicant argues that “one nust exercise
‘“mature thought or follow a nulti-stage reasoni ng process’
to determi ne that senen detection is an attribute of
Applicant’s 5 M NUTE I NFIDELITY TEST KIT,” citing to Inr

Tennis in the Round, Inc., 199 USPQ 496 (TTAB 1978) [TENNI S

IN THE ROUND hel d not descriptive of tennis facilities].
However, the Board, in discussing the TENNIS I N THE

ROUND mar k, expressly found that this termcreated a

m sl eadi ng associ ation, and that the mark as a whol e was

i ncongruous as applied to the recited services:

In the instant case, applicant’s nmarks
“TENNIS N THE ROUND” and “TENNIS I N THE
ROUND I NC.” and desi gn evoke an i nmedi ate
association with the well-known phrase
“theater-in-the-round.” ...This association
of applicant’s marks with the phrase
“theater-in-the-round” creates an

i ncongruity because applicant’s tennis
facilities are not in fact at all anal ogous
to those used in a “theater-in-the-round”
In contrast, the placenent at applicant’s
facility of 11 tennis courts one next to
another in a circular configuration has no
real effect upon the manner in which tennis
is practiced at such facility, nor upon the

-9 -
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rendering of applicant’s services. |nsofar
as the record herein shows, the placenent of
applicant’s tennis courts in a circular
configuration, rather than in rows, for
exanpl e, serves no particular purpose in the
performance of applicant’s services. Nor
does it appear that others engaged in the
services of providing tennis facilities in
the formof courts and tennis ball machines
and offering instruction in tennis would
have any need to use the phrase “in the
round” in describing such service.

In re Tennis in the Round, Inc., 199 USPQ at 498. Here,

there is no m sl eading associ ation involved in the applied-
for mark and applicant has not contended that this mark
creates any incongruity when applied to the identified
goods. Hence, we find that this case does not support

applicant’s position herein.

Descriptiveness is not determned in the abstract:

Applicant expressly agrees that the question of

whet her a particular termis descriptive or suggestive nust
not be determned in the abstract. Yet applicant goes on
to argue that the mark is not nerely descriptive because
one cannot tell fromthe nmark al one that the product
i nvol ves forensic senen detection

Even if it is assuned, based on the

definition of “infidelity” offered by the

Exam ner, that the context for the mark is a

test kit for proving, predicting or

detecting sexual unfaithful ness, the mark
coul d describe a wide variety of types of

- 10 -
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kits, limted only by the imagi nation of the

person hearing or seeing the mark. As

described in Applicant’s opening brief, none

of these attributes need include forensic

semen detection.
(applicant’s reply brief, p. 3) Applicant and the
Trademar k Exam ni ng Attorney have agreed with the principle
that this question should not be determ ned “in the
abstract.” The standard derived from Lanham Act
precedential decisions does not require, for a
descriptiveness refusal, that it is possible for a
bl i ndf ol ded consuner who has been given only the term or
phrase making up the mark to enunerate the exact features,
t echnol ogi es or net hodol ogi es enpl oyed in the goods.

Rat her, the question is whether sonmeone who knows what
the goods are will understand the termor phrase to convey
significant information about them - nanely, the idea that
these kits are designed to provide a neans to test for

evidence of the sexual infidelity of one’s partner. See In

re Honme Buil ders Association of Geenville, 18 USPQ2d 1313

(TTAB 1990); and In re Anerican Geetings Corp., 226 USPQ

365 (TTAB 1985).

We agree with the Trademark Exam ni ng Attorney that
the question to ask is whether the term®“infidelity test
kit” imediately conveys information about the purpose of a

hone test kit designed to shed |ight on the sexual

- 11 -



Serial No. 78055793

faithful ness of one’s partner. Applying the general
standard enunci ated above to the facts of this case, it is
not a requirenent of the case |law that the prospective
custoner for these goods (e.g., the suspicious partner)
knows i mredi ately upon seeing or hearing the all eged mark
that the nethodol ogy invol ves senen detection. Rather, it
is sufficient that a consunmer in the market for a forensic
test kit for detecting senmen, when confronted with such a
kit marketed under the designation “5 M NUTE | NFI DELI TY
TEST KIT,” would i medi ately know t he purpose of the kit,
and a significant feature of the goods, such as howlong it
takes to use the product.

This is not a case like In re Reynolds Metals Conpany,

480 F.2d 902, 178 USPQ 246 (CCPA 1973), wherein BROMW-I N
BAG was hel d suggestive, not nerely descriptive, because
that applicant was “not seeking to register a direction
such as ‘brown foods in this bag’” and because the bag had
mul tiple purposes. In the instant case, applicant’s
product has one purpose, i.e., a quick test for the
presence of senen as evidence of infidelity, and the

desi gnation applicant clainms as a mark does nothi ng but

i mredi ately reveal this single purpose for the product.
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Cont ext :

Applicant argues that upon the introduction of these
goods, there was no existing “context” for the applicant’s
pr oduct :

The public has no exposure to these types of
test kits, and therefore cannot frane any
particul ar characterization for the
description of Applicant’s goods outside of
Applicant’s own brandi ng.
(Applicant’s reply brief, p. 3) Indeed, nothing in the
record contradicts applicant’s contention that consumners
are only recently getting their first exposure to this
novel test kit. To the extent that such exposure cones
fromapplicant’s website and the product’s trade dress, it
behooves us then to | ook nore closely at this context.

The best evidence in the record providing context for
applicant’s product is applicant’s own website. Upon
exam ni ng these webpages, we note that applicant hinself
seens to use “infidelity test kit” and “senmen detection
test kit” interchangeably. The entire term*“5 mnute
infidelity test kit” appears on this site in all |ower-case
letters.

Nonet hel ess, with regard to these appearances of the
word “infidelity” in a variety of ways on applicant’s

website, applicant argues that he is not using the termto

descri be the purpose of the product. Instead, applicant

- 13 -
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argues that the repeated uses of the word “infidelity” in
various fornms stands as an indication of the success of
applicant’s having created a “brand i mage” around the
suggestive term “Infidelity.”

We disagree, and find that “infidelity” is used
repeatedly by applicant in its ordinary, dictionary sense,
to nean “sexual unfaithful ness,” in a context where
detecting the unfaithful ness of one’s partner is the total
focus of the kits as well as the manner in which applicant
mar ket s t hese goods.

We do not question but that applicant expected that
the term5 M NUTE | NFI DELI TY TEST KIT woul d di stinguish his
goods from potentially conpetitive goods offered by others.
On the other hand, having chosen these infornmative words,
and then having enployed themin a context totally
consistent with their ordinary nmeani ng, applicant accepted
the risk that this prosaic string of words nay not function
as a source indicator for his goods. W note the analysis

and results of In re The Standard G| Conpany, 275 F.2d

945, 125 USPQ 227 (CCPA 1960) [ GUARANTEED STARTI NG f or
W nterizing autonobil e engines].

In the present case it may be conceded t hat
in using the words “guaranteed starting” in
order to bring its services to the attention
of the public the applicant intended and
hoped, or perhaps expected, that they would

- 14 -
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di stinguish themfromsimlar services

of fered by others. However, having chosen
wor ds which, taken in their normal neaning,
do no nore than informthe public with
reasonabl e accuracy what is being offered,
it did not succeed.

The words are well understood, English words
in comon use. Taken together, they anount
to no nore than a sort of condensed
announcenent that the applicant wll
guarantee the work done in order to insure
the starting of the customer’s car. It mnust
be assuned that the ordinary custoner
readi ng the advertisenents displayed by an
aut onobi |l e service station would take the
words at their ordinary neaning rather than
read into them sone special neani ng

di stingui shing the services advertised from
simlar services of other station operators.
What ever may have been the intention of the
applicant in using them their use has not
acconpl i shed what the applicant w shed to
do. Hence, they are not a service mark.

Hence, we find that applicant’s own website provides
t he nost damagi ng evidence that its alleged mark is highly
descriptive and woul d be perceived by the purchasing public
as nerely a common descriptive termfor its goods rather
than as a mark identifying the goods’ source. See Inre

Goul d Paper Corp. 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cr

1987); see also In re Diagnostic Products Corp., 216 USPQ

170 (TTAB 1982) [“On review of [applicant’s instructional
literature], it is clear to the Board that the references
to "PREM X in such literature cease, as sone point, to

refer to applicant’s kit as such and becone a descriptor or
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referent ...confirmng the descriptive possibilities and
tendencies of the termin the context of applicant’s actual
usage ...” 216 USPQ at 172, footnote 4].

In addition to the website, the trade dress of the
packagi ng for the goods provi des another significant
context for fram ng consuners’ inpressions of applicant’s
product and the rel evant source-identifying matter. | mages
of applicant’s product packaging are portrayed repeatedly
on applicant’s website. These inmages are identical to a
col or phot ograph of one surface of the package or carton

that serves as the specinen of record in the instant file:
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The promnent text in the large center area of the

carton i mredi ately shows the prospective custoner that this
i s “The Original CheckMate® 5 Minute Infidelity Test Kit. These are *Qui ck
and Easy” (viz. “5Minute”) “home test kits” (or “TestKit")

that seems clearly to be the CheckMate® brand of such kits.
Wiile a single product nay clearly carry nultiple marks,

the trade dress of the packagi ng uses CheckMate in the

prom nent manner that consunmers are accustoned to seeing in
source-identifiers. Unlike the phrase that is the subject
of this appeal, the CheckMate termis clearly a suggestive

mark. As applied to these goods, it also enploys a clever
play on the well-known chess term |In this context, then,
it is not at all surprising that the testinonial of a
satisfied customer shown on applicant’s own website uses
“CheckMate” as the brand nanme nodifying the descriptive
phrase “infidelity test kit.”

To the extent that one does focus on the word
“Infidelity,” as applicant woul d have us do, we find that
it is unlikely that any reasonabl e consuners woul d perceive
the word “Infidelity” — buried as it is in the mddle of
this five-word phrase — as applicant’s trademark. | ndeed,
if “5 MNUTE ... TEST KIT" is highly descriptive of

applicant’s “quick and easy ...senen detection kits,” and

- 17 -
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given that applicant uses “infidelity test kit” and “senen
detection kit” interchangeably, any permutation of these
conponents derives a phrase that is also highly descriptive
of applicant’s goods irrespective of which precise
formulation is used (e.g., “5 mnute senen detection kit,”

“quick and easy infidelity test kit,” “5 mnute infidelity

test kit,” “quick and easy semen detection kit,” etc.).

Decision: The refusal to register under Section

2(e) (1) of the Act is hereby affirned.



