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Before Sans, Walters and Rogers, Adm nistrative Trademark
Judges.

Qpi nion by Walters, Adm nistrative Tradenmark Judge:

Fane Jeans, Inc. has filed a trademark application to
regi ster the mark US WEAR for “clothing, nanely, boys and
girls sportswear, namely, pants, junpers, overalls,

coveral |l s and woven and knit shirts and skirts.”? The

' M. Levy argued the case at the oral hearing. M. Smith issued the
final refusal to register, following initial exanm nation by a third
Exani ning Attorney, and wote the brief on appeal

2 Serial No. 78091743, in International Cass 25, filed Novenmber 5,
2001, based on use of the mark in comrerce, alleging first use and use
in conmerce as of April 2000; with a claimof priority, under Section
44(d) of the Trademark Act, 15 U.S.C. 1126(d), based on a Canadi an
application. However, on March 13, 2002, applicant deleted its Section
44(d) claimof priority.
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application includes a disclainmer of “WEAR' apart fromthe
mark as a whol e.

The Trademark Exam ning Attorney issued a final refusal
to register under Section 2(e)(3) of the Trademark Act, 15
U S C 1052(e)(3), on the ground that applicant’s mark is
primarily geographically deceptively m sdescriptive in
connection wth its goods; and under Section 2(a) of the
Trademark Act, 15 U.S.C. 1052(a), on the ground that
applicant’s mark is deceptive of the origin of its goods.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs and an oral hearing was
hel d.

The North Anerican Free Trade Agreenent (NAFTA)
| npl enent ati on Act, Pub. L. No. 103-182, 107 Stat. 2057
(1993) anended Section 2(e)(2) of the Trademark Act by
deleting reference to primarily geographically deceptively
m sdescri ptive nmarks; added Section 2(e)(3) to the Trademark
Act to prohibit registration of primarily geographically
deceptively m sdescriptive marks; and anmended Section 2(f)
of the Trademark Act to prohibit primarily geographically
deceptively m sdescriptive marks from becom ng regi strabl e
via a show ng of acquired distinctiveness.

Prior to the briefing stage in this ex parte appeal,
our primary reviewing court, inlIn re California

| nnovations, Inc., 329 F.3d 1334, 66 USPQ2d 1853 (Fed. Cr
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2003), concluded that the standard for determ ning whether a
mark is primarily geographically deceptively m sdescriptive
under the new Section 2(e)(3) of the Act is different from
and nore rigorous than, the standard for determ ning
registrability of the sanme types of marks under Section
2(e)(2) of the Act prior to the NAFTA anendnent. The court
stated the followng (at 1339):

Thus, 8 1052 no | onger treats geographically
deceptively m sdescriptive marks differently from
geographically deceptive marks. ...Accordingly, the
test for rejecting a deceptively m sdescriptive
mark is no | onger sinple lack of distinctiveness,
but the higher show ng of deceptiveness.

The court stated the followi ng about the pre-NAFTA anendnent
requi renent for a goods-place association (at 1340):

Therefore, the relatively easy burden of showi ng a
naked goods-pl ace associ ati on without proof that
the association is nmaterial to the consuner’s
decision is no longer justified, because marks
rej ected under 8 1052(e)(3) can no | onger obtain
regi stration through acquired distinctiveness
under 8 1052(f). To ensure a show ng of

decepti veness and m sl eadi ng before inposing the
penalty of non-registrability, the PTO may not
deny registration without a show ng that the
goods-pl ace associ ati on made by the consuner is
material to the consuner’s decision to purchase
those goods. This addition of a materiality
inquiry equates this test with the el evated
standard applied under § 1052(a).

The shift in enphasis in the standard to identify
primarily geographically deceptively

m sdescriptive marks under 8§ 1052(e)(3) wll bring
that section into harnmony with § 1052(a).
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The court articulated the follow ng standard for determ ning
whether a mark is primarily geographically deceptively
m sdescriptive (at 1341-1342):

Thus, due to the NAFTA changes in the Lanham Act,
the PTO nust deny registration under 8 1052(e)(3)
if (1) the primary significance of the mark is a
general ly known geographic |ocation, (2) the
consum ng public is likely to believe the place
identified by the mark indicates the origin of the
goods bearing the mark, when in fact the goods do
not come fromthat place, and (3) the

m srepresentation was a naterial factor in the
consuner’ s deci si on.

As a result of the NAFTA changes to the Lanham
Act, geographic deception is specifically dealt
with in subsection (e)(3), while deception in
general continues to be addressed under subsection
(a). Consequently, this court anticipates that
the PTOw Il wusually address geographically
deceptive marks under subsection (e)(3) of the
anmended Lanham Act rather than subsection (a).
Wiile there are identical |egal standards for
deception in each section, subsection (e)(3)
specifically involves deception involving

geogr aphi ¢ marks.

In the case before us, applicant and the Exam ning
Attorney, in their briefs, articulated the above-quoted
standard for determ ning whether a mark is primrily
geogr aphical ly deceptively m sdescriptive in connection with
the identified goods under Section 2(e)(3) of the Trademark
Act. In her brief, in viewof the California Innovations
opi nion, the Exam ning Attorney w thdrew Section 2(a) of the
Act as a basis for the refusal to register. Thus, the only

issue remaining in this appeal is whether the Exam ning
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Attorney has established that the mark herein is
unregi strabl e under Section 2(e)(3) of the Act.

The Exam ning Attorney contends that the primry
significance of US in applicant’s mark i s geographi c because
USis a coomonly used abbreviation for United States,
whet her it appears with or wi thout periods, i.e., US or
U.S.% that the termWEAR in the mark “does not avoid the
refusal ...[and] this term has been disclainmed by the
applicant and is not at issue” [Brief, p. 4.]*% and that the
mark identifies a geographic location that is not renote or
obscure and, thus, there is a presunption of a goods-pl ace
association. The Exami ning Attorney noted that applicant is
| ocated i n Canada and that applicant does not deny that its
goods originate in Canada.

Regarding the materiality of the geographic |location to
the consuner’s decision to purchase the goods identified
herein, the Exam ning Attorney submtted excerpts of
articles fromthe LEXI S/ NEXIS dat abase about “American

clothing designers.” She contends that this evidence

3 The Examining Attorney submitted an excerpt fromthe Anerican Heritage
Di ctionary of the English Language (3% ed. 1992) establishing that US
and U. S. are abbreviations for United States. Additionally, she
submitted the results of a Google search of the Internet (dated Novenber
5, 2002), wherein USis used in a context clearly denoting United

St ates.

4 The Examining Attorney contends that the specinens of record al so
support her position that the US portion of applicant’s nmark will be
perceived as an abbreviation of United States rather than as the word
“us” because US is capitalized and only the initial letter of “War” is
capitalized on the specinmen |abel, i.e., US War
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“reveal [s] exanples of a wide variety of Anmerican clothing
desi gners” and that the evidence “was intended to show
exanpl es of references to various conpani es that produce
clothing in the United States.” [Brief, p. 7.] She draws
the follow ng conclusions [id.]:

Where specific goods such as clothing cone fromis

extrenely inportant to buyers. Many consumners

wi Il only purchase goods nmade in the United States

to support the |local econony and to evoke a sense

of patriotism Hence advertising canpai gns such

as BUY AMERI CAN and | abel s that indicate MADE I N

AMERI CA, etc. Not only is the United States a

| ar ge producer of clothing but consuners are

likely to base their purchasing decision on the

fact that the clothing is made in the United

St at es.

Conversely, applicant contends that the primary
significance of the US portion of its mark is not
geographic; that US al so neans “us” (the objective case of
“we”), as evidenced by the dictionary definition submtted
by applicant; and that the primary significance of the
conposite mark, US WEAR, is not geographic, contending that
the dom nant portion of the mark is WEAR  Additionally,
appl i cant argues that the Exam ning Attorney has not
established that there is a goods/pl ace associ ation, that
the goods do not originate fromthe United States or that
t he geographic origin of the goods would materially affect
the purchasing decision. Wth its brief, applicant

submtted excerpts fromthe web sites listed on the Google

search results submtted by the Exam ning Attorney to show
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that the actual web sites used periods after each letter,
i.e., US., to abbreviate United States.

Whet her Primary Significance of Mark is a CGenerally Known
Geographi c Location

Wth regard to the first prong of the test, there is no
guestion that US is an abbreviation for “United States,”
which is the commonly recogni zed nane of the United States
of America, wherein registration of this mark is sought; or
that this connotation will conme to m nd upon view ng the
mark. Both the Google search results and the dictionary
definition submtted by the Exam ning Attorney establish
these facts. W are not persuaded otherw se by applicant’s
argunent that the US portion of its mark US WEAR nay al so be
perceived as the word “us” and, thus, it is not primarily
geographic in connotation; or that the letters “U and “S”
nmust be followed by periods, i.e., US., for USto be
recogni zed as an abbreviation of United States.

Further, we conclude that coupling this geographic term
with the additional term WEAR, does not detract fromthe
pri mary geographic significance of the conposite mark. See
In re Bacardi & Conpany Limted, 48 USPQ2d 1031 (TTAB 1997);
and Inre Chalk’s International Airlines Inc., 21 USPQd
1637, 1639 (TTAB 1991). As the Board has stated in the
past, the determ nation of registrability under Section
2(e)(3) [previously, Section 2(e)(2)] should not depend on

whet her the mark is unitary or conposite. See In re
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Canbridge Digital Systems, 1 USPQ2d 1659, 1662 (TTAB 1986).
Appl i cant gives no explanation for its conclusion that WEAR
is the dom nant portion of applicant’s mark and we find that
the nerely descriptive term while clearly part of the
conposite mark, does not detract fromthe geographic
significance of the mark as a whol e.

To sunmarize, the primary significance of the conposite
mark US WEAR is a generally known geographic |ocation.

Goods/ Pl ace Associ ation

We turn, next, to the question of whether purchasers
are likely to believe the place identified by the mark
indicates the origin of the goods bearing the mark, when in
fact the goods do not come fromthat place.®> W answer that
gquestion in the affirmative.

The followi ng are excerpts fromseveral of the articles
fromthe LEXI S/NEXI S dat abase submtted by the Exam ning
Attorney:

On behal f of the Fashion Institute of Technol ogy,

Ms. Lee edited “Anmerican Fashion: The Life and

Times of Adrian, Minbocher, MCardell, Norell,

Trigere,” a conpilation of md-century American

cl ot hi ng designers, published by the New York

Times in 1975. [The New York Tines, My 12,
2001. ]

5 Applicant is a Canadian company |l ocated in Quebec, Canada. Contrary
to applicant’s statenment in its brief that the filing was based on
Section 1(b) of the Act, the application is based on use in a type of
conmer ce regul able by Congress. 1In view of these facts, we can only
concl ude that the goods originate in Canada, and applicant does not
cont end ot herw se.
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A dozen bl ocks fromthe bright lights and big-city
style of Bryant Park, where Anerican cl othing
designers are showing their fall 2001 collections
this week, novice designer Andrew Harnon was
dealing with his own fashion dilema. [The Boston
Heral d, February 14, 2001.]

Nautica is negotiating with 666 Fifth Ave. for a
| ocation for its flagship store. By landing the

popul ar Anerican clothing designer to fill a
23, 000- squar e-foot space, the building s owner
woul d cap off an $18 m|lion nmakeover of the

office tower’s retail space and |obby. [Crain’s
New Yor k Busi ness, January 19, 1998.]

... Keds, an Anerican footwear classic in basic

colors and styles with a reputation for being

durabl e, washable and confortable. This year the

conpany, a division of Stride Rite Corp., decided

to shake up its stolid imge by letting Anerican

cl ot hing desi gners have their way with the

sneakers. The Keds Sal utes G eat Anerican Design

program began this fall with Todd A dham

[ Chi cago Tribune, QOctober 9, 1997.]

We find sufficient evidence herein to conclude that a
goods/ pl ace association is likely to be nade by purchasers
between US, a conmon abbreviation of United States, and the
clothing products identified in this application. Thus,
purchasers are likely to believe that the clothing products
sought to be registered in connection with the mark herein
originate in the United States. Further, applicant concedes
that clothing is designed and manufactured in the United

States (Brief, p. 9).°

® Applicant argues that the Exami ning Attorney has not established that
the United States is well known for its clothing industry, or for the
manuf acture of the clothing identified in the application. However,
such a showing is unnecessary to establish a goods/place associ ati on.
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Materiality of Geographic M srepresentation to Purchasing
Deci si on

VWil e the Exam ning Attorney has stated her opinion
that the origin in the United States of the goods herein,
and consuner products in general, is an inportant factor in
the decision to purchase such goods, she has presented no
evi dence in support of these statenents. Nor has the
Exam ning Attorney established that the United States is
wel | known or renowned for the products in this case, which
woul d support a finding of materiality. See In re
California Innovations, Inc., supra at 1341, citing Inre
House of Wndsor, 221 USPQ 53 (TTAB 1983). W have
absol utely no basis upon which to conclude that the
geographic origin of the identified goods, or the
m srepresentation thereof, is a material factor in the
consuner’s decision to purchase those goods.

Therefore, we conclude that the Exam ning Attorney has
established that the primary significance of the mark US
VEAR i s a generally known geographic | ocation, and the
consumng public is likely to m stakenly believe that the
pl ace identified by the mark, the United States, indicates
the origin of the goods bearing the mark. However, the
Exam ni ng Attorney has not established the third necessary
factor, that the m srepresentation is a material factor in a
consuner’s purchasing decision. 1In conclusion, the

Exam ni ng Attorney has not established that US WEAR i s

10
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primarily geographically deceptively m sdescriptive, under
Section 2(e)(3) of the Act, in connection with the
identified goods.

Decision: The refusal under Section 2(e)(3) of the Act

is reversed.
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