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Opi ni on by Hohein, Adm nistrative Trademark Judge:

JPI Col orwor kshop, Inc., by an assignment from P&M
Products Ltd., is the owner of an application which has been
filed to register the term"STRIPE WRI TER' on the Principal
Regi ster for "pens, nanely[,] coloring pens, witing pens,
drawi ng pens and felt tip markers" in International dass 16.°

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the
ground that, when used in connection with applicant's goods, the

term"STRIPE WRITER' is nerely descriptive thereof.

' Ser. No. 78107577, filed on February 8, 2002, which is based on an
all egation of a bona fide intention to use such termin comrerce.
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Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
regi ster.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the nmeaning of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys
i nformation concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject matter or use
of the goods or services. See, e.d., In re Gyulay, 820 F.2d
1216, 3 USPQ2d 1009, 1009 (Fed. Cir. 1987); and In re Abcor
Devel opnment Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the goods or services in order for it
to be considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea
about them Mreover, whether a termis nerely descriptive is
determined not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used or is intended to be used on or in connection
wi th those goods or services and the possible significance that
the termwoul d have to the average purchaser of the goods or
servi ces because of the manner of such use. See In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus, "[w] het her
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test.” 1In re Anerican

G eetings Corp., 226 USPQ 365, 366 (TTAB 1985).
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However, a mark is suggestive if, when the goods or
services are encountered under the mark, a nulti-stage reasoning
process, or the utilization of inmagination, thought or
perception, is required in order to determne what attributes of
t he goods or services the mark indicates. See, e.g., In re Abcor
Devel opnent Corp., supra at 218, and In re Mayer-Beaton Corp.

223 USPQ 1347, 1349 (TTAB 1984). As has often been stated, there
is athin line of demarcation between a suggestive nmark and a
nerely descriptive one, with the determ nation of which category
a mark falls into frequently being a difficult matter involving a
good neasure of subjective judgnment. See, e.qg., In re Atavio, 25
USP2d 1361 (TTAB 1992); and In re TMS Corp. of the Anericas, 200
USPQ 57, 58 (TTAB 1978). The distinction, furthernore, is often
made on an intuitive basis rather than as a result of precisely

| ogi cal analysis susceptible of articulation. See In re George
Weston Ltd., 228 USPQ 57, 58 (TTAB 1985).

Applicant, while notably not citing to any specific
dictionary, asserts inits initial brief that "the mark STRI PE
WRI TER i s suggestive of Applicant's products, arguing that:

The word "witer” ... [is] a noun formed from

the verb to wite, which in nost dictionaries

is defined as formng letters, words or

synbol s or nunbers on a surface such as paper

with an instrunment such as a pen. The word

["]stripe["] on the other hand has | ong been

defined as a | ong narrow band di stingui shed

as by color or texture fromthe surroundi ng

material or surface; a textile pattern of

paral l el bands or lines on a contrasting

cloth or braid, etc. No native speaker of

English would refer to witing stripes,

unl ess using the words tropically. Indeed,

the incongruity of the conbination of the
words "stripe" and "witer” is such that
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prospective purchasers would be forced to
pause and reflect on the significance of the
conbined term"STRIPE WRITER' in order to

i npart any neaning to the conbination as
applied to pens, so that they would recognize
the words STRIPE WRI TER as the source of the
goods and not as descri bing any ingredient,
quality, characteristic, feature, function
pur pose or use of the product.

Here the Exam ning Attorney cannot point

to anything in the goods ... that would show
this conpound nmark as descriptive of the
products. .... There is absolutely no

evidence with any degree of certainty that
the proposed mark forthwith conveys an

i medi ate i dea of the subject matter or any
quality, characteristic, function or feature
of Applicant's products; and the linguistic
anal ysi s above wei ghs agai nst such a
probability.

Appl i cant adds, however, that any doubt as to whether its mark is
suggestive instead of nmerely descriptive should be resolved in
its favor.

The Exam ning Attorney, on the other hand, contends in
her brief that there is evidence which supports "finding the
proposed mark [is] nerely descriptive of the 'pens’ and 'nmarkers
identified in the application.” Specifically, the Exam ning
Attorney notes that the record shows that (enphasis in original):

Attached [to the first Ofice action] were

copies of four [third-party] trademark

regi strations, [three] each for "pens" [and

one for "markers and pens"] and for marks

conprising [in part] the term"WRI TER " which

was disclainmed in each registration. 1In

addition, an inquiry was nade as to the

significance of STRIPE WRITER in the rel evant

trade or industry or as applied to the

applicant's goods.

The applicant responded informally with
an el ectronic conmunication ..., stating that
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"the pen with which the mark is intended for

use will feature a dual color effect.” 1In a
subsequent el ectronic communication ..., the
applicant stated that "the pen wll feature
striped ink."

In addition, citing definitions of the words "stripe"

and "witer" from The Anerican Heritage Dictionary of the English

Language (3rd ed. 1992),° the Exam ning Attorney observes that:

As defined, the word "STRI PE'" neans "a.
A I ong narrow band di stingui shed, as by col or
or texture, fromthe surrounding material or
surface; b. Atextile pattern of parallel
bands or lines on a contrasting background."”
As defined, the word "WRI TER' neans "One who
wites, especially as an occupation.”

Wiile also noting that "a definition of "pen' is "witer,'" the
definition which the Exam ning Attorney has nmade of record from
the sane dictionary lists the word "pen"” as a noun meani ng:
1. An instrunment for witing or draw ng

wth ink or simlar fluid, especially: a. A

bal | point pen. b. A fountain pen. <c. A pen

point. d. A penholder and its pen point. e.

Aquill. 2. An instrument for witing

regarded as a neans of expression. 3. A

witer or an author: a hired pen.

Based upon the above, the Exam ning Attorney maintains
that "the term STRIPE WRITER refers to both a witing instrunent
t hat produces striped witings and one who wites in stripes or

using stripes. Wth either interpretation, the mark nerely

? The Examining Attorney, in her brief, requests that the Board "take
judicial notice of the above definitions, pursuant to TBMP §1208.04."
Inasmuch as it is settled that the Board may properly take judicial
notice of dictionary definitions, the request is approved and

consi deration has been given thereto. See, e.qd., Hancock v. Anerican
Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA
1953); University of Notre Dane du Lac v. J. C. Gournmet Food |Inports
Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983); and Marcal Paper MIls, Inc. v. Anerican
Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).
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descri bes the goods.” In particular, the Exam ning Attorney
insists that:

Here, the mark STRI PE WRI TER wi | |
i mredi ately i nform prospective consuners that
t he goods on which this mark is used are
either witing instrunents that produce
stripes or are intended for use by witers
who wish to wite using stripes. Both
potential meanings are considered nerely
descriptive under federal trademark |aw. The
fact that two different interpretations are
possi bl e--both descriptive--does not obviate
the refusal. .... Cearly, the wording
STRI PE WRI TER, when used in connection with
t hese goods, tells the prospective consuner

that if he purchases this product, he will be
able to wite in stripes. No imagination is
required.

The Exam ning Attorney also relies on applicant's statenents,
specifically, that "the pen will feature striped ink" and that
"the pen with which the mark is intended for use will feature a
dual color effect,” as "clearly supporting the argunent that the
mark is descriptive in relation to the goods for which
registration is sought." Moreover, while conceding that the
record contains no exanples of third-party use of the term
"STRIPE WRI TER, " the Exam ning Attorney, citing In re Acuson, 225
USPQ 790 (TTAB 1985) and In re National Shooting Sports
Foundation, Inc., 219 USPQ 1018 (TTAB 1983), contends that "[t] he
fact that an applicant nmay be the first and sole user of a nerely
descriptive designation does not justify registration where the
record shows that the termis nerely descriptive of the

identified goods."
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Applicant, inits reply brief, reiterates its various
contentions that its mark is suggestive, urging that (italics in
original):

Wth respect to the nmeaning of the
conposite mark STRI PE WRI TER, the Exam ni ng
Attorney's argunent fails to distinguish
bet ween word usage that is normal or
veritative [sic] and word usage that is
ext ended or netaphorical (tropical). In this
case, the Exam ning Attorney argues that the
mark "tells the prospective consuner that if
he purchases this product, he will be able to
wite in stripes." .... No dictionary of
t he English Language and no native speaker of
the English/ Arerican | anguage woul d ever use
t he expression "wite in stripes"” in comon
every day | anguage, and, it is doubtful that
any such person woul d know what t hat
expression neans ... because people wite
words, not (in) stripes. People draw
stripes, they do not "wite in stripes,"”
unl ess that expression is used in a very
| oose and netaphorical way, i.e., a node of
t hi nki ng that requires imagination, thought,
or intellection, such as is the property of a
suggestive mark. 1ndeed, the Exam ning
Attorney's [sic] further argues that the word
"pen" is a definition of the word "witer",
as if any English speaker ... would at once
see the word "writer" [as] neaning author and
think of the word "pen"” in the sense of
witing instrunment, as opposed to "pen" in
t he extended sense of "author" as in "pen
name" .

Li kew se, applicant renews its assertion that "[t] here
is nothing in the goods ... that indicates that the 'pen wl|
feature striped ink' or that 'the pen with which the mark is
intended for use will feature a dual color effect.” W note,
however, that applicant has indeed nade the foll owi ng statenments
(enmphasi s added) in e-nmail conmunications which formpart of the

record herein:
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"Al though the pen with which the mark is

intended for use will feature a dual color

effect, it can also achieve a single color

effect”; and

"*Stripe' is not normally used in the
context of |lines nmade by pens and is not
generic to lines made by nmarker pens.

It is our viewthe '"line" marker is nore

generic than 'stripe.' Al pens can draw a

[ine but until now we do not believe witing

i nstrunments have been associated with the

word stripe. Whilst the pen will feature

striped ink, it is not a feature that is

recogni zed or associated wi th pens,

markers[,] etc. This marker is new and

i nnovative and [we] are looking to register a

mark that the consunmer will associate with

this pen.”

Upon consi deration of the evidence and argunents
presented, we agree with applicant that, when considered inits
entirety, the mark "STRIPE WRI TER' i s suggestive rather than
nmerely descriptive of applicant's "coloring pens, witing pens,
drawi ng pens and felt tip markers.” Although the term "W TER, "
as shown by the disclainmer of such termin the third-party
regi strations which are of record, has on occasion been regarded
as nerely descriptive of pens and markers, it nonetheless is
plain fromthe definition of such termthat in common parlance it
generally refers to a person who wites, especially as an
occupation, rather than to a thing or instrument for witing.
Simlarly, while it is obvious, in light of the definition of the
word "STRIPE," that any pen or marker with a broad enough tip, or
one which featured "striped ink"™ or "a dual color effect,” could
be used to wite or draw a relatively | ong, narrow band of a

different or distinguishing color or texture, pens and markers
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are typically used to communicate, by witing or draw ng, rather
than to produce stripes per se. Thus, conbining the words
"STRIPE" and "WRITER" to formthe term"STRIPE WRI TER" results in
a suggestive mark since, as persuasively argued by applicant, in
ordi nary di scourse users of pens and markers, and such witing
i nstrunments thensel ves, woul d not be considered "stripe witers"
except, perhaps, through the exercise of a nmulti-stage reasoning
process or the utilization of imagination, thought or perception.

Finally, to the extent that we may have any doubt as to
whet her applicant's mark i nmedi ately conveys significant
information about a characteristic, feature or other attribute of
its goods or their nature or use, we resolve such doubt, in
accordance with the Board's settled practice, in favor of the
publication of applicant's mark for opposition. See, e.qg., Inre
Rank Organization, Ltd., 222 USPQ 324, 326 (TTAB 1984); In re
Conductive Systens, Inc., 220 USPQ 84, 86 (TTAB 1983); In re
Morton- Norwi ch Products, Inc., 209 USPQ 791, 791 (TTAB 1981); and
In re Gournet Bakers, Inc., 173 USPQ 565, 565 (TTAB 1972).

Deci sion: The refusal under Section 2(e)(1) is

rever sed



