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Qpi ni on by Hanak, Adm nistrative Trademark Judge:

Bsafe Online, Inc. (applicant) seeks to register in
typed drawi ng form BSAFE ONLI NE for “application service
provider featuring software for Internet filtering and
reporting thereof, for use by parents and other caregivers
of children, schools, churches and other religious
affiliates.” The application was filed on March 18, 2002

with a clainmed first use date of Septenber 2001. Applicant
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di sclaimed the exclusive right to use ONLINE apart fromthe
mark in its entirety.

Citing Section 2(d) of the Trademark Act, the
Exam ning Attorney has refused registration on the basis
that applicant’s nmark, as applied to applicant’s services,
is likely to cause confusion with the mark BSAFE,
previously registered in typed drawing formfor “conputer
software to integrate cryptographic security features into
software applications.” Registration No. 2,227,325 issued
March 2, 1999. When the refusal to register was nade
final, applicant appealed to this Board. Applicant
requested a hearing which was held on April 21, 2004. At
that hearing were applicant’s counsel and the Exam ning
At t or ney.

In any likelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry mandated
by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Considering first the marks, we note at the outset

that we are obligated to conpare the marks “in their
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entireties.” In re National Data Corp., 753 F.2d 1056, 224

USPQ 749, 750 (Fed. Cir. 1985). However, in conparing the
marks in their entireties, it is conpletely appropriate to
give less weight to a portion of the mark that is nerely
descriptive of the relevant goods or services. National
Data, 224 USPQ at 751 (“That a particular feature is
descriptive ...with respect to the rel evant goods or
services is one commonly accepted rationale for giving | ess
weight to a portion of the mark.”). In the first Ofice
Action, the Exam ning Attorney stated that the ONLINE
portion of applicant’s mark was nerely descriptive of
applicant’s services, and nust be disclained. As

previ ously noted, applicant then disclained the ONLINE
portion of applicant’s mark, thereby acknow edgi ng t hat
ONLI NE was indeed nerely descriptive of applicant’s

servi ces.

Thus, applicant has appropriated the cited nmark
(BSAFE) in its entirety and nerely added to this mark the
descriptive word ONLINE. It has |ong been held that one
may not appropriate the entire mark of another and escape
liability by the addition thereto of nerely descriptive or
i ndeed even highly suggestive term nol ogy. Bell brook

Dairies v. Hawthorn-Mellody Dairy, 253 F.2d 431, 117 USPQ

213, 214 (CCPA 1958) and cases cited therein.
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Mor eover, because applicant seeks to register its mark
in typed drawing form this nmeans that any registration it
obtains is “not limted to the mark depicted in any speci al
form” Hence, we are nmandated to “visualize what other
forms [applicant’s] mark m ght appear in.” Phillips

Petrol eum Co. v. C.J. Webb, Inc., 442 F.2d 1376, 170 USPQ

35, 36 (CCPA 1971). See also INB National Bank v.

Met rohost I nc., 222 USPQ 1585, 1588 (TTAB 1992).

One reasonabl e presentation of applicant’s mark woul d
be to depict the BSAFE portion of the mark in very |arge
|l ettering on one line, and depict the descriptive ONLINE
portion of the mark on a second line in nuch snmaller
|l ettering. |Indeed, applicant’s own specimen of use shows
that this is precisely how applicant depicts its mark.
That is to say, the BSAFE™portion of the mark is depicted
inlarge lettering on one line and beneath it in nuch
smaller lettering within a black rectangle there appears
the ONLINE portion of applicant’s mark. \Wen applicant’s
mark is so depicted, it is nearly identical to the
regi stered mark BSAFE.

Thus, the first Dupont “factor weighs heavily agai nst
applicant” because applicant’s mark is nearly identical to
the regi stered mark when the BSAFE portion of applicant’s

mark is depicted in large lettering on one line and the
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ONLI NE portion is depicted within a black rectangle on a

second line in rmuch smaller lettering. Inre Martin's

Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289,

1290 (Fed. Cir. 1984).

Turning to a consideration of applicant’s services and
regi strant’ s goods we note that because the narks are
nearly identical, their contenporaneous use can lead to the
assunption that there is a common source “even when [the]
goods or services are not conpetitive or intrinsically

related.” Inre Shell Ol Co., 922 F.2d 1204, 26 USPQd

1687, 1689 (Fed. Cr. 1993). There is no serious dispute
as to what applicant’s services and registrant’s goods are.
In this regard, applicant nade of record the declaration of
Darren Boisjolie, the Chief Technical Oficer of applicant.
I n paragraph four of his declaration M. Boisjolie states
that “cryptography is the technol ogy of encoding
information so it can only be used by authorized
individuals.” The Exam ning Attorney made of record a

definition of “cryptography” from The H gh-Tech Dictionary

which reads in a virtually identical nmanner as M.
Boisjolie’s declaration: “The technol ogy of encoding
information so it can only be read by authorized

individuals.” See also Webster’s New Wrld Dictionary

(1996) which defines the related word “cryptography” as
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follows: “The art of witing or deciphering nmessages in
code.”

There is also no dispute as to what applicant’s
Internet filtering services are. |In this regard, reference
is made to paragraph 8 of M. Boisjolie’ s declaration which
reads, in part, as follows: “Applicant corporation’s
filtering services are for consuners who wish to filter
vi ol ent ganes, pornography, and other undesirable content
fromsites or e-mail fromthe view of children ...elderly
peopl e, or thenselves.”

Based on a review of the record, we find that the
Exam ning Attorney has established that conputer software
havi ng cryptographic security features (registrant’s goods)
and the services of Internet filtering and reporting for
use by parents, children, schools, churches and ot her
religious affiliates (applicant’s services) are clearly
rel at ed.

First, the Exam ning Attorney has denonstrated that
sone conpani es are manufacturing conbi nati on products which
feature both filtering and cryptography (encryption). In
this regard, the Exam ning Attorney has nmade of record a
nunber of articles which denonstrate this very point. One

such article is fromthe Novenber 2001 issue of Information

Security and it reads, in part, as follows: “Sonme vendors
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roll ed out combination content filtering/encryption
software.” In addition, the Exam ning Attorney conducted a
Googl e search which showed that various conpanies are
offering both filtering and cryptographic products and
servi ces.

Second, even if there was no evidence of products and
services featuring both filtering and cryptographic
security, there can be no serious dispute that nmany
institutions would have a need for both filtering products
and services and cryptographic products and services. Even
if we assune arguendo the correctness of applicant’s
contention that cryptographic products are not purchased or
used by individuals, it is obvious that they are used by
institutions such as schools and churches, the very
custoner groups listed in applicant’s identification of
services. obviously, a school nust protect the privacy of,
for exanple, a student’s academ c and disciplinary records.
A school would therefore have to place such records on
software which is cryptographic in the sense that it can be
accessed only by authorized users, such as certain school
adm nistrators. Likew se, a school would have the need for
filtering services and products to protect, as applicant’s
itself states, children (students) from pornographic and

ot her objectionable websites and e-nmail.
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If a school admnistrator were to see virtually
identical marks on Internet filtering services and
cryptographi ¢ conputer software, he or she would naturally
assune that both related products enmanated froma common
sour ce.

Decision: The refusal to register is affirmed.



