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Opi nion by Wal sh, Adm nistrative Trademark Judge:

On March 28, 2002, Ab Initio Software Corporation
(applicant) filed an intent-to-use application to register
ENTERPRI SE METADATA ENVI RONVENT on the Principal Register,
in standard character form for:

Comput er progranms for the managenent and mai nt enance
of a data processing repository for |arge vol unes of
data, application prograns, and application program
execution results; conputer prograns for comrunication
and processing data anong nul ti ple conputer systens
and operating systens; data processing conputer
progranms for processing |arge volunes of data, in

I nternational C ass 9.
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Appl i cant has di scl ai ned “METADATA’ even though the
exam ning attorney did not require it to do so.

The exam ning attorney refused registration under
Section 2(d) of the Act, 15 U S.C. § 1052(d), in view of
two prior registrations, both for the mark METADATA in
standard character form and both now owned by Mt adata
Corporation: Registration No. 1409260 for “conputer
prograns” in International C ass 9, issued Septenber 16,
1986, and Registration No. 2185504 for “manuals for use
with a conputerized data mani pul ati ve programto create,
nmodi fy, display, and print record managenent files” in
International C ass 16, issued Septenber 1, 1998. The
regi strant has maintained both registrations to date.
Applicant responded to the refusal; the exam ning attorney
made the refusal final; and applicant appeal ed. For the
reasons stated bel ow, we reverse.

Section 2(d) of the Act precludes registration of an
applicant’s mark “which so resenbles a mark registered in
the Patent and Trademark Office . . . as to be likely,
when used on or in connection with the goods of the
applicant, to cause confusion . . .” Id.

The opinion in In re E.I. du Pont de Nenours & Co.,

476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1977), sets forth

the factors we may consider in determning |ikelihood of
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confusion. W nust decide the issue case by case, and one

factor may play a domnant role in a particular case. In

re E.I. du Pont de Nenmoburs & Co., 177 USPQ at 567. W

di scuss below the factors rel evant here, nost inportantly,
the marks, the goods, the strength of registrant’s mark and
t he sophistication of the purchasers of applicant’s goods.
At the outset, we note that registrant’s C ass 9 goods
were identified sinply as “conputer prograns” at a tine
when such a broad identification was consi dered accept abl e.
As noted, the registration issued in 1986. Applicant’s
identification of its Class 9 goods reflects the
specificity now required for such goods. The exam ning
attorney correctly points out that we nust construe the
goods in the cited Cass 9 registration broadly. That is,
in the absence of explicit restrictions we nust presune
that the registration covers all goods of the type
descri bed, that those goods travel in all trade channels
typical for those goods, and that the goods are avail able
to all typical classes of purchasers for those goods. CBS

Inc. v. Morrow, 708 F.2d 1579, 218 USPQ 198, 199 (Fed. Cr

1983); Inre Melville Corp., 18 USPQ2d 1386, 1388 (TTAB

1991). Accordingly, for the purpose of our determ nation

here, we presune that registrant’s goods coul d enconpass
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any conputer program including the nore specific types
identified in the application.

Wth regard to the strength of registrant’s mark, we
note applicant’s argunent that METADATA is a nerely
descriptive or generic term However, as the exam ning
attorney points out, we nust accord the regi stered METADATA
mar k the presunptions which apply to any registration under
Section 7 of the Trademark Act, 15 U.S.C. § 1057. Most
inportantly, we are mndful of the presunption that the
registered mark is valid and the presunption of the
registrant’s exclusive right to use the registered mark in
commerce on or in connection with the goods specified in
the certificate. 1d. W are also mndful that we nmay not

entertain a collateral attack on a registration in an ex

parte proceeding. In re D xie Restaurants, Inc., 105 F. 3d

1405, 41 USPQ2d 1531, 1534 (Fed. Cr. 1997). On the other
hand, in our consideration of |ikelihood of confusion, the
du Pont case dictates that we take into account any
evi dence bearing on the strength of the registered nmark.
The evi dence of record in this case supports
applicant’s contention that METADATA is a weak mark.
Appl i cant has provi ded exanples of third-party use of
METADATA on Internet web pages. For exanple, a page at

wwwv. asg. com i ncl udes the headi ng “Metadata Repository” and
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states, "ASG s netadata repositories are significantly
different fromothers in the market.” Another exanple from

WMV, census. gov, apparently associated with the U S. Census

Bureau, includes the heading “Providing Docunent Retrieval
Through a Metadata Repository at the Census Bureau” and
states, “Significant research and devel opnent has been
acconpl i shed toward devel oping a logically centra
repository that organizes statistical netadata.”

Based on this and other evidence, applicant argues
that “netadata” is a well known descriptive termin the
conputer field. In the early prosecution of the
application the exam ning attorney had al so refused
regi stration under Section 2(e)(1l) of the Trademark Act, 15
U S.C 1051(e)(1), on the ground that the entire mark,

ENTERPRI SE METADATA ENVI RONVENT, was nerely descriptive of

the goods. In support of that refusal, which was | ater
wi t hdrawn, the exami ning attorney stated, "’ Metadata’ is
defi ned by Wbopedi a.com as ‘data about data,’ - it

descri bes how and when and by whom a particul ar set of data
was collected.” The exam ning attorney al so provided
selected results froma Nexi s® search including the

follow ng excerpt froma 1999 Journal of Commerce article,

“The Jul y- August issue features articles on integrating

wi th Peopl esoft, working with nessage brokers and



Ser No. 78118147

devel oping an enterprise netadata plan as well as a link to
fatbrain.comfor rel ated books on software integration.”

Applicant has al so nmade of record two registrations
owned by parties other than the owner of the cited
regi strations for marks whi ch i ncl ude METADATA, both for
conput er prograns:

Reg. No. 2686624 for METAGETTER — AUTOVATED METADATA

EXTRACTI ON for “conputer software for the extraction

of descriptive file header (I1PTC) information from any

file as delimted text, XM. or inport into ODBC

dat abase” with a disclainmer of “AUTOVATED METADATA

EXTRACTI ON'; and

Reg. No. 2801335 for END TO END METADATA MANAGEMENT

AND ANALYTICS for “software for providing information

about conputer systemenvironnment” with a disclainer

of “METADATA MANAGEMENT AND ANALYTI CS.”

Appl i cant al so provided copies of six registrations in
whi ch “netadata” was used as a termin the identification
of Ol ass 9 goods.

In view of the presunptions accorded to a registration
not ed above, we reject applicant’s argunent that METADATA
is either nerely descriptive or generic. Nonetheless, the

totality of the evidence in this record presented by both

applicant and the exam ning attorney dictates the

Y'In his appeal brief the examining attorney objected to
applicant’s inclusion, inits brief, of the full information with
regard to this registration. However, applicant had identified
and di scussed the registration previously and, although the

exam ning attorney had the opportunity to do so, he did not
previously object to the evidence as to formor otherw se.

Accordi ngly, we have considered this evidence.
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concl usion that “METADATA” is a highly suggestive termfor
conputer prograns and that the cited registration is
entitled to a limted scope of protection. 1In concluding
so, we have totally discounted the disclainer of “netadata”
applicant volunteered, as well as the disclainers of
“metadata” in the third-party registrations.

Turning to our consideration of the marks overall, to
determ ne whether the marks are confusingly simlar we nust
consi der the appearance, sound, connotation and comrerci al

i npression of each mark. Palm Bay Inports Inc. v. Veuve

Clicquot Ponsardin Mai son Fondee En 1772, 396 F.3d 1369, 73

UsP2d 1689, 1692 (Fed. Cir. 2005).

Bot h marks include the term VETADATA. However, the
fact that both marks have this termin common is not a
sufficient basis for us to conclude that the marks are
confusingly simlar. As stated above, this termis highly
suggestive. The additional words ENTERPRI SE and
ENVI RONVENT in applicant’s mark are sufficient to
distinguish it fromthe cited mark. W conclude so because
the cited mark, METADATA, is entitled to a limted scope of
protection. The presence of ENTERPRI SE at the begi nning of
applicant’s mark and ENVI RONMENT at the end are, because of
their positions, nore noticeable than the highly suggestive

term METADATA. As aresult we find that the marks differ
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i n appearance, sound, connotation and conmerci al
i npression. Accordingly, we conclude that applicant’s mark
and the cited mark are not simlar.

The other du Pont factor relevant here is the
sophi stication of the purchasers of the goods. Inits
brief applicant argues that the products identified inits
application “would be sel ected and purchased carefully,
after nmuch scrutiny” due to their “expense and
sophistication.” W note, in particular, that applicant
has represented that, “a mninumsale is in excess of
$200, 000 and normal Iy invol ves nont hs of product testing
and eval uation by the custoner.”? On these facts, applicant
urges that the personnel charged with the purchase of such
products are sophisticated.

We nust consider the goods as they are identified in
the application, and not necessarily as they are sold by
applicant. In view of the identification of goods, we
concl ude that sophisticated individuals, not the general
consum ng public, would be the purchasers of goods of the
type identified in the application. W conclude further
that the sophistication of the purchasers of the goods
identified in the application would di mnish, if not

precl ude, any likelihood of confusion.
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In sunmary, we conclude that there is not a |ikelihood
of confusion between applicant’s mark and the cited mark
based on the totality of the evidence in this case. W
conclude so principally on the basis of the cunul ative
i npact of the weakness of registrant’s mark, the
di fferences between applicant’s mark and the cited mark,
and the sophistication of the purchasers of applicant’s
goods.

Decision: The refusal to register applicant’s mark on

the ground of a likelihood of confusion is reversed.

2 Applicant’s Septenber 30, 2004 response, at page 4.



