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Qpi nion by Quinn, Adm nistrative Tradenmark Judge:
Applications were filed by Burco, Inc. to register the
desi gnations 2216, 2252 and 3217 for “repl acenent glass for

outside rear-view mirrors.”?!

Applicant has cl aimed acquired
di stinctiveness pursuant to Section 2(f) of the Trademark
Act .

In each application, the trademark exam ni ng attorney

refused regi stration under Sections 1, 2 and 45 of the

! Application Serial Nos. 78140350, filed July 1, 2002, alleging
dates of first use of May 1981; 78140360, filed July 1, 2002,
all eging dates of first use of March 1989; and 78140376, filed
July 1, 2002, alleging dates of first use of February 1993.
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Trademar k Act on the ground that applicant’s nuneri cal

desi gnations serve nerely as nodel nunbers or part nunbers
that are neither inherently distinctive nor have acquired
di stinctiveness.

When the respective refusals were made final
appl i cant appeal ed. Applicant and the exam ning attorney
have filed briefs. An oral hearing was not requested.

In view of the commobn questions of |aw and fact that
are involved in these three applications, and in the
interests of judicial econony, we have consolidated the
applications for purposes of final decision. Thus, we have
i ssued this single opinion.

I n support of registration, applicant argues that just
because a proposed mark is a nunerical designation does not
automatically nean that the designation does not function
as a trademark. Applicant contends, in pointing to the
evidence it has submtted, that its nunerical designations
are used and perceived as trademarks for its goods sold
t hereunder. More specifically, applicant points to its
years of use of the designations, sales of products under
t he designations, and advertising expenditures relating to
pronotion of its nunerical designations. Applicant also
relies on its specinens, which are packages for the goods,

asserting that the designations are prom nently displ ayed
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thereon. In sum applicant states that its respective
nuneri cal designations serve “as both a nodel nunber and as
a source indicator for Applicant’s goods.” (Request for
Reconsi deration, filed October 24, 2003, in S. N 78140350)
(enphasis in original).?2

The exam ning attorney naintains that the proposed
mar ks, as used on the specinens, nerely identify nodel,
styl e or grade designations, and woul d not be perceived as
trademarks for applicant’s goods. The exam ning attorney,
relying on evidence obtained fromapplicant’s web site on
the Internet, asserts that applicant nerely utilizes
various four-digit nunbers as part nunbers that custoners
may use for ordering the appropriate part. Wth respect to

the claimof acquired distinctiveness, the exam ning

21nits appeal briefs, applicant references eight third-party
regi strations of nunerical trademarks, contending that
applicant’s invol ved designations “should be registered for al

of the sanme reasons that those nunerical tradenmarks were
registered.” The exanining attorney’'s brief is silent on this
point. Notwithstanding this silence, this evidence was never
properly made of record in a tinely fashion. Accordingly, the
third-party registration evidence is not of record and has not
been considered in reaching our decision. |In any event, such

evi dence, even if of record, is of no nonent. The issue in this
consol i dat ed appeal is not whether nunbers can be registered;
clearly, in appropriate circunstances, nunbers are registrable as
trademarks. Rather, the issue herein is whether applicant’s part
nunbers have acquired distinctiveness. These third-party

regi strations provide no apparent support for applicant’s
position that it has denonstrated that its nunerical designations
have acquired distinctiveness. Further, as is often stated, each
case nust be decided on its own nerits. |In re Best Software
Inc., 58 USP@d 1314 (TTAB 2001).
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attorney contends that the evidence in support thereof is
insufficient, finding that the I ength of use of the
proposed nmarks, the advertising figures and the enforcenent
actions undertaken by applicant against alleged infringers
fall short in establishing acquired distinctiveness.

It is settled that nunbers used only to indicate
nodel , style or grade are not registrable as trademarks
because they do not serve to identify and distinguish an
entity’'s goods fromsimlar goods manufactured and sold by
others. Such nunbers, however, can serve, in appropriate
ci rcunst ances, the dual purpose of a nobdel or grade
designation and a trademark indicating origin of the goods.
That is to say, if it is shown that the nuneric designation
has attained recognition by the public as a source
identifier in addition to any other function it may
perform then it may be registrable as a trademark. In re
Dana Corp., 12 USPQ2d 1748 (TTAB 1989); and In re Peterson
Manufacturing Co., Inc., 229 USPQ 466 (TTAB 1986).

The speci nens of record show the respective nuneri cal
desi gnati ons appearing on |labels affixed to packaging for
the goods. One of applicant’s specinmens, which is al so
representative of how applicant’s other two marks are

actually used, is reproduced bel ow.
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Applicant clainms, as noted above, that its nunerical
desi gnations function both as nodel nunbers and as source
indicators. In connection with the latter function,
applicant has clainmed that its numerical designations have
acquired distinctiveness as provided under Section 2(f).

Applicant has submitted four declarations. The first
declaration is from M chael Mervenne, applicant’s vice
president. M. Mrvenne states that applicant’s nunerical
trademar ks 2216, 2252 and 3217 have been used in commerce
since at least as early as 1981, 1989 and 1993,
respectively. M. Mervenne further asserts that the nmarks
“identify [applicant] as the well-known source of quality

autonotive replacenent mrror parts” and that the marks
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“identify specific types of autonotive replacenent mrror
parts, in addition to serving the source-indicating
function.” According to M. Mervenne, applicant and its
parts have “achi eved significant comrercial success.” In
this connection, M. Mervenne states that during the period
1999- 2002, applicant sold $422,331 of its glass with the
part no. 2216; $320,101 of its glass with the part no.
2252; and $387,176 of its glass with the part no. 3217. It
is also clainmed that conpetitors have attenpted to “copy,
m sappropriate and trade off of” applicant’s marks, and
that applicant has acted pronptly to stop these third-party
uses. Exhibits relative to these actions acconpany the
decl aration. Applicant’s success in stopping others from
using its numerical marks is, according to M. Mervenne,
“convi ncing evidence that these conpetitors have either
expressly or inpliedly acknow edged the distinctiveness and
trademark significance of these marks.”

Two ot her declarations, both identically worded, are
froma purchasi ng agent enployed by Mygrant d ass Co.,
M chael Hayward, and froma vice president of A d Dom nion
d ass, Inc., Donald Rommell. Both individuals state that
they are responsible for ordering and stocking autonotive
replacenent mrror parts and that they are famliar with

applicant’s goods. Further, Messrs. Hayward and Ronmel |
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state that they have for the last five years purchased
repl acenent mrror parts fromapplicant. They also state,
in pertinent part, the foll ow ng:

The trademarks 2216, 2252, and 3217

clearly and unequi vocally designate to

me autonotive replacenent mrror parts

that are made by [applicant], and not

by any other entity. Wth confidence,

| can order [applicant’s] products by

t hese nunber trademarks and know t hat

the products | receive will be genuine

[ appl i cant] products.

Qur customers, which include auto

retailers, routinely ask for 2216,

2252, 3217 brand replacenment mrrors by

t hose nunbers al one because they know

that the nunbers designate and identify

[ applicant’ s] products.

The fourth declaration is from Eli sabeth Mervenne,
vice president of marketing for applicant. O the four,
this last declaration is the one nost recently prepared.
Ms. Mervenne reiterates, word for word, several of the same
statenents nade by M. Mervenne in his earlier-submtted
declaration. M. Mervenne further clainms that she is
intimately famliar with applicant’s conpetitors and the
autonotive industry and that no other entity uses “these
numeric trademarks.” In this connection, M. Mervenne
points to the declarations of Messrs. Hayward and Rommel |

in stating that applicant’s nunerical designations are

perceived in the industry as trademarks. M. Mervenne goes
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on to nmake the follow ng assertions relative to applicant’s
pronotional efforts:

In addition to their I ong standing use
and commerci al success, [applicant’s]
advertising of such nuneric trademarks
provi des further evidence that

[ applicant] uses the nunerals as actual
trademarks. First, as evidenced by the
specinens in this case, the nuneric
trademark is prom nently displayed on

t he rel evant product packagi ng.

Second, when [applicant] receives
orders for the products associated with
t he nuneric marks, the actual numeric
mark is used, as is evidenced by the
prior filed Declarations of Donald
Ronmmel | and M chael Hayward. Third,

[ applicant] wi dely advertises the
numeric marks to distributors across
the nation. Fourth, [applicant] spends
over $150,000 per year in pronoting its
nuneric trademarks through its catal og,
whi ch includes printing costs, research
and devel opnent, production (| ayout,
design and formatting), and | abor.

[ Applicant] al so advertises and
pronotes its nuneric trademarks at
tradeshows and on its website, which
costs, on a yearly basis, approximtely
$13, 000.
[ Appli cant] spent an additional $6, 000
in advertising expenses for nuneric
trademarks in 2004 al one.
The exam ning attorney, in countering applicant’s
evi dence, submtted an excerpt of a page fromapplicant’s
website on the Internet (ww. burcoinc.com. This page

shows applicant’s use of ten different 4-digit nunbers

under the heading “Part Nunmber”; to the left of the
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respective part nunbers is a description of the product
(e.g., “12" mrror for Donestic Vehicles” and “Lighted
mrror with switch and harness”).?

There is no question, as applicant readily concedes,
that the nunerical designations sought to be registered are
nodel or part nunbers. See In re Cabot Corp., 15 USPQd
1224 (TTAB 1990) [claim ng benefits of Section 2(f) is
“tantanount to an adm ssion that this [designation] |acks
i nherent distinctiveness”]. See also Yanaha | nternational
Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001
(Fed. Cr. 1988). It is applicant’s position, however,
that the evidence of record establishes that the
desi gnati ons have acquired distinctiveness.

On the Section 2(f) issue, applicant has the burden of
proving that its nunerical designations have acquired
distinctiveness. 1In re Hollywod Brands, Inc., 214 F.2d
139, 102 USPQ 294 (CCPA 1954). Upon consi deration of
applicant’s evidence, we find that the evidence is
insufficient to show that the nunerical designations serve
a trademark function

Applicant’s use of its nunerical designations and the

3 The listed nunbers are: 2301, 2302, 2303, 2304, 2305, 2315,
2328, 2329, 2330 and 2331. The involved nuneric designations
sought to be registered herein are not |isted on the particular
page submitted by the exam ning attorney.
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sales figures set forth by M. Mervenne indicate that
applicant has had a relatively nodest degree of success.
The sales fall short, in our view, of M. Mervenne's claim
of “significant commercial success.” |In saying this, we
readily recognize the difficulty in accurately gaugi ng the
| evel of applicant’s success in the absence of additional
informati on such as applicant’s market share or how it
ranks in ternms of sales in the industry. 1In any event, to
the degree that applicant’s goods have been popul ar,
popul arity of a product is not synonynmous with acquired
di stinctiveness; popularity does not necessarily indicate
t hat buyers associate the designation with only one source.
In re Bongrain International Corp., 894 F.2d 1316, 13
UusP2d 1727 (Fed. Gr. 1990). Sinply put, the vol une of
sales is irrelevant if purchasers regard the nunerica
desi gnations as part or nodel nunbers rather than as
t rademar ks.

The advertising expenditures |ikew se are not
i npressive. Applicant’s annual expenses of $150, 000 covers
t he cost of producing applicant’s catal og wherein,
presumably, the nunerical designations are |listed as part
nunbers, as is the case with applicant’s website. Further,
Ms. Mervenne cites to annual expenditures of $13,000 to

attend trade shows and maintain its website, yet this

10
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anount woul d appear to cover expenses that, only
incidentally, involve pronotion of applicant’s nuneri cal
desi gnations. The additional $6,000 for advertising
expenses cited by Ms. Mervenne is hardly a substanti al
nunmber. None of the advertising figures is broken down to
reflect pronotion for the specific numerical designations,
and it is assuned that the figures apply to applicant’s
entire collection of nunerical designations, not just the
ones sought to be registered herein. |In any event, the
salient issue is the achi evenent of acquired

di stinctiveness and not the effort in the attenpted
achievenent. In re Pennzoil Products Co., 20 USP@2d 1753
(TTAB 1991).

Moreover, there is no evidence that applicant has
pronoted the nunerical designations as tradenarks.
Applicant has failed to submt any pronotional materials
showi ng how the marks are pronoted, whether by way of its
catal ogs, its appearances at tradeshow, its website, or
otherwi se. There is no evidence that applicant has
featured the nuneric designations as trademarks in its
advertising or other pronotional efforts such that it can
be inferred that buyers and viewers of the advertising have
cone to regard the designations as trademarks of applicant.

What little evidence we do have, taken from applicant’s web

11



Ser. Nos. 78140350; 78140360; and 78140376

site, shows the use of simlar designations strictly as
part nunbers. W cannot conclude that the exposure of
applicant’s nunerical designations in applicant’s catal og
or at a trade show has had any significant inpact on
buyers’ m nds such that they perceive the designations as
source indicators of applicant’s goods.

The fact that others in the trade have stopped their
uses of purportedly simlar marks when confronted with
applicant’s cease and desist letters is of little probative
val ue. Applicant clains that the cessation of use is an
acknow edgenent by these conpetitors of the distinctiveness
of applicant’s nuneric designations. Wthout additional
evi dence on this point, we are not able to reach the
concl usi on urged by applicant. These conpetitors may
sinply have wanted to avoid costly litigation with
applicant. Inre Wella Corp., 565 F.2d 143, 196 USPQ 7, 8
n.2 (CCPA 1977)[ " Appel l ant argues that various letters (of
record) fromconpetitors indicating their discontinuance of
use of its mark upon threat of |egal action are evidence of
its distinctiveness, but we agree with the TTAB that such
evi dence shows a desire of conpetitors to avoid litigation
rather than distinctiveness of the mark.”].

Finally, the fact that M. and Ms. Mervenne, both

officers of applicant, state that the nunerical

12
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desi gnations are perceived as trademarks in the trade is
hardly convincing given the self-serving nature of their
statenents. In re David Crystal, Inc., 296 F.2d 771, 132
USPQ 1 (1961); and Kayser-Roth Corp. v. G eene, Tweede &
Co., 159 USPQ 494 (TTAB 1968).

The remai nder of the evidence in support of
regi stration conprises the two declarations from deal ers of
applicant’s goods. These individuals, one a purchasing
agent and the other a vice president, both enpl oyed by
gl ass conpani es that buy applicant’s replacenent glass for
mrrors, state that they recogni ze applicant’s nuneri cal
desi gnations as source indicators for applicant’s goods.

Although it is not entirely clear fromthe record, it
woul d appear fromthe declarations of Messrs. Hayward and
Rommel |l that there are two classes of prospective
purchasers for applicant’s goods, nanely deal ers and auto
retailers. There is no direct evidence that any auto
retailer that buys applicant’s replacenent glass for
outside rear-view mrrors recogni zes the nunerica
designations as source indicators. See In re Seaqui st
Val ve Co., 169 USPQ 245 (TTAB 1971) [statenents in
affidavit or declaration referring to the opinion of others
is entitled to little or no probative value]. Wth respect

to the deal ers’ declarations, the fact that the declarants

13
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order applicant’s products by the nunerical designhations is
not surprising given that they are ordering the products
directly fromapplicant, and that the designations are also
part nunbers. Lastly, these declarations represent the
views of only two consuners. Although it is not incunbent
upon an applicant to conduct an exhaustive survey or submt
hundreds of declarations in order to prove acquired

di stinctiveness, two declarations of purchasers are
insufficient in this case.

Under the circunstances, we find that the Section 2(f)
evidence as a whole is insufficient to show that
applicant’s nunerical designations woul d be perceived by
purchasers as marks for applicant’s replacenent glass for
mrrors rather than nerely as part nunbers for such goods.

Decision: The refusal to register is affirnmed in each

appl i cation.
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