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Bef ore Qui nn, Chapnman and Drost, Adm nistrative Trademark
Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On July 10, 2002, Marcraft Cothes, Inc. (a New York
corporation) filed an application to register on the
Princi pal Register the mark EAGLE for “nen’s tailored
clothing, nanely, suits, sport jackets, coats and sl acks.”
The application is based on applicant’s assertion of a bona
fide intention to use the mark in commerce.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the

ground that applicant’s mark, when applied to its
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identified goods, so resenbles two regi stered marks, both
currently owned by Phillips-Van Heusen Corporation through
assignnent, and both for the mark EAGLE, Registration No.
110603 issued June 6, 1916 (renewed to 2006) for “woven
dress-shirts, negligee shirts, and undershirts, drawers,
and sl eeping garnents,” and Regi stration No. 986469 issued
June 18, 1974 (renewed to 2014) for “shirts, swi mtrunks,
sweaters and neckties,” as to be likely to cause confusion,
m st ake or deception.?

Applicant has appeal ed. Briefs have been filed, but
an oral hearing was not requested.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. See Inre E. |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Myjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQRd 1201
(Fed. Cr. 2003). 1In any likelihood of confusion analysis,
however, two key considerations are the simlarities
between the marks and the simlarities between the goods

and/ or services. See Federated Foods, Inc. v. Fort Howard

! The Examining Attorney originally cited six registrations under
Section 2(d) of the Trademark Act. Applicant successfully
petitioned to cancel four of the six registrations.

(Cancel l ati on No. 92040797, Marcraft Clothes, Inc. v. diftex
Cor por ati on)
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Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See
also, In re Dixie Restaurants Inc., 105 F.3d 1405, 41
USPQ2d 1531 (Fed. Cir. 1997).

The Exam ning Attorney correctly argues that
applicant’s mark and the two cited registered nmarks are
identical. Therefore, the marks are not only simlar, but
are identical in sound, appearance, connotation and over al
comercial inpression. This fact “weighs heavily against
applicant.” In re Martin's Fanous Pastry Shoppe, Inc., 748
F.2d 1565, 223 USPQ 1289, 1290 (Fed. Cir. 1984). |ndeed,
the fact that an applicant has selected the identical mark
of a registrant “weighs [so] heavily against the applicant
that applicant’s proposed use of the mark on “goods..

[ which] are not conpetitive or intrinsically related [to
registrant’s goods]...can [still] lead to the assunption
that there is a common source.” In re Shell G| Co., 992
F.2d 1204, 26 USPQ2d 1687, 1688-1689 (Fed. Cir. 1993).

“The greater the simlarity in the marks, the | esser the
simlarity required in the goods or services of the parties
to support a finding of likelihood of confusion.” 3 J.

McCart hy, McCarthy on Trademarks and Unfair Conpetition,

§23:20.1 (4th ed. 2001).
Appl i cant contends that the cited mark i s weak and

argues specifically as foll ows:
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Because the EAGLE el enent shared by
Applicant’s Mark and the Cited Marks is
weak and has been diluted by third [-]
party use in the clothing field,
confusion as to source or origin is not
i kely;

As indicated in the attached print-out
fromthe [private] online database
(Attached A), there are nunerous

exi sting registrations, in
International C ass 25 for clothing,
whi ch i ncorporate the EAGLE el enent
including: [applicant then shows a
typed list of 28 third-party

regi strations which include the word
EAGLE] ;

These marks illustrate the narrow scope
of protection afforded the Cted Marks
and the recognition given by the
Trademark O fice of the public’s
ability to distinguish anong cl ose
marks in this area (brief, pp. 2-3);
and

Third[-]party uses and regi strations
can al so provide evidence that the
consuners of the goods in question are
accustonmed to distinguishing between

simlar goods and simlar marks, and
are less likely to be confused (brief,

p. 6).

Procedural ly, regarding applicant’s “Attached A’
(filed with its response dated April 24, 2003), applicant
did not provide proper copies of any of the referenced
third-party registrations/applications fromthe USPTO s
dat abase, but rather applicant’s printouts are froma
private online database. See Inre Smith and Mehaffey, 31

USP2d 1531 (TTAB 1994); Weyerhaeuser Co. v. Katz, 24
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USPQ2d 1230 (TTAB 1992); and In re Duofold Inc., 184 USPQ
638 (TTAB 1974). However, because the Exam ning Attorney
did not object to this evidence, and in fact, she discussed
the material on the nerits, the Board considers all of the
references (applicant’s “Attached A" and applicant’s typed
list of 28 registrations) stipulated into the record.?

One of the third-party registrations fromapplicant’s
typed list is not in the printouts fromthe private online
dat abase and it is not for goods in International C ass 25.
(Regi stration No. 2677145 for the word “eagle” in | ower
case and in stylized lettering is for various hockey
sporting goods in International Class 28.) |In addition,
with only five exceptions,® all of the remaining marks both
in the printouts and in applicant’s typed |ist are for

marks with the word EAGLE and at | east one other word (for

2 W note that the private database |istings do not include the
regi stration nunber and/or the application serial nunber, the
regi ster the mark appears on (Principal or Supplenental), whether
the registration and/or application is currently live or not,
etc. Also, third-party applications have virtually no probative
val ue on the issue of registrability, as pending applications are
evi dence only of the fact that an application was filed on a
particul ar date.

® O the five exceptions, one registration is for sporting goods
(as explained earlier herein), two are for the term“eagle” in a
foreign | anguage and each with a design feature (Registration
Nos. 1421201 and 1460886), one is for the mark EAGLES and the
identification of goods specifically recites clothing itens
“relating to the nusic group ‘The Eagles’” (Registration No.
2161179), and one is for the mark EAGES and design and i s owned
by the University System of Georgia (Registration No. 1697700).
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exanpl e, EAGLE CANYON, EAGLE PO NT, BLUE EAGLE, CGREEN
EAGLE, SCREAM N EAGLE)

Most inportantly, third-party registrations do not
establish that the marks shown therein are in use, nuch
| ess that consuners are so famliar wwth themthat they are
abl e to distinguish anong such marks. There is no evidence
of record of any use by any party (including applicant, the
cited registrant or any third-party) of any mark incl uding
the word EAGLE for cl othing.

To the extent applicant is arguing that inconsistent
actions were taken by Exam ning Attorneys, the record
hi story of each of the two cited registrations as well as
the records of the third-party registrations are not before
us. Mreover, neither the Board nor any Court is bound by
prior decisions of Trademark Exam ning Attorneys, and each
case nust be decided on its own nerits, on the basis of the
record therein. See In re Nett Designs Inc., 236 F.3d
1339, 57 USPQ2d 1564 (Fed. Cir. 2001). See also, Inre
Kent - Ganebore Corp., 59 USPQ2d 1373 (TTAB 2001).

Furt hernore, even weak marks are entitled to
protection against registration by a subsequent user of the
sane or simlar mark for the sane or related goods. See
Hol | i ster Incorporated v. Ident A Pet, Inc., 193 USPQ 439

(TTAB 1976).
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Turning next to a consideration of the goods involved
in this case, we start with the well-settled principle that
t he question of likelihood of confusion in Board
proceedi ngs regarding the registrability of marks, nust be
determ ned based on an anal ysis of the goods or services
identified in applicant’s application vis-a-vis the goods
or services recited in the registration. See Cctocom
Systens Inc. v. Houston Conputer Services Inc., 918 F.2d
937, 16 USPQ2d 1783 (Fed. Cir. 1990); and Canadi an | nperi a
Bank v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQR2d 1813
(Fed. Cr. 1987). Further, it is also well settled that
goods or services need not be identical or even conpetitive
to support a finding of likelihood of confusion. Rather,
it is enough that the goods or services are related in sone
manner or that the circunstances surrounding their
mar keting are such that they would |ikely be seen by the
sanme persons under circunstances which could give rise,
because of the marks used therewith, to a m staken belief
that they emanate fromor are in sone way associated with
the sane producer or that there is an associati on between
t he producers of each party’'s goods or services. See In re
Peebles Inc., 23 USP@@d 1795, 1796 (TTAB 1992); and In re

Melville Corp., 18 USPQd 1386 (TTAB 1991).
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In this case, applicant’s identified goods are “nen’s
tailored clothing, nanely, suits, sport jackets, coats and
sl acks” and registrant’s identified goods are “woven dress-
shirts, negligee shirts, and undershirts, drawers, and
sl eeping garnents” and “shirts, swmtrunks, sweaters and
neckties.” Cearly, these are not identical itens of
clothing. The Exam ning Attorney argues that these goods
are closely related and she submtted into the record
printouts of pages froma fewthird-party websites (e.qg.,
Jos. A Bank, The Foursone, Land s End) show ng that these
entities offer tailored nen’s clothing, including suits,
shirts and ties.

Based on the record, we find that applicant’s nen’s
tailored clothing itens (particularly the “suits,” “sport
j ackets” and “slacks”) and registrant’s clothing itens

(particularly the “woven dress-shirts,” “shirts” and
“neckties”) are related goods. See Hew ett-Packard Conpany
v. Packard Press, Inc., 281 F.3d 1261, 62 USP2d 1001, 1004
(Fed. Cr. 2002)(“even if the goods and services in
guestion are not identical, the consum ng public may

perceive them as rel ated enough to cause confusi on about

the source or origin of the goods and services”).
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The respective goods, as identified, would be sold in
the sane or at |east overlapping channels of trade to the
sanme or overl apping cl asses of purchasers.

Wth regard to the conditions of sale du Pont factor,
applicant contends that its identified clothing itens are
expensive; that applicant’s goods will be purchased with
t he assistance of a sales associate or an in-house tailor,
while the cited registrant’s goods w Il be purchased self-
serve off the shelf; and that purchasers will use a high
degree of care in selecting tailored clothing. However,
applicant submtted no evidence relating to (i) the cost of
either its own goods or those of the cited registrant; (ii)
the respective asserted nethods of sale (off the shelf or
t hrough a sales associate or tailor); and (iii) consuners’
pur chasi ng decisions with regard to tailored clothing.
Even if we assune that applicant’s goods are expensive and
are purchased with sal es assistance and only with care, we
are not convinced on this record that purchasers wll be
i mmune from confusion as to source, where, as here,
identical marks are applied to closely related products.
See In re Hester Industries, Inc., 231 USPQ 881 (TTAB
1986) .

In view of the fact that applicant’s EAGE mark is

identical to registrant’s mark, and the goods are cl osely
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related (e.g., “nen’s tailored suits” and “shirts”), with
t he sane or overl appi ng channel s of trade and purchasers,
we find that applicant’s mark for its identified goods is
likely to cause confusion with the mark in the cited
registrations.

Finally, any doubt on the question of Iikelihood of
confusion nust be resol ved agai nst the newconer as the
newconer has the opportunity to avoid confusion, and is
obligated to do so. See TBC Corp. v. Holsa Inc., 126 F. 3d
1470, 44 USPQ2d 1315 (Fed. Cir. 1997); and In re Hyper
Shoppes (Chio) Inc., 837 F.2d 840, 6 USPQ2d 1025 (Fed. Cr
1988) .

Deci sion: The refusal to register under Section 2(d)

of the Trademark Act is affirned.
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