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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Internet Profit Systens, LLC
Serial No. 78144064
G Henry Welles of Best Best & Krieger LLP for Internet
Profit Systens, LLC
M chel e-Lynn Swai n, Tradermark Exam ning Attorney, Law
Ofice 116 (Meryl Hershkow tz, Managi ng Attorney).
Bef ore Chapman, Bottorff, and Drost, Adm nistrative
Trademar k Judges.
Qpi nion by Drost, Adm nistrative Trademark Judge:
Applicant, Internet Profit Systenms, LLC, seeks to
regi ster the term I NTERNET PROFI T SYSTEMS, in typed form
on the Principal Register for services ultimately
identified as:
Mar ket research and advertising services to others who
of fer goods and services over the Internet,
television, print, and other nedia, by providing
statistical research in the field of marketing

products and services, by providing assistance in the
devel opnment of nethods of pronoting those businesses
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goods and services and by providing assistance in the
devel opnment of nethods of nerchandi sing, marketing and
pronoti ng of products and services offered over the
Internet by others in International O ass 35; and
Techni cal consultation in the field of Internet
retailing websites and operating Internet retailing
websi tes; designing, inproving and inplenmenting
Internet retailing websites for others in
I nternational Cass 42.1
The exam ning attorney has refused to register
applicant’s mark on the ground that the mark is nerely
descriptive under Section 2(e)(1l) of the Trademark Act, 15
US C 8 1052(e)(1). The exam ning attorney argues (Brief
at unnunbered pages 5 and 3) that the “applicant has
conbi ned the descriptive ternms | NTERNET, PROFI T and SYSTEMS
to forma descriptive mark” and “the services conprise a
system for generating Internet profits.” Applicant submts
that the “words ‘I NTERNET PROFI T SYSTEMS are an

i ncongruous coupling of words, that do not call to m nd any

specific, generic,? product or service.” Reply Brief at 1.3

! Serial No. 78144064 filed July 15, 2002. The application
contains a clainmed date of first use and first use in conmerce of
Decenber 5, 2000.

2 The only refusal in this case is the merely descriptive
refusal. Therefore, applicant’s argunments in its brief
concerning the non-genericness of its mark are not rel evant.

3 Wth its brief, applicant submitted five registrations as
support for its argunent that its mark i s suggestive. The
exam ni ng attorney objected to the untinely subm ssion of this
evi dence. W agree that this evidence was untinely subnmitted and
we will not consider the five registrations (37 CFR § 2.142(d)),
but we do note that many of the registrations are for
significantly different goods and services.
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After the exam ning attorney made the refusal final,
appl i cant appealed to this Board.

A mark is nerely descriptive if it imediately
describes the ingredients, qualities, or characteristics
of the goods or services or if it conveys information
regarding a function, purpose, or use of the goods or

services. |In re Abcor Devel opnent Corp., 588 F.2d 811,

200 USPQ 215, 217 (CCPA 1978). See also In re Nett

Desi gns, 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cr

2001); In re MBNA Anerica Bank N A, 340 F.3d 1328, 67

USPQ2d 1778, 1780 (Fed. Cir. 2003) (A “mark is nerely
descriptive if the ultimte consuners imredi ately
associate it with a quality or characteristic of the
product or service”).

To be nerely descriptive, a termneed only describe a
single significant quality or property of the goods or

services. Inre Gyulay, 820 F.2d 1216, 3 USPQ2d 1009,

1009 (Fed. G r. 1987); Meehanite Metal Corp. v.

I nternational N ckel Co., 262 F.2d 806, 120 USPQ 293, 294

(CCPA 1959). W look at the mark in relation to the goods
or services, and not in the abstract, when we consi der

whet her the mark is descriptive. Abcor Dev., 200 USPQ at

218.
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Qobvi ously, we nust consider whether the mark in its
entirety is descriptive of the services, however, it is
appropriate to consider the individual conponents of the
mark. The mark consists of three words, | NTERNET, PROFIT,
and SYSTEMS. As to the first word, “Internet,” it is clear
that this termdescribes a feature of the services.
Applicant’s identification of services specifies that its
mar ket research and advertising services are offered to
those operating on the Internet and that applicant is
provi di ng assi stance to those offering products and
services over the Internet. Its technical consultation
services are in the field of Internet retailing websites
and operating Internet retailing websites and desi gning,

i mproving and inplenenting Internet retailing websites.
Clearly, applicant’s services are directed to assisting
others operating on the Internet. Applicant’s specinens
tout applicant’s “uni que understanding of the Internet

mar ket pl ace” and a “key factor in our success has been the
under standi ng that effective Internet Marketing strategies
are ever evolving.” Thus, there is nothing incongruous
about applicant’s use of the term*“Internet” in association
with its Internet-related services.

The next termis the word “Profit.” The exam ning

attorney (O fice Action dated Novenber 24, 2002 at 2) has



Ser. No. 78144064

submtted a dictionary definition of “profit” as “an
advant ageous gain or return” or “benefit.” Applicant’s
speci nens descri be applicant’s services as: “Unleashing
online profits through unconventional concepts and powerf ul
success strategies.” One of applicant’s custoners is
guoted as saying: “M profits are up 650% si nce you re-

wor ked nmy web site. Applicant’s services are designed to
“increase your RO (return on investnent) while

si mul t aneously increasing your bottomline.” Therefore,
the term“Profit” would describe the fact that applicant’s
mar keti ng and research services and technical consultation
and website services are designed to increase its clients’
profits.*

The third word “Systens” is defined (O fice Action
dat ed Novenber 24, 2002 at 2) as “an organi zed set of
interrelated ideas or principles.” Applicant’s literature
describes its services as “unconventional yet powerful
success strategies” and providing its clients “wth
powerful Internet marketing solutions based upon custoner

driven insight, strategic comruni cations and proprietary

technol ogy that unconditionally drives and builds the

* Wi le applicant argues (Brief at 4) that it “does work for non-
profit organizations,” it is not clear why these organi zations
woul d not also be interested in their return on investments for
the individual itens they would offer for sale on their websites.
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demand side of business.” 1In addition, applicant‘s “team
appl i es special strategies and in-depth nmethodol ogies to
devel op creative solutions to ensure your success.” These
excerpts indicate that applicant’s nethodol ogi es and
strategies would be a systemthat applies an interrel ated
set of principles or ideas.

The exam ning attorney al so submtted printouts of
several third-party registrations to show that the term
“systeni has been disclained when it has been part of a
regi stered mark for somewhat simlar services. See, e.g.,
Regi stration No. 2,472,507 (SELECTED AUDI ENCE SYSTEM f or
direct mail advertising services, Supplenental Registration
with “Systeni disclained); 1,983,177 (CUSTOVER AUTOVATED
REPLENI SHVENT SYSTEM for assisting others in maintaining
i nventory storage services, Supplenental Registration with
“Systent disclained); and 2,380,116 (CH CAGDO SYSTEMS GROUP
for conputer consulting services, Supplenental Registration
wth “Systens Goup” disclainmed). The evidence
denonstrates that the term“Systens” would be viewed as a
nmerely descriptive termwhen used in connection with

applicant’s services.
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However, we nust keep in mnd that nerely because the
i ndividual terns of a mark nay be nerely descriptive, the
guestion is whether the mark as a whole is nerely

descriptive. In re Colonial Stores, Inc., 394 F.2d 549,

157 USPQ 382 (CCPA 1968) (SUGAR & SPICE held not nerely
descriptive of bakery products). The ultimate question in
this case is whether the term | NTERNET PROFI T SYSTEMS

i mredi ately describes a feature, quality, or characteristic
of applicant’s services. Applicant’s literature supports a
conclusion that it imediately describes the fact that
applicant’s services are a system designed to generate
profits on the Internet. Applicant’s website has a
publication referred to as “The Profit Systens Report.”

One of the featured articles is entitled “Mking ‘ Rock
Star’ Internet Profits - ‘How to nmake noney online |like a
rock star starting with nothing to build your business.’”
Anot her publication applicant advertises on its website as
“coming soon” is entitled “The Dead- Broke Begi nner’ s Cui de
to Internet Profits,” which is described as a “step-by-step
roadmap for small business to establish an online presence
faster and with less risk.” Applicant’s specinens al so use
the phrase “Unl eashing Online Profits.” The term*®“online”
and “Internet” are virtually interchangeable ternms. See,

e.g. “Qur Specialties” web page, “Qur Internet clients are
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frommany diverse fields, and we can assist in virtually
all areas of online marketing”).

Applicant al so acknow edges (Brief at 7) that the
exam ning attorney “shows sone instances of use of the
conbi nation of the words ‘Internet profit systens’ with
various di scussions of strategies to make noney on the

| nternet.”®

Wil e these excerpts are brief, they are sone
evi dence that users would likely see the term “Internet
profit systen(s)” as being nerely descriptive. See Google
listings: “How to earn $500.00 a week with ny “Auto-Pilot’
Internet Profit System” “Honme Based Internet Profit
System” InstantinternetProfits.comis a new web site that
provi des an “lInstant Internet Profit Systeni for selling
digital products online;” and “FREE Report titled ‘How to
Create Your Owmn CustomliInternet Profit Systemin 30 Days or
Less.”” In addition, there is a printout concerning a
course on CD entitled “Internet Profit Systens:

Br eakt hrough I nternet Marketing Course” (apparently
affiliated wth applicant) that is described as “The
Wrld s Only Conpl ete Video Success Training System”

Besi des this evidence, the exam ning attorney has al so

presented evidence that the words “Internet profit” are

> Applicant argues that the exanples do not show use in a
trademark sense and that the services are different.
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used to refer to nmaking noney on the Internet. See, e.g.
Bell & Howell Information and Learning, April 20, 2003
(“Participating distributors have the ability to mark up
prices and can request their Internet profits checks every
nont h”); Newsbytes, July 24, 2003 (“AOL Tine Warner is
focused on finding its own ways to mne the conpany’s 150
or so print nagazines for Internet profits”); Bell & Howell
I nformation and Learning, July/August 2002 (“a sinple
reduction of even a half percent in churn a nonth can
dramatically increase overall Internet profit margins”);
and Boston d obe, Septenber 15, 2002 ("“Apostles of the old
econony are having their |augh now over the neltdown of
Internet profits and stock prices”).

Applicant argues that it “is not in the business of
producing Internet profits for its custoners. Applicant is
essentially an advertising and marketing research
consultant” and “Applicant helps its custonmers devel op
effective advertisenents that the custoners then can use to
sel |l goods or services over the Internet, or television, or
print ads, perhaps at a profit, perhaps not.” Brief at 2
and 3. Wile applicant is “an advertising and marketing
consultant,” applicant’s own speci nen describes its
services as “Unleashing online profits.” In addition,

applicant’s literature refers to applicant as nore than a
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consultant: “Part Internet devel opers; part

mar ket i ng/ adverti sing agency; and part digital technol ogy
consul tants...Everything we do is focused on increasing our
clients” RO” (ellipse in original). Therefore, while
applicant is a consultant, at |east one focus of its
services is increasing profits for its Internet-based
clients.

In addition, applicant (Brief at 4) maintains that its
“work is not always on the Internet; it is not always for
profit.” In order to be descriptive, a termdoes not have
to descri be every aspect of an applicant’s goods or

services. Inre Pencils, Inc., 9 USPQ2d 1410, 1411 (TTAB

1988) (“We agree with applicant that the sale of pencils is
not the central characteristic of applicant's services.
Nevert hel ess, pencils are significant stationery/office
supply itens that are typically sold in a store of
applicant's type, that is, a stationery and office supply
store. Wiile applicant's stores may carry a variety of
products, pencils are one of those products, and, thus, the
term‘pencils’ is nerely descriptive as applied to retai

stationery and office supply services”). Accord In re

Cyber Financial . Net Inc., 65 USPQd 1789, 1791 (TTAB 2002)

(“[I']f applicant’s mark BONDS. COMis generic as to part of

the services applicant offers under its mark, the mark is

10
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unregistrable”). Cearly, the terns “Internet” and
“Profit” are descriptive of at |east an aspect of
applicant’s services that seek to increase profits for the
I nternet websites of applicant’s clients. See Specinen
(“My profits are up 650% since you [applicant] re-worked ny
web site”).

When we view the mark in relation to applicant’s
services, we find that the evidence supports the exam ning
attorney’s position that the combined term | NTERNET PROFI T
SYSTEMS is nmerely descriptive when used in connection with
applicant’s services of devel opi ng, managi ng, operati ng,
and inproving clients’ websites. Applicant’s own
literature nakes it clear that a key characteristic of its
services is to increase the return on investnment or profit
fromlInternet transactions. The evidence al so shows that
the term “systens” would |ikew se be descriptive of
applicant’s nethods and strategies to increase the return
on investnment or profits fromthe Internet websites of its
clients. The individual words are descriptive of
applicant’s services and when the terns are conbined, there
i s nothing incongruous about the terns. Therefore, we find
that applicant’s mark | NTERNET PROFI T SYSTEMS is nerely

descriptive of applicant’s services.

11
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Decision: The refusal to register under Section

2(e) (1) of the Trademark Act is affirmed.
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