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Before Wal ters, Chapman and Hol t znman, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On July 24, 2002, Spirits Product International S A
(a corporation of Switzerland) filed an application to
register on the Principal Register the mark SPI for
servi ces anended to read “advertising and pronoti onal
services, nanely, rendering advice to others regarding food
and beverage advertising and sales pronotion” in
International Class 35. The application is based on (i)
Section 1(b) of the Trademark Act, 15 U S.C. 81051(a),

t hrough applicant’s assertion of a bona fide intention to
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use the mark in commerce, and (ii) Sections 44(d) and (e),
15 U. S.C. 881126(d) and (e) of the Trademark Act, through
applicant’s Benelux Registration No. 0709611 based on its
Benel ux application filed July 12, 2002.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the
ground that applicant’s mark so resenbles the mark shown

bel ow

5

for “market anal ysis services, nanely, gathering and
evaluating information relating to the devel opnent of
mar ket strategies for businesses of others” in
I nternational Cass 35,1 that when applicant’s mark is used
in connection with its identified services, there is a
I'i kel i hood of confusion, m stake or deception.

Appl i cant has appeal ed, and briefs have been fil ed.
Applicant did not request an oral argunent.

Wth its brief on the case, applicant submtted for
the first time evidence in the formof printouts of pages
fromregistrant’s website (Exhibit 1) and typed references

to sonme third-party registrations (p. 14). The Exam ni ng

! Registration No. 1156601 issued June 2, 1981, Section 8
affidavit accepted, Section 15 affidavit acknow edged, renewed.
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Attorney has properly objected to this evidence as untinely
under Trademark Rule 2.142(d). The Exam ning Attorney’s
objection is sustained and the Board has not considered
this untimely evidence.?

Turning to the nerits, our determ nation under Section
2(d) is based on an analysis of all of the facts in
evidence that are relevant to the factors bearing on the
I'i kel i hood of confusion issue. See Inre E. |. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
See also, Inre Majestic Distilling Conpany, Inc., 315 F. 3d
1311, 65 USPQ@2d 1201 (Fed. Cir. 2003). In any likelihood
of confusion analysis, however, two key considerations are
the simlarities between the marks and the simlarities
bet ween the goods and/or services. See Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24
(CCPA 1976). See also, Inre Dixie Restaurants Inc., 105
F.3d 1405, 41 USPQ@d 1531 (Fed. Cir. 1997).

We consider first the marks. Applicant’s mark SPlI is

virtually identical to the cited mark, SPI in stylized

2 Wth specific regard to applicant’s references to third-party
registrations, typed reference to third-party registrations is
not sufficient to make them of record. See In re Volvo Cars of
North America Inc., 46 USPQ@d 1455, footnote 2 (TTAB 1998); and
In re Duofold Inc., 184 USPQ 638, 640 (TTAB 1974). Al so, third-
party registrations do not establish that the marks shown therein
are in use, much less that consuners are so famliar with them
that they are able to distinguish anong such marks.
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lettering. The stylized lettering in registrant’s mark is
a mnor difference and woul d not obviate any |ikelihood of
confusion. See Spoons Restaurants Inc. v. Mrrison, Inc.,
23 USP@@d 1735 (TTAB 1991), aff’d unpub’'d (Fed. G r., June
5, 1992).

We find that applicant’s mark is identical in sound
and highly simlar in appearance to the cited registration.

As to connotation and conmerci al inpression, applicant
contends that because Strategic Planning Institute, Inc. is
regi strant’s corporate nane, and the letters SPI are an
abbrevi ati on of descriptive termnology in registrant’s
case, the registered mark is weak and entitled to limted
protection. Applicant further contends that “there are
literally thousands of businesses in the United States
usi ng conbi nations of letters in their business nanmes and
service marks” (brief, p. 13) and “once custoners realize
that a mark is nerely an abbreviation for a busi ness nane,
there is a perception that the mark is nerely an
alternative for the nane (as opposed to an arbitrary mark
wi th independent significance.) Thus, many custonmers wl |
flip-flop in their use of the business nanme and the
abbreviation mark” (brief, p. 12); and that consuners w ||
resi st maki ng purchasi ng deci si ons based on weak nmarks,

such as letter conbinati on narks.
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Applicant’s argunent that SPlI is descriptive in
relation to registrant’s services is not persuasive and it
is an inperm ssible collateral attack on the cited
registration. See In re D xie Restaurants Inc., supra, 41
USPQ2d at 1534; and In re Peebles Inc., 23 USPQd 1795,
footnote 5 (TTAB 1992).

Applicant’s argunents regardi ng consuner perception of
letter marks in general and these two SPI marks in
particul ar are not supported by any evidence. That is,
there is no evidence of record of any use by any party
(i ncluding applicant, the cited registrant or any third-
party) of any mark including the letters SPI for the
i nvol ved services or any other goods or services, nor any
evi dence of how consumers woul d so perceive the marks.

Applicant’s argunment regardi ng the connotations of
the two SPI marks is unavailing because registrant’s
corporate nane is not part of the registered nmark and,

t hus, any connotation of the mark as an acronymis not

rel evant to our consideration of the marks before us.
Further, assum ng arguendo that consuners may be aware of
the parties’ respective corporate nanmes and further
assumng that they will then attribute the letters “SPI” to
refer to the separate corporate nanes, this would

nonet hel ess not obviate the |ikelihood of confusion between
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these letter marks using the identical three letters in the
i denti cal order

We find that applicant’s mark is identical in sound,
appear ance, connotation and overall conmmercial inpression
to the cited registered mark. See Wi ss Associates Inc. v.
HRL Associates, Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed.
Cr. 1990).

Appl i cant has not established that the cited
registered mark is a weak mark. Even if applicant had so
established (which it did not), weak marks are nonet hel ess
entitled to protection against registration by a subsequent
user of the sane or simlar mark for the sane or related
goods or services. See Hollister Incorporated v. ldent A
Pet, Inc., 193 USPQ 439 (TTAB 1976).

Turning next to a consideration of the goods involved
inthis case, we start with the well-settled principle that
goods or services need not be identical or even conpetitive
to support a finding of likelihood of confusion. Rather,
it is enough that the goods or services are related in sone
manner or that the circunstances surrounding their
mar keti ng are such that they would likely be seen by the
sane persons under circunstances which could give rise,
because of the marks used therewith, to a m staken belief

that they emanate fromor are in sone way associated with
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the sanme producer or that there is an association between
t he producers of each party’s goods or services. See In re
Martin's Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. GCr. 1984); In re OQpus One Inc., 60 USPQ2d
1812 (TTAB 2001); and In re Peebles Inc., 23 USPQRd 1795,
1796 (TTAB 1992). Further, the question of |ikelihood of
confusion in Board proceedings regarding the registrability
of marks, nust be determ ned based on an anal ysis of the
goods or services identified in applicant’s application
vVis-a-vis the goods or services recited in the
registration. See Cctocom Systens Inc. v. Houston Conputer
Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cr
1990); and Canadi an Inperial Bank v. Wlls Fargo Bank, 811
F.2d 1490, 1 USPQRd 1813 (Fed. Cir. 1987).

In this case, the registered mark is for “market
anal ysi s services, nanely, gathering and eval uating
information relating to the devel opnent of market
strategies for businesses of others,” while applicant
intends to offer “advertising and pronotional services,
nanely, rendering advice to others regarding food and
beverage advertising and sal es pronotion.”

Applicant argues, inter alia, that its identified
services are limted to the food and beverage industries,

while registrant’s identification of services uses vague



Ser. No. 78147137

term nol ogy such as “market analysis services” and
“relating to”; that registrant anal yzes markets and
busi nesses across all sectors (i.e., at a broad |evel) and
registrant nerely supplies information about what is going
on in various industries, while applicant distributes
al cohol i c beverages and provides highly tailored specific
advertising and pronotional advice to its distributors in a
narrow mar ket segnent.

As the Exam ning Attorney correctly argues, even
t hough applicant’s advertising and pronotional services are
limted to the food and beverage industries, registrant’s
“mar ket anal ysis services..” are not so limted and thus
regi strant’s services include such services for the food
and beverage industries. Mreover, applicant’s argunents
(unsupported by evidence) regarding registrant sinply
offering data to general business segnents is not rel evant
as there are no such limtations in registrant’s
identification of services. As explained previously, the
Board nust decide the issue of registrability on the basis
of the identifications of services in the cited
regi stration and the application.

In support of the refusal to register, and
particularly the rel atedness of the respective services,

t he Exam ning Attorney has subnmtted copies of several
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representative third-party registrations, based on use in
commerce, indicating the sane entities offer marketing
services and advertising services/advertising consulting
services under the sane mark. See, for exanple, the
fol | ow ng:

Regi stration No. 2721452 for, inter
alia, “advertising agencies, nanely,
pronoting the services of businesses

t hrough the distribution of printed,
audi o, and video pronotional materials
and by rendering sales pronotion

advi ce, providing advertising space in
periodicals, creating corporate |ogos
and brand identity, for others;

busi ness marketing and direct mail
consul ting services, and nerchandi si ng
di splay services, for others”;

Regi stration No. 2481090 for, inter
alia, “advertising and busi ness
managenent services, nanely, marketing
consul ting services, updating and

di ssem nation of advertising material,
conducting marketing research and
studi es; busi ness managenent and

busi ness organi zati on consul ting,
nanmel y, expert advice on how to

i npl ement a marketing strategy and how
to backup and support that strategy;
busi ness managenent in the area of
advertising; ..7;

Regi stration No. 2300224 for, inter
alia, “market analysis; market
research; business research and
surveys; conducting busi ness and mar ket
research; conducting marketing studies;
busi ness managenent and consultati on;
denogr aphi ¢ consul tati on; nmanagenent
consultation in the fields of
advertising and nedi a
comuni cati ons; ..7;
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Regi stration No. 2296586 for, inter
alia, “advertising agency services,
nanel y, pronoting the goods and
services of others; market analysis;
mar ket research, business research and
surveys, conducting business and narket
research; conducting marketing studies;
busi ness nmanagenent and consul tati on;
managenent consultation in the fields
of advertising and nedi a

conmuni cations; ...7;

Regi stration No. 2653057 for, inter
alia, “advertising agencies;

conducti ng busi ness and marketing
research and studies; ...market analysis
and research; ...devel oping pronotiona
canpai gns for businesses; product

mer chandi si ng services; consultation in
the fields of advertising, marketing

and product nerchandising; ...”;

Regi stration No. 2513197 for, inter
alia, “advertising agencies; market
research; market anal ysis; business
consultation in the fields of
advertising, marketing, product
brandi ng and product pronotion; .. ;
and

Regi stration No. 2791800 for, inter
alia, “marketing, nanely, pronoting the
goods and services of others through
the provision of custom zed advertising
in print, displays, and el ectronic
nmedi a, market research; market

anal ysi s; benchmark anal ysis, nanely
conducting studies for others regarding
best busi ness practices; business
consultation in the fields of
advertising and marketing, product
brandi ng and product pronotion;
provi di ng conprehensi ve busi ness
managenent and consultation to clients
to help clients nmanage their resources
nost effectively; business nmarketing
consulting services in the field of

10
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conpetitive market analysis and
strategy anal ysis, conducting marketing
surveys and studies.”

When considering the third-party registrations
submtted by the Exam ning Attorney, we remain m ndful that
such registrations are not evidence that the marks shown
therein are in use or that the public is famliar with
them Such third-party registrations neverthel ess have
sone probative value to the extent they nay serve to
suggest that such services are of a type which emanate from
t he same source. See In re Al bert Trostel & Sons Co., 29
USPQ2d 1783, 1785 (TTAB 1993); and In re Miucky Duck Miustard
Co., Inc., 6 USPQ2d 1467, footnote 6 (TTAB 1988). Thus,
the third-party registrations submtted by the Exam ning
Attorney are evidence of the rel atedness of the respective
services in that they show that consuners may wel | expect
applicant’s advertising and pronotional services and
regi strant’s market analysis services to emanate froma
single source. That is, applicant’s identified services
and the services listed in the cited registration are
likely to be perceived as related in the mnd of the
consum ng public as to origin. See Hew ett-Packard Conpany
v. Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004
(Fed. Cr. 2002)(“even if the goods and services in

guestion are not identical, the consum ng public may

11
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perceive them as rel ated enough to cause confusi on about
the source or origin of the goods and services”); and Recot
Inc. v. MC Becton, 214 F.3d 1332, 54 USPQ2d 1894, 1898
(Fed. Cr. 2000)(“even if the goods [or services] in
question are different from and thus not related to, one
anot her in kind, the sane goods [or services] can be
related in the mnd of the consumng public as to the
origin of the goods [or services]. It is this sense of
rel atedness that matters in the |ikelihood of confusion
anal ysis.”).

We find that applicant’s advertising and pronoti onal
services and registrant’s market anal ysis services are
rel ated.?

Applicant argues that the channels of trade are
di fferent because, for exanple, registrant offers its
services online through an Internet website but applicant
“does not provide services through online interaction with
a database.” (Brief, p. 18.) Wile applicant’s services
are limted to the food and beverage industries, there are
no specific limtations on trade channels through which

applicant’s services could be offered. Therefore, this

3 Applicant’s argunents to the contrary are not supported by
rebuttal evidence. See In re Gyulay, 820 F.2d 1216, 3 USPQd
1009, 1010 (Fed. Cir.) (The issue in the case was nere
descriptiveness, but the Court discussed an applicant’s burden of
comng forward with evidence in support of its argunents.)

12
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argunent by applicant is irrelevant and unpersuasive. See

Cctocom v. Houston, supra.

We find that the respective services, as identified,
could be offered through the sane or at |east overl apping
channel s of trade.

Applicant argues that “the respective services
i nvol ved for both parties are marketed to experienced
busi ness persons and corporate executives who are highly
know edgeabl e about the services they are seeking” and that
“the prospective purchasers of these services will always
give careful consideration to the identity of the service
provi der, because, despite the dissimlarity of [the]
servi ces, both businesses involve an ongoi ng contractual
rel ati onship (as opposed to a sinple inpulse buy)”; and
that applicant’s purchasers “are al nost exclusively highly
speci al i zed beverage and food distribution businesses that
al ready have pre-existing contractual relationships with
Applicant.” (Brief, pp. 20-21.)

Again, there are no limtations in registrant’s
identification of services as to purchasers, and to the
extent that applicant’s identification |[imts purchasers to
those in the food and beverage industries, purchasers in

those two particular industries are enconpassed within

13
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registrant’s identified services. Thus, we nust find that
t he cl asses of purchasers are at | east overl apping.

Assum ng arguendo that these advertising and market
anal ysis services are purchased with care by experienced
and know edgeabl e busi ness peopl e, these purchasers are not
i mmune from confusion as to the source of services,
particularly when they are sold under virtually identical
mar ks. See W ncharger Corporation v. R nco, Inc., 297 F.2d
261, 132 USPQ 289 (CCPA 1962); and In re Deconbe, 9 USPQRd
1812 (TTAB 1988).

Suffice it to say that the facts in Electronic Design
& Sales Inc. v. Electronic Data Systens Corp., 954 F.2d
713, 21 USPQ2d 1388 (Fed. Cir. 1992), heavily relied on by
applicant, are readily distinguishable fromthose in this
ex parte appeal.

In view of the virtually identical marks, the
rel at edness of the services, and the sane or overl appi ng
channel s of trade and purchasers, we find that applicant’s
mark SPI, if used by applicant, for its identified services
is likely to cause confusion with the registered mark SPI
(stylized lettering) for market analysis services.

Decision: The refusal to register under Section 2(d)

of the Trademark Act is affirned.
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