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Qpi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by Gordon C. Russell to
register the mark IN THE PINK for “retail store services
featuring clothing, nanely, blouses, shorts and pants,
swi nsuits, dresses, shirts, tops and sweaters.”?!

The trademark exam ning attorney refused registration

under Section 2(d) of the Trademark Act on the ground that

applicant’s mark, as used in connection with applicant’s

! Application Serial No. 78170148, filed Cctober 2, 2002, based
on first use anywhere and first use in commerce on Decenber 7,
2000.
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services, so resenbles the previously registered mark IN
THE PINK for “handbags” as to be likely to cause confusion.?
When the refusal was made final, applicant appeal ed.
Appl i cant and the exanining attorney have filed briefs.?
The exam ning attorney naintains that the marks are
identical in all respects and, noreover, the cited mark is
arbitrary. 1In considering the third-party registrations of
IN THE PINK marks submtted by applicant, the exam ning
attorney points out that none of the marks covers goods
related to the fashion and clothing fields. Thus, the
exam ning attorney argues, registrant’s mark is strong and
entitled to a wi de scope of protection. Regarding the
goods and services, the exam ning attorney argues that
applicant’s retail store services featuring clothing are
related to registrant’s handbags. |In connection with her
argunent, the examning attorney submtted several use-
based third-party registrations as evi dence suggesting that
t he goods and services |isted therein, nanely handbags and
retail clothing store services, are of a type that may
emanate froma single source under a single mark. The

exam ning attorney also submtted screen shots of third-

2 Regi stration No. 2552696, issued March 26, 2002.
3 Applicant originally requested an oral hearing, but the request
subsequently was wit hdrawn.
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party websites in an attenpt to show that the sanme cl ot hing
retailer offers both handbags and cl ot hi ng, and that
retailers frequently sell clothing and accessories under
their own brand nane, which al so happens to be the mark
used to identify the retail services thensel ves.

Applicant contends that the involved nmarks enploy a
popul ar and wi dely used figure of speech, and that the
mar ks are used in connection with goods and services with
whi ch consuners will not automatically assunme any
connection. Insofar as the marks are concerned, applicant
asserts that the cited mark has limted strength; in this
contention, applicant submtted six third-party
registrations of IN THE PINK nmarks for various goods and
services. As to the goods and services, applicant does not
di spute that third-party registrations have been obtai ned
for marks covering both retail store services and handbags;
applicant further acknow edges that any given nunber of
clothing itens can be worn while carrying a handbag, and
t hat handbags and clothing itens can be and often are sold
in the sane stores. Nonethel ess, applicant argues, these
facts do not establish that applicant’s retail clothing
store services and registrant’s handbags are “conpl enentary
or conpanion itens,” and that the differences between

applicant’s services and regi strant’s goods outwei gh any
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simlarities. Applicant submtted several third-party
regi strations show ng that a wi de variety of goods and/or
services may emanate fromthe sane source under the same
mar k; according to applicant, the evidence shows that
virtually any two goods and/or services may originate from
the sane source. Applicant argues that the nere listing of
any two itens (goods and/or services) in a registration
does not necessarily nean, in the context of today’s
mar ket pl ace, that those goods and/or services are
commercially related

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Mjestic
Distilling Co., Inc., 315 F. 3d 1311, 65 USPQ2d 1201 (Fed.
Cir. 2003). 1In any likelihood of confusion analysis,
however, two key considerations are the simlarities
between the marks and the simlarities between the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See
also: Inre D xie Restaurants Inc., 105 F.3d 1405, 41

USPQRd 1531 (Fed. Gir. 1997).
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We first turn to consider the marks. The IN THE PI NK
mar ks i nvol ved herein are identical in sound and
appearance. Further, although applicant contends that the
phrase “in the pink” may have a meaning in conmon | anguage, *
the mark is arbitrary when used in connection with the
i nvol ved goods and services. In addition to having an
i dentical meaning, the marks convey the sanme overal
commerci al inpression

In considering the involved marks, we have taken into
account the six third-party registrations of IN THE PI NK
marks. The registrations cover the foll ow ng goods or
services: dolls and doll clothing; household | atex gl oves;
pet treats; glass art; a classified section of an aviation
newspaper; and organi zi ng and conducting events to raise
nmoney for breast cancer research and | ocal comunity breast
heal t h awareness prograns. This evidence is of limted
probative value. Firstly, the registrations are not
evi dence of use of the marks shown therein and they are not
proof that consuners are famliar with such marks so as to
be accustonmed to the existence of simlar marks in the
mar ket pl ace. Smith Bros. Mg. Co. v. Stone Mg. Co., 476

F.2d 1004, 177 USPQ 462 (CCPA 1973); and R chardson-Vi cks,

“In this connection, applicant failed to subnmt a dictionary
listing or any other evidence to show the neaning of this phrase.
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Inc. v. Franklin Mnt Corp., 216 USPQ 989 (TTAB 1982).
Secondly, and nore significantly, the registrations cover a
variety of goods or services, none of which are even
renotely related to retail clothing store services and/or
handbags. See Spoons Restaurants Inc. v. Mrrison Inc., 23
USPQed 1735, 1740 (TTAB 1991), aff’d unpub., (Appeal No.
92-1086, Federal GCircuit, June 5, 1992).

In sum the marks are identical in all respects. 1In
addition, the mark IN THE PINK is arbitrary as used in the
context of registrant’s handbags. Use of identical marks
(especially when, as here, the registered mark is
arbitrary) is a fact which “wei ghs heavily agai nst
applicant.” In re Martin’s Fanous Pastry Shoppe, Inc., 748
F.2d 165, 223 USPQ 1289 (Fed. Cir. 1984); see also In re
Shell Gl Co., 992 F.2d 1204, 26 USPQ2d 1687 (Fed. Cr.
1993) .

We next turn to a consideration of the goods and
services. W note, at the outset of considering this du
Pont factor, that the greater the degree of simlarity
bet ween applicant’s mark and the cited registered mark, the
| esser the degree of simlarity between applicant’s goods
and/ or services and registrant’s goods and/or services that
is required to support a finding of Iikelihood of

confusion. In re Qous One Inc., 60 USPQ2d 1812, 1815 (TTAB
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2001). If the marks are the sane, as in this case, it is
only necessary that there be a viable relationship between
t he goods and/or services in order to support a finding of
I'i kelihood of confusion. 1In re Concordia International
Forwar di ng Corp., 222 USPQ 355, 356 (TTAB 1983).

Applicant has acknow edged, as noted above, that there
are third-party registrations covering both handbags and
retail clothing store services; that handbags and cl ot hi ng
are used together; and that handbags and clothing often are
sold in the sane stores. It is applicant’s position,
however, that given the realities of the marketpl ace,
consuners will not automatically assune a connection
bet ween the sources of the respective goods and services.

Contrary to applicant’s argunents, the evidence of
record suggests that consuners will assune a combn source
upon encountering the sane arbitrary mark for retai
clothing store services and handbags. The exam ning
attorney introduced several use-based third-party
regi strations show ng that each entity adopted the sane
mark for both handbags and retail clothing store services.
Third-party registrations that individually cover different
itens and that are based on use in commerce serve to
suggest that the |isted goods and/or services are of a type

that may enmanate froma single source. See In re Al bert
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Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993); and In re
Mucky Duck Mustard Co. Inc., 6 USPQRd 1467 (TTAB 1988).

The exam ning attorney al so introduced screen shots
fromthe on-line retail websites of Ann Tayl or, Ral ph
Lauren, Banana Republic and J. Crew. This evidence shows
that these retailers offer retail services through which
consuners may purchase clothing and handbags, and that al
goods and services are offered under the respective nmarks
ment i oned.

We find that the exam ning attorney’s evidence
establishes that there is a viable relationship between
retail clothing store services and handbags. The evi dence
suggests that consuners have been exposed to retai
clothing store services, as well as to handbags and
clothing, emanating fromthe sane source under the sane
mar K.

Applicant woul d have us conclude that, in today's
mar ket pl ace, the reality is virtually any two goods and/ or
services may originate fromthe sane source. |Indeed, the
third-party registrations submtted by applicant show t hat
each regi strant has applied a single mark to handbags and,
in addition, to a wide range of products and services, sone
of which, admttedly, are not comercially related to

handbags. W agree with applicant’s point that the nere
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fact that any two goods and/or services are listed in a
regi stration does not necessarily nean that they are
rel at ed.

There is, however, a rel atedness between handbags and
clothing, as well as between handbags and retail clothing
store services, that may not exist wth some of the other
itens covered in these registrations. It is common
know edge that handbags are fashion accessories, and are
frequently chosen to conplenent a clothing outfit. It also
is comon know edge (and as suggested by the evidence of
record) that handbags are sold in retail clothing stores,
and that handbags and retail clothing store services are
offered by the sanme entity under the sanme mark. As the
Federal Circuit stated in Recot, Inc. v. MC Becton, 214
F. 3d 1332, 54 USPQ2d 1895, 1898 (Fed. G r. 2000), “even if
the goods in question are different from and thus not
related to, one another in kind, the sanme goods can be
related in the mnd of the consum ng public as to the
origin of the goods. It is this sense of rel atedness that
matters in the likelihood of confusion analysis.” See also
Bose Corp. v. QSC Audi o Products, Inc., 293 F.2d 1367, 63
USPQ2d 1303, 1309-10 (Fed G r. 2002) [“Hence the products
as described in the pertinent registrations are not the

sanme. But they are related as required by du Pont.”]; and
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Hewl ett - Packard Co. v. Packard Press, Inc., 281 F.3d 1261
62 USPQ2d 1001, 1004 (Fed. Cr. 2002) [“even if the goods
and services in question are not identical, the consum ng
public may perceive themas rel ated enough to cause
confusi on about the source or origin of the goods and
services.”]. Further, handbags are bought by, and retai
clothing store services rendered to, the sane cl asses of
purchasers. These consuners include ordinary consuners who
woul d not necessarily exercise a great deal of care in

t heir purchasi ng deci sions.

We concl ude that consuners famliar with registrant’s
handbags sold under its arbitrary mark I N THE PI NK woul d be
likely to believe, upon encountering applicant’s retai
clothing store services rendered under the identical mark,
that the goods and services originated with or are sonehow
associated with or sponsored by the sane entity.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about I|ikelihood of confusion, that
doubt is required to be resolved in favor of the prior
registrant. 1In re Hyper Shoppes (Chio), Inc., 837 F.2d
840, 6 USPQ2d 1025 (Fed. Cir. 1988); and In re Martin's
Fanous Pastry Shoppe, Inc., supra.

Decision: The refusal to register is affirned.
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