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Camlle M MIler of Cozen O Connor, P.C. for The
Associ ation of Chartered Certified Accountants.

John Dwyer, Trademark Exam ning Attorney, Law Ofice 116
(Meryl L. Hershkow tz, Managi ng Attorney).

Bef ore Chaprman, Holtzman and Zervas, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On Cctober 4, 2002, The Association of Chartered
Certified Accountants (a British corporation) filed an
application to register on the Principal Register the mark

shown bel ow

for the foll ow ng goods and servi ces:
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“prerecorded audi o tapes, audio discs
and audi o cassettes featuring
instructional and educati onal
information in the fields of accounting,
finance and busi ness studies; read-only
menories recorded on conpact discs
featuring instructional and educati onal
information in the fields of accounting,
finance and busi ness studi es;
interactive multinmedia conputer prograns
recorded on conpact discs and video
conpact discs featuring instructiona
and educational information in the
fields of accounting, finance and

busi ness studies; information stored in
or on electronic, magnetic and/or
optical neans, nanely, electronic

dat abases recorded on conputer nedia
featuring instructional and educati onal
information in the fields of accounting,
fi nance and busi ness studies; exposed
phot ographi c slides, nanely,
phot ogr aphi ¢ slide transparencies
featuring instructional and educati onal
information in the fields of accounting,
finance and busi ness studi es;

ci nemat ographic filmfeaturing
instructional and educati onal
information in the fields of accounting,
finance and busi ness studies” in

I nternational O ass 9;

“printed matter, namely, books,

magazi nes and printed instructional,
educati onal and teaching nmaterials, al
featuring information in the fields of
accounting, finance and busi ness
studies” in International C ass 16;

“accounting services; cooperative
advertising and marketing services;

enpl oynment hiring and recruitnent
services; corporate taxation and
personal taxation services, nanely tax
preparation, tax advisory services, tax
filing services” in International d ass
35;
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“financial services, nanely investnent
managenent, business finance procurenent
services, financial planning, risk

anal ysi s, business |iquidation services;
financial analysis and consultation
services; fiscal assessnent and

eval uation services; pension and

i nsurance services, nanely, nethods for
cal cul ati ng pension, risk managenent;
credit card services; payroll tax
debiting services, and tax paynent
processi ng services” in International

Cl ass 36; and

“training and teaching services in the

fields of accounting, finance and

busi ness studi es; vocational education

inthe fields of accounting, finance and

busi ness studi es; educational services

in the nature of accounting, finance and

busi ness school s; educational services,

nanmel y, conducting conferences,

synposi uns and colloquiuns in the fields

of accounting, finance and business

studies” in International Cass 41.
The application is based on applicant’s assertion of a bona
fide intention to use the mark in commerce as to all of the
goods and services (Section 1(b) of the Trademark Act); and
it is also based on United Kingdom Registration No. 2310129
for the International O ass 9 goods and on Comrunity
Trademar k Regi stration No. 383992 for the goods and
services in International C asses 16, 35, 36 and 41
(Section 44 of the Trademark Act).

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U. S.C. 81052(d). The

Exam ning Attorney cited two registrations for the
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following marks: (1) ACCA! and (2) the mark shown bel ow

ACC

LY
American Gorporate Counsel Association

both regi stered by the Anmerican Corporate Counsel
Associ ation, and both for the foll ow ng goods and servi ces:

“downl oadabl e el ectroni c publications in
the nature of newsletters, journals,
magazi nes, manual s and educati onal
course materials in the field of law in
I nternational O ass 9;

“trade journals for corporate counsel in
the field of law, series of non-fiction
books in the field of law, newsletters
inthe field of law in International

Cl ass 16;

“busi ness networ ki ng services; providing
on-line information clearing house
services in the field of |aw enploynent
agency services; and di ssem nation of
advertising for others via an online
conmuni cations network” in International
G ass 35;

“educational services featuring classes,
sem nars, foruns, and workshops provi ded
via tel ephone, video conferencing, and
over a global conputer network in the
field of law and distribution of course
materials in connection therewth;
publication of books” in International

Cl ass 41; and

“associ ation services, nanely, pronoting
t he professional advancenent, education,
and interests of corporate |egal

! Registration No. 2694551, issued March 11, 2003.
2 Registration No. 2620280, issued Septenber 17, 2002. The words
“American Corporate Counsel Association” are disclained.
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counsel, and fostering rel ations,

communi cati ons and exchanges of ideas

bet ween corporate | egal counsel; |ega

advocacy research support services for

i ssues affecting and interests rel evant

to attorneys providing | egal services to

corporations; and an online |ibrary,

nanmel y, providing an online conputer

dat abase of information in the field of

law’ in International C ass 42.
The Exam ning Attorney asserts that applicant’s mark, when
used on and in connection with its identified goods and
services, would so resenble the marks in the cited
registrations as to be likely to cause confusion, m stake
or deception.

Appl i cant has appeal ed, and briefs have been filed.?
An oral hearing was held on Septenber 22, 2005.

At the outset, we clarify that at the oral hearing the
Exam ning Attorney stated that: (i) his refusal applies
only to applicant’s International Class 9, 16, 35, and 41
goods and services, and (ii) his refusal to register does
not apply to applicant’s International C ass 36 services.
Thus, we will determi ne |ikelihood of confusion only as to

applicant’s goods and services in International C asses 9,

16, 35 and 41.

3 Applicant attached to its brief copies of several registrations
(i ncluding, anong others, the two cited registrations as well as
others owned by that registrant). The Exami ning Attorney
objected to this evidence as untinely submitted (brief, footnote
5). The Exanining Attorney’'s objection is sustained. See
Trademark Rule 2.142(d).
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Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. See Inre E. |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Myjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQR2d 1201
(Fed. Gir. 2003). In any likelihood of confusion analysis,
however, two key considerations are the simlarities
between the marks and the simlarities between the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See
also, Inre D xie Restaurants Inc., 105 F.3d 1405, 41
USPQ2d 1531 (Fed. Cir. 1997).

The salient question to be determ ned is not whether
the i nvol ved goods and/or services of the parties are
likely to be confused, but rather whether there is a
i kelihood that the public will be msled to believe that
t he goods and/or services offered under the involved nmarks
originate froma common source. See J.C Hall Conpany v.
Hal | mark Cards, |ncorporated, 340 F.2d 960, 144 USPQ 435,
438 (CCPA 1965); and The State Historical Society of
W sconsin v. Ringling Bros.-Barnum & Bail ey Conbi ned Shows,

Inc., 190 USPQ 25, 30 (TTAB 1976).
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We consider first the marks. Applicant’s mark ACCA
(stylized) is virtually identical to the cited registered
mar k ACCA (standard character forn) (Registration No.
2694551). The fact that applicant’s mark (consisting of
the identical letters in the identical order) “ACCA’
appears in stylized lettering with an underline does not
render these two marks different as to sound, connotation
or comercial inpression. And there is only a slight
different in appearance. W find these marks are virtually
identical. This fact “weighs heavily against applicant.”
In re Martin s Fanobus Pastry Shoppe, Inc., 748 F.2d 1565,
223 USPQ 1289, 1290 (Fed. Gr. 1984).

In the second cited registration (No. 2620280), the
mar k i ncludes not only the letters ACCA, but al so includes
the words “Anerican Corporate Counsel Association” and a
design with a square divided in half diagonally with a
sunburst. Nonetheless, the letters “ACCA” would be the
portion noticed and spoken by consuners in calling for the
goods and services, and nust be considered the dom nant
part of this registered mark. See In re Appetito
Provi sions Co., 3 USPQd 1553 (TTAB 1987). The design
el enment is not sufficient to distinguish the marks. The
additional words are clearly inportant, and we have

considered this registered mark as a whol e; but the words
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are not featured as the prom nent portion of the mark.
Rat her the letters “ACCA’ appear in a font size many tines
| arger than that of the words. Consuners are likely to
focus on and renenber the letters ACCA

It is well settled that marks nust be considered in
their entireties because the commercial inpression of a
mark on an ordinary consuner is created by the mark as a
whol e, not by its conponent parts. This principle is based
on the common sense observation that the inpression is
created by the purchaser’s cursory reaction to a mark in
the marketplace, not froma neticul ous conparison of it to
others to assess possible |legal differences or

simlarities. See 3 J. Thomas McCarthy, MCarthy on

Trademarks and Unfair Conpetition, 823:41 (4th ed. 2005).

See al so, Dassler KGv. Roller Derby Skate Corp., 206 USPQ
255 (TTAB 1980). The proper test in determning |ikelihood
of confusion does not involve a side-by-side conparison of
t he marks, but rather nust be based on the simlarities and
dissimlarities engendered by the invol ved nmarks.
Applicant’s mark and the registrant’s second cited
mark are highly simlar in sound, and as indicated above,
it isthe letters inthe cited registered mark (ACCA) that

woul d be utilized in calling for the goods and services.
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In connotation, both marks are sinply the letters
ACCA, with the nane of the registrant’s association set
forth in one of its two cited marks. [Inportantly,
appl i cant has not included the words namng its association
inits mark.

The marks are simlar in appearance, particularly
keeping in mnd, as stated previously, that the proper test
in determning |likelihood of confusion is not on a side-by-
side conparison of the marks. Rather, the determ nation
nust be based on the recollection of the purchasers, who
normal ly retain a general rather than specific inpression
of the many trademarks encountered; that is, a purchaser’s
fallibility of nmenory over a period of tinme nust also be
kept in mnd. See Gandpa Pidgeon’ s of Mssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); and
Spoons Restaurants Inc. v. Mirrison, Inc., 23 USPQ2d 1735
(TTAB 1991), aff’d unpub’d (Fed. Cr., June 5, 1992). The
m nor differences identified above are not sufficient to
obviate a |ikelihood of confusion between these marks. See
In re Shell Ol Co., 992 F.2d 1204, 26 USPQ2d 1687 (Fed.
Gr. 1993).

When considered in their entireties, we find that
applicant’s mark and the second cited registered nmark are

simlar such that, when used on or in connection with
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rel ated goods and services, would be |likely to cause
confusion. See Cunninghamv. Laser Golf Corp., 222 F.3d
943, 55 USPR2d 1842 (Fed. Cir. 2000); and In re Azteca
Restaurant Enterprises Inc., 50 USPQRd 1209 (TTAB 1999).
We turn next to a consideration of the respective
goods and services (International Classes 9, 16, 35 and 41

in the application,?

and International C asses 9, 16, 35, 41
and 42 in the two cited registrations). It is well settled
t hat goods and/or services need not be identical or even
conpetitive to support a finding of |ikelihood of

confusion; it being sufficient that the goods and/or
services are related in sonme manner or that the

ci rcunst ances surrounding their marketing are such that
they would likely be encountered by the same persons under
circunstances that could give rise to the m staken beli ef
that they enmanate fromor are associated with the sane
source. See In re Martin's Fanobus Pastry Shoppe, Inc.,
supra; In re Peebles Inc., 23 USPQ2d 1795 (TTAB 1992); and

In re International Tel ephone and Tel egraph Cor porati on,

197 USPQ 910 (TTAB 1978).

* As expl ai ned previously herein, the Exami ning Attorney has not
refused registration of applicant’s nmark for the International
Cl ass 36 services.

10
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It has been repeatedly held that, when eval uating the
i ssue of |ikelihood of confusion in Board proceedi ngs
regarding the registrability of marks, the Board is
constrained to conpare the goods and/or services as
identified in the application with the goods and/ or
services as identified in the cited registration(s). See
Cct ocom Systens Inc. v. Houston Conputer Services Inc., 918
F.2d 937, 16 USPQ2d 1783 (Fed. G r. 1990); and Canadi an
| nperial Bank of Commerce v. Wells Fargo Bank, 811 F. 2d
1490, 1 USPQ2d 1813 (Fed. Cir. 1987). As the Court of
Appeal s for the Federal Crcuit stated in Octocom supra,
16 USPQ2d at 1787:

The authority is |legion that the
question of the registrability of an
applicant’s mark nust be decided on the
basis of the identification of goods

[ services] set forth in the application
regardl ess of what the record may
reveal as to the particular nature of
applicant’s goods [services], the
particul ar channels of trade or the

cl ass of purchasers to which sal es of
the goods [services] are directed.

And later the Court reiterated in Cunninghamv. Laser Colf
Corp., supra, 55 USPQ2d at 1846:

Proceedi ngs before the Board are
concerned with registrability and not
use of a mark. Accordingly, the
identification of goods/services
statenent in the registration, not the
goods/ servi ces actually used by the
regi strant, frames the issue.

11
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We consider first applicant’s International O ass 35
services which include therein “...cooperative advertising
and marketing services; enploynment hiring and recruitnent

servi ces; and the cited registrant’s International C ass

35 services which include therein “...enpl oynent agency
services; and di ssem nation of advertising for others via
an online comunications network.” There are no
restrictions on these services as identified in the
application and the registrations. W find that the
parties’ respective identified enploynent services and
their respective identified advertising services are
legally identical or are, at the very least, closely

rel ated services.

The remai ning cl asses of goods and services in
applicant’s application are those in International C asses
9, 16 and 41, all of which are restricted within the
identifications to “...the fields of accounting, finance and
busi ness studies.” The cited registrant’s Internati onal
Classes 9, 16, 41 and 42 are restricted to “...the field of
law’ or relating to “...corporate |egal counsel.” It is
clear that the cited registrant is an associ ati on of
corporate attorneys, and applicant is an association of

accountants. Nonethel ess, as argued by the Exam ni ng

Attorney, the “field of law is very broad and enconpasses

12
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“busi ness | aw, accounting |law and finance law.” |In support
of his argunment, the Exam ning Attorney submtted, inter
alia: (i) dictionary definitions of the words “law,”

“busi ness,” “accounting” and “finance”; (ii) excerpted
stories retrieved fromthe Nexis database referencing
“business |l aw,” “accounting |law and “finance |law; and
(iii) printouts of a few pages fromregistrant’s website
listing as prograns offered by registrant, including
“Cor porate Governance Practices,” “Financial & Accounting
Essentials for In-house Counsel,” “Latest Devel opnents In
Fi nanci al and Accounting |ssues” and “Tax Topics for
Nonprofits: What the IRS Wants You to Know.”

Regi strant’s involved International C asses 9, 16 and
41 goods and services are limted to the field of |aw and
its International Class 42 association services are limted
to the interests of corporate |egal counsel; and
applicant’s involved International C asses 9, 16 and 41
goods and services are limted to the fields of accounting,
fi nance and business. However, the Exam ning Attorney has
established a prima facie case that the cited registrant’s
identifications including “law are broad enough to
enconpass applicant’s “accounting, finance and business.”

Stated differently, the record shows that applicant’s goods

13
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and services are enconpassed within the very broad
identifications in the cited registrations.

Even if registrant actually offers its involved goods
(downl oadabl e el ectroni c publications; trade journals,
books and newsl etters) and services (educational services,
sem nars, foruns and wor kshops; and associ ati on services)
only with regard to topics of interest to |lawers, as the
Exam ni ng Attorney argues, those topics include the topics
covered in applicant’s identification of goods and
services. That is, applicant’s identified goods and
services and the goods and services listed in the cited
registrations are related in the mnd of the consum ng
public as to origin. See Hew ett-Packard Conpany v.
Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004
(Fed. Cr. 2002)(“even if the goods and services in
gquestion are not identical, the consum ng public may
perceive them as rel ated enough to cause confusi on about
the source or origin of the goods and services”).

W find that applicant’s International Class 9, 16 and
41 goods and services, as identified, are related to the
cited registrant’s International Cass 9, 16, 41 and 42
goods and services, as identified.

Turning next to the duPont factors of trade channels

and purchasers, applicant contends that its goods and

14
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services are not directed to | awyers or even corporate

| egal counsel, but rather are directed to accountants;® that
t he ABA Code of Professional Responsibility mandates that

| awers and non-|lawers shall not forma partnership; and
that applicant’s goods and services are specifically

mar ket ed and sold to accountants, while registrant’s goods
and services are marketed and sold “strictly to corporate

| egal counsel.” (Brief, p. 6.)

The problemw th applicant’s argunent is that, once
agai n, even though sone of its goods and services (C asses
9, 16 and 41) are restricted to the fields of accounting,
finance and business, the cited registrations are
restricted only to the field of law which is broad enough
to enconpass accounting |law, finance | aw and busi ness | aw.
The argunent regarding | awers being prohibited from
formng a partnership wwth a non-lawer is neither rel evant
nor persuasive. There is nothing in the identifications of
goods and services of either applicant or registrant which
limts the purchasers of these publications and educati onal
services to lawers or accountants. That is, an accountant

coul d purchase registrant’s goods and services and a | awer

> Applicant’s application is based on (i) applicant’s assertion
of a bona fide intention to use the mark as to all classes, and
(ii) Section 44 of the Trademark Act.

15
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coul d purchase applicant’s goods and services. Therefore,
we nust presume in this adm nistrative proceeding that the
i nvol ved goods and services are offered through all norma
channels of trade to all usual classes of purchasers. See
Cctocom Systens Inc. v. Houston Conputers Services Inc.,
supra; and Canadi an I nperial Bank of Commerce v. Wells
Fargo Bank, supra.

We find that the channels of trade and the cl asses of
purchasers are overl appi ng.

Applicant argues that the purchasers of both
applicant’s and registrant’s goods and services are
sophi sticated professionals in their respective industries
(e.g., accounting, finance and business, and | aw).

Agai n, the consuners for registrant’s goods and
services could include accountants and | awers, and there
woul d thus be overl appi ng consuners for applicant’s goods
and services. Even if we assume sophistication of the
purchasers of these goods and services, “even careful
purchasers are not imrune from source confusion.” 1Inre
Total Quality Group Inc., 51 USPQ2d 1474, 1477 (TTAB 1999).
See al so, Wncharger Corporation v. Rinco, Inc., 297 F.2d
261, 132 USPQ 289 (CCPA 1962); In re Deconbe, 9 USPQ2d 1812
(TTAB 1988); and In re Hester Industries, Inc., 231 USPQ

881, 883 (TTAB 1986) [“Wile we do not doubt that these

16
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institutional purchasing agents are for the nost part

sophi sticated buyers, even sophisticated purchasers are not
i mmune from confusion as to source where, as here,
substantially identical marks are applied to rel ated
products”]. That is, even sophisticated purchasers of
these closely related goods and services are likely to
bel i eve that the services emanate fromthe same source,
when of fered under the involved identical and highly
simlar marks. See Weiss Associates Inc. v. HRL Associates
Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. G r. 1990); and
Aries Systens Corp. v. Wrld Book Inc., 23 USPQRd 1742,
footnote 17 (TTAB 1992).

Applicant’s argunment that the cited marks are weak is
unsupported by any tinely adm ssible evidence. The
registrant’s ownership of its registrations gives it the
exclusive right to use the registered marks in connection
wi th the goods and services specified in the certificates
of registration. See Section 7(b) of the Trademark Act, 15
U. S.C. §1057(b).

In sum we find that applicant’s mark for its
identified goods and services in International C asses 9,
16, 35 and 41 is likely to cause confusion with the marks

in each of the two cited registrations.

17
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In view of the identical and simlar marks, the
rel at edness of these goods and services, and the
over | appi ng channel s of trade and purchasers, we find that
consuners seeing applicant’s mark ACCA, may |ikely assune
that applicant’s goods and services enmanate fromor are
associ ated or sponsored by the cited registrant.

Wil e we do not have doubt on the question of
i kelihood of confusion in this case, if there were such
doubt, it nust be resol ved agai nst applicant as the
newconer, as applicant has the opportunity of avoiding
confusion, and is obligated to do so. See TBC Corp. v.

Hol sa Inc., 126 F.3d 1470, 44 USPQ2d 1315 (Fed. Cr. 1997);
and In re Hyper Shoppes (Chio) Inc., 837 F.2d 840, 6 USPQd
1025 (Fed. G r. 1988).

Deci sion: The refusal to register (involving
International C asses 9, 16, 35 and 41) under Section 2(d)
of the Trademark Act is affirnmed as to both cited
regi strations. However, inasnmuch as there was no refusal
to register applicant’s mark for the International O ass 36
services, the application will be forwarded for appropriate

action with regard to International Cass 36 in due course.

18



