THIS DECISION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB
Hear i ng:
Sept enber 14, 2005 Mai | ed: 12/ 1/ 2005

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 78212751

M chael L. Lovitz and Stanley C. Macel of Connolly Bove
Lodge & Hutz for applicant.

Anne Madden, Trademark Exami ning Attorney, Law Ofice 103
(M chael Ham | ton, Managi ng Attorney).

Before Quinn, Walters and Bucher, Adm nistrative Trademark
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Qpi nion by Quinn, Admnistrative Trademark Judge:

An application was filed by Bayer Aktiengesellschaft
to register the mark ASPIRI NA for “anal gesics.”?

The trademark exam ning attorney refused registration
under Section 2(e)(1) of the Trademark Act on the ground

that applicant’s mark, if used in connection with

applicant’s goods, would be nerely descriptive thereof.

! Application Serial No. 78212751, filed February 10, 2003, based
on an allegation of a bona fide intention to use the mark in
comer ce.
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When the refusal was nade final, applicant appeal ed.
Applicant and the exam ning attorney filed briefs. An oral
heari ng was held at which applicant’s counsel and the
exani ni ng attorney appeared.?

The exam ning attorney contends that the term
“aspirina” is the Spanish word for “aspirin” and that,
therefore, the termis, at the very |east, nerely
descriptive for analgesics. |In support of the refusal, the
exam ning attorney submtted definitions fromfour online
dictionaries retrieved fromthe Internet; a search report
showi ng the first ten hits for “aspirina” obtained by the
GOOGLE search engine; a copy of a page fromthe English
transl ation of applicant’s Spanish web site; a copy of
applicant’s previously filed and now abandoned appli cation
to register the same mark for the sanme goods; and articles
retrieved fromthe NEXI S database. |In connection with
applicant’s earlier application, the exam ning attorney
points to applicant’s acknow edgenent, in response to the

Ofice's inquiry, that the Spanish term*®“aspirina” is

2 Mpplicant’s counsel raised for the first time at the oral
hearing his client’s desire to seek remand for consideration of a
prospective anmendnent to the Suppl enmental Register (in
conjunction with an anmendnent to allege use). The Board

expl ai ned that, given the late stage of the appeal process, an
anmendnent to the Suppl enental Regi ster would not be entertained.
Thus, the issue herein is not genericness, but rather nere
descriptiveness; that is, whether applicant’s nark is inherently
distinctive as to allow registration on the Principal Register.
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translated in English as “aspirin,” and the subsequent
express abandonnent of the application. In sum the

exam ning attorney asserts that “the term conprising the
applicant’s mark is the foreign equival ent of ordinary
Engl i sh wording, which is in comobn usage in the

phar maceuti cal industry as evidenced by the dictionary
definitions/translations of record, LEXIS/ NEXI S evidence of
record, and website evidence of record.” (Appeal Brief,
unnunbered p. 5).

Applicant states that it owns registrations (copies
and/ or renewal s have been submtted) in several Spani sh-
speaki ng countries, including Bolivia, Chile, Colunbine,
Dom ni can Republic, Ecuador, Guatenala, Honduras, Mexico,

Ni caragua, Peru, ElI Sal vador, Spain and Uruguay. Applicant
al so owns International Registrations, giving it protection
in no less than twenty countries. Applicant contends that
“ASPIRINA” is a coined termhaving no specific definition
or nmeaning in Spanish or in any other |anguage. Rather,
applicant maintains, its only use is as a trademark
identifying applicant as the source of its anal gesics.

Al t hough appl i cant acknow edges that U. S. consuners “not
famliar with the international fanme” of applicant’s mark
may believe that the mark is suggestive of the term

“aspirin’” when applied to applicant’s anal gesics, applicant
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argues that consuners wll recognize that applicant’s mark
differs fromthe English word “aspirin” in spelling,
pronunci ati on and neani ng, and, thus, they would not view
the mark as nerely descriptive. Wth respect to its
earlier application, applicant clains that the translation
of “aspirina” to “aspirin” was submtted in error
Applicant al so contends that the majority of NEXIS excerpts
relied upon by the examning attorney refer to applicant’s
mark as a source indicator for applicant’s analgesics. In
support of its position, applicant submtted the Spanish
version of a portion of its web site, copies of |istings
from Spani sh/ Engli sh dictionaries, and copies of its
foreign registrations. Applicant also submtted a letter
fromits counsel to the |egal departnent of Google, Inc.

poi nting out what applicant alleges is Google, Inc.’s
i nproper translation of “aspirina” to “aspirin.” Google
Inc.’s letter in response is also of record wherein
applicant is infornmed that the translation is “produced

automatically,” and that “we will renove the ‘Transl ate

this page’ link that appears next to the www. aspirina.com

site in our search results.”
Atermis deened to be nerely descriptive of goods or
services, wthin the neaning of Trademark Act Section

2(e)(1), if it forthwith conveys an i medi ate idea of an
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ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. See, e.g., Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cr. 1987); and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). A termneed not inmmediately convey an
i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See Inre HUDDL.E, 216 USPQ 358 (TTAB
1982); and In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).
Whet her a termis nerely descriptive is determ ned not

in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used or is intended to be used on or in connection
Wi th those goods or services, and the possible significance
that the termwould have to the average purchaser of the
goods or services because of the manner of its use or
i ntended use. That a term may have ot her nmeanings in
different contexts is not controlling. 1In re Bright-Crest,
Ltd., 204 USPQ 591, 593 (TTAB 1979). It is settled that:

....the question of whether a mark is

nmerely descriptive nust be determ ned

not in the abstract, that is, not by

aski ng whet her one can guess, fromthe
mark itself, considered in a vacuum



Ser No. 78212751

what the goods or services are, but

rather in relation to the goods or

services for which registration is

sought, that is, by asking whether,

when the mark is seen on the goods or

services, it imediately conveys

i nformati on about their nature.
In re Patent & Trademark Services Inc., 49 USPQd 1537,
1539 (TTAB 1998).

There are several dictionary listings of record, and

the definitions relied upon by applicant and the exam ni ng
attorney are conflicting. The examning attorney’s

evi dence shows online Spanish/English translations of the

term*®“aspirina” as “aspirin.” (ww.yourdictionary.com

www. ul tral i ngua. net; and ww. al tavi sta.conm. To counter

this evidence, applicant submtted a dictionary listing

fromDi ccionario de |a Lengua Espaiola (2d ed. 2001) that

i's mai ntained, according to applicant, by the Real Academ a
Espafol a; applicant describes this publication as “the
of ficial Spanish |anguage resource (in the same manner as
the Oxford English Dictionary is the official English
| anguage resource).” (Appeal Brief, p. 5). The listing is
as foll ows:
Aspirina. (Fromthe German Aspirin,
Regi stered Trademark). F.Med. \Wite,
crystalline solid, constructed by
acetyl salicyclic acid, which is used
as an anal gesic and antipyretic. 2.

Capl et manufactured with this
subst ance.
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The NEXI S excerpts relied upon by the exam ning
attorney likew se are conflicting. The exam ning attorney
submtted articles retrieved fromthe NEXI S dat abase
show ng uses of “aspirina” as the Spanish equival ent of the
English term“aspirin.” Sone of these uses are reproduced
bel ow.

After a few m nutes of |anguage
instruction--Were is the aspirin/Onde
ha aspirina?--the pupils seenmed only to
care about | earning the phrase, “Wen
is the Portuguese | esson over?”

(Chi cago Tribune, Decenber 11, 2003)

“Quiero aspirinas--1 want aspirin.”
(Los Angeles Tinmes, July 1, 1994)

There’s a Mexican ad for a product

call ed Aspirina (Spanish for aspirin).

(Canmpai gn, July 5, 2002)

Do you sell aspirin and how much does

it cost? Venden Vds. Aspirina? Cuanto

cuesta?

(Daily Star, June 21, 2001)

As pointed out by applicant, however, other excerpts

submtted by the examning attorney refer to “aspirina” or
“Aspirina” as a product of applicant’s (e.g., “Bayer’s

Aspirina” or “a product called Aspirina’).?

We have consi dered the evidence of record against the

3 A conmmon mi stake of examining attorneys is subnission of NEXIS
excerpts originating in foreign countries. The present record

i ncl udes such evidence, and these excerpts are not probative on
t he i ssue before us.
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backdrop of the genericness of the term*®aspirin.” Judge
Learned Hand | ong ago determ ned that “aspirin” is generic
for an analgesic. Bayer Co. v. United Drug Co., 272 F. 505
(S.D.N Y. 1921). In this connection, we take judicial
notice of the dictionary definition of “aspirin”: “a white
crystalline conpound....of salicyclic acid used esp. in
tablet formas an antipyretic and analgesic.” Wbster’s

Third New International Dictionary (unabridged ed. 1993).

Thus, starting fromthe premse that “aspirin” is generic
for analgesics in this country, the question is whether a
slight variation, ASPRINA is nerely descriptive for

anal gesi cs.

We find that the mark ASPIRINA is not inherently
distinctive, but, rather, is nmerely descriptive and, thus,
is not registrable on the Principal Register. In view of
the cl oseness in sound, appearance and neani ng between the
generic term*“aspirin” and applicant’s applied-for mark
ASPI RINA, we see no reason to engage in the type of foreign
equi val ent anal ysis urged by the exam ning attorney.

4

I rrespective of any Spanish/English translation,” or the

purported renown of the mark in foreign countries,

* Al though applicant contends that the translations provided by
the exanmining attorney (either in the dictionary or in the NEXI S
articles) are in error, consuners in this country neverthel ess
have been exposed to them
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prospective consuners in this country, aware of the generic
term*“aspirin,” will view ASPIRI NA as a slight variation
(or even a msspelling) of the generic termand, thus, the
termis nerely descriptive of analgesics. The term

i mredi ately conveys the inpression that applicant’s

anal gesi cs are aspirin-based products. See In re Coney

| sl and Bredzel, 199 USPQ 45 (TTAB 1978).

We are not persuaded that a different result is
mandat ed by applicant’s ownership of foreign registrations
for the mark sought to be registered in the United States.
The fact that a termis registered in a foreign country,
pursuant to foreign trademark laws, is inmterial to the
i ssue of inherent distinctiveness and the registrability of
the sane termin the United States. See In re Hag
Akt i engesel | schaft, 155 USPQ 598 (TTAB 1967).

Applicant, in arguing that its mark is only
suggestive, also cites to two third-party registrations of
“ASPER-”" formative marks. Firstly, the registrations were
not properly made of record. Secondly, even if considered,
the registrations do not conpel a different result herein.
In re Nutt Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564,
1566 (Fed. G r. 2001) [“Even if prior registrations had

sone characteristics simlar to [applicant’s] application,
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the PTO s al l owance of such prior registrations does not
bind the Board or this court.”].

I n reaching our decision, we |ikew se have not
accorded any probative value to applicant’s translation
submtted in its earlier application. The exam ning
attorney essentially urges us to consider applicant’s
earlier translation of “aspirina” to “aspirin” as
tantanount to an adm ssion against interest. Applicant
explains its previous statenent as foll ows:

In responding to an O fice action
during prosecution of Applicant’s prior
application, counsel for applicant
entered an English translation for
“ASPIRINA” into the file, when in fact
no such English translation exists.
Once advised of the error, and the
avai |l abl e options, applicant determ ned
it would be best to proceed with a new
application for its mark, so as to
ensure the application file was
accurate and correct. Applicant then
requested that the first application be
expressly abandoned so as to avoid any
confusion between the files, and to
all ow the new application to proceed
apace. Applicant specifically denies
the Exam ner’s contention that the
express abandonnent “is evidence that
appl i cant recogni zed that the mark was
nmerely descriptive.” To the contrary,
had applicant truly had such a belief,
appl i cant woul d have known that a new
application would not be successful,
absent sone change in circunstance
(such as establishing evidence of
acquired distinctiveness). That
applicant refiled its application
denonstrate’s [sic] applicant’s bona

10



Ser No. 78212751

fide believe [sic] that its mark is not

nmerely descriptive, as expl ai ned

herein. (Appeal Brief, p. 15)(bold in

original)
Cf. Interstate Brands Corp. v. Celestial Seasonings Inc.,
576 F.2d 926, 198 USPQ 151, 154 (CCPA 1978)[party’s prior
statenent, in unrel ated proceedi ngs, of opinion on |egal
issue which is contrary to position taken in present
proceeding is not an estoppel, but is relevant to the
extent that it may be “illum native of shade and tone in
the total picture confronting the decision nmaker”; and
“[u] nder no circunstances, may a party’s opinion, earlier
or current, relieve the decision maker of the burden of
reaching his own ultimte conclusion on the entire
record.”]. So as to be clear, we have nmade our deci sion
based on the evidence of record.

The intent of Section 2(e)(1l) is to protect the
conpetitive needs of others, that is, “descriptive words
must be left free for public use.” 1In re Colonial Stores,
Inc., 394 F.2d 549, 157 USPQ 382, 383 (CCPA 1968). The
nere addition of the letter “A” at the end of the generic

term®“aspirin” is sinply insufficient to transform ASPI Rl NA

into an inherently distinctive mark for anal gesics.

11
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We conclude that the applied-for mark ASPIRI NA, if
used in connection with anal gesics, would be nerely
descriptive thereof.

Decision: The refusal to register is affirned.
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