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Mai | ed: 5/ 23/ 2006

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 78228856

Di ane Green for Blacklce by Design Inc.

Anne Madden, Trademark Exam ning Attorney, Law Ofice 103
(M chael Ham | ton, Managi ng Attorney).

Before Quinn, Walters and Rogers, Adm nistrative Trademark
Judges.

Qpi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by Blacklce by Design Inc. to
register the mark BLACK | CE NAKED for “infant, toddler,
junior, msses, wonen's, nen’'s and maternity cl ot hing,
nanmel y sl eepwear, shirts, blazers, raincoats, capes,
junpers, Bernuda shorts, athletic sweat suits, skirts,
sandal s, jackets, jeans, jerseys, jogging suits, knitted
and woven tops and bottons, |eggings, |eotards, lingerie,
| oungewear, mttens, night shirts, nightgowns, overcoats,
paj amas, pants, pantsuits, panty girdles, panty hose,

par kas, peignoir sets, polo shirts, pullovers, robes,
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scarves, shawls, shorts, slippers, socks, sports bras,
sport coats, suits, sweaters, sweatpants, sweatshirts,

swi mrear, tank tops, teddies, tennis shoes, therma
underwear, ties, tops, trousers, tankini, t-shirts,

turtl enecks, undergarnent thongs, undergarnents,
under gar ment supports such as girdles, bodyshapers,
undershirts, unitards, vests, warmup suits, boots, dress
shoes, bandannas, bathing suits, bathing trunks, bathrobes,
beach thongs, bed jackets, belts, bike shirts and shorts,
bl ouses, body briefs, boleros, boxer shorts, bras, bustier,
cam sol es, canp shirts, cardigans, casual and athletic
footwear, chem ses, coats, corsets, crop tops, dresses,
dressi ng gowns, footwear, headbands, headwear, nanely,
hats, caps and visors, hosiery.”?!

The trademark exam ning attorney refused registration
under Section 2(d) on the ground that applicant’s mark, if
applied to applicant’s goods, would so resenble the
previously registered mark BLACK I CE for “outdoor canping

112

apparel, nanely, parkas, vests, mttens, and pants”“ as to

be likely to cause confusion.

! Application Serial No. 78228856, filed March 23, 2003, based on
an allegation of a bona fide intention to use the nark in

comer ce.

2 Registration No. 1216820, issued Novenber 16, 1992; renewed.
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Wien the refusal was nmade final, applicant appeal ed.?
Applicant and the exanmining attorney filed briefs.*

The exam ning attorney nmaintains that the marks are
simlar in that applicant’s mark is dom nated by the first
two words of the mark, BLACK I CE, which happen to be the
entirety of registrant’s mark. The exam ning attorney al so
asserts that the cited mark is arbitrary for registrant’s
goods, citing to a dictionary definition.® As to the goods,
the exam ning attorney contends that the goods are, in
part, legally identical, pointing out that applicant’s
identification of goods is not |limted; thus, certain itens
listed therein nmust be assunmed to enconpass clothing itens
for canping. |In her attenpt to establish a connection
bet ween applicant’s and regi strant’s goods, the exam ning
attorney submtted third-party registrations show ng that

each entity has registered a single mark for the types of

3 The final refusal also was based upon Registration No. 2189636
for the mark BLACK | CE for “sweaters, hats [and] gloves.” A
check of Ofice records shows that this registration was
cancelled by the Ofice on June 18, 2005 for failure to file a
Section 8 affidavit of continued use. This registration was
owned by the sanme entity that owns the subsisting registration.
I nasmuch as Regi stration No. 2189636 was cancel | ed, the
registration no longer acts as a bar under Section 2(d), and the
appeal relating thereto is noot.

* MApplicant, in a paper filed March 1, 2006, specifically

i ndi cated that applicant “wish[ed] to waive the oral hearing.”

® Pursuant to the examining attorney’ s request in her brief, we
take judicial notice of the definition of “black ice.” (see
infra).
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goods i nvol ved herein.

Applicant argues that it has created a “mcro-famly
of marks” (conprising other “NAKED" marks, such as NAKED
ATTRACTI ON, NAKED FANTASY and NAKED | NNOCENCE) that will be
marketed in comerce so that its applied-for mark wll
never be isolated in the marketplace. Applicant contends
that its mark and registrant’s mark are dissimlar in
sound, appearance, connotation and overall commerci al
i npression. Mre specifically, applicant contends that the
addition of the term NAKED in its mark is so jarring that
consuners will not associate the mark BLACK | CE NAKED wit h
registrant’s mark BLACK | CE. Regarding the goods,
applicant asserts that it will sell its goods on the
Internet, and that registrant does not and will not have
any affiliation with this website. In support of its
position, applicant submtted a dictionary definition of
the term “naked,” and an article retrieved froma printed

publication.®

® Applicant also subnmitted a copy of an unpublished decision of
the Board. Applicant further nade reference to four third-party
regi strations that have coexisted on the register.

The decision subnitted by applicant is designated “not citable
as precedent.” Thus, this decision is not citable and it has not
been considered in reaching our decision. See General MIIs Inc.
v. Health Valley Foods, 24 USPQ2d 1270 (TTAB 1992); and TBMP §
101.03 (2d ed. rev. 2004).

Li kewi se, the third-party registrations cited by applicant have
not been consi dered because they were not properly nmade of
record. To nmake a third-party registration of record, either a



Ser No. 78228856

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlInre E |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQR2d 1201
(Fed. Gir. 2003). In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods. See
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also: In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cr
1997).

We first turn to consider the goods. It is well
settled that the question of |ikelihood of confusion nust
be determ ned based on an anal ysis of the goods recited in
applicant’s application vis-a-vis the goods identified in
the cited registration. Inre Shell Gl Co., 992 F. 2d
1204, 26 USPQR2d 1687, 1690 n. 4 (Fed. Gr. 1993); and

Canadi an I nperial Bank v. Wells Fargo Bank, 811 F.2d 1490,

copy of the USPTO paper record, or a copy taken fromthe

el ectronic records of the USPTO, should be subnitted. See In re

Vol vo Cars of North Anerica Inc., 46 USPQ2d 1455, 1456 n. 2 (TTAB
1998).

We hasten to add that, even if all of the above were consi dered,
the material would not conpel a different result in this appeal
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1 USPQ2d 1783 (Fed. G r. 1992). Were the goods in the
application at issue and/or in the cited registration are
broadly identified as to their nature and type, such that
there is an absence of any restrictions as to the channel s
of trade and no [imtation as to the classes of purchasers,
it is presuned that in scope the identification of goods
enconpasses not only all the goods of the nature and type
described therein, but that the identified goods are
offered in all channels of trade which would be norma
therefore, and that they would be purchased by al

potential buyers thereof. 1In re El baum 211 USPQ 639, 640
(TTAB 1981). Further, it is not necessary that the
respective goods be identical or conpetitive, or even that
they nove in the sane channels of trade to support a
hol di ng of likelihood of confusion. It is sufficient that
the respective goods are related in sone manner, and/or
that the conditions and activities surrounding the

mar keti ng of the goods are such that they would or could be
encountered by the sanme persons under circunstances that
coul d, because of the simlarity of the marks, give rise to
the m staken belief that they originated fromthe sane
producer. In re Melville Corp., 18 USPQ2d 1386 (TTAB

1991) .
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We acknow edge, at the outset of our consideration of
this du Pont factor, that there is no per se rule governing
I'i kelihood of confusion in cases involving clothing itens.
In re British Bulldog, Ltd., 224 USPQ 854 (TTAB 1984).
Nevert hel ess, based on the identifications of goods and the
evidence relating to this factor, we find that the
simlarity between the goods weighs in favor of affirmance
of the refusal

As indicated above, registrant’s goods are identified
as “outdoor canping apparel, namely, parkas, vests, mttens

and pants.” Applicant’s identification of goods includes,

in pertinent part, “parkas,” “vests,” “mttens” and
“pants.” Applicant’s attenpt to distinguish its clothing
itens fromthe canping apparel itenms covered by the cited
registration is not persuasive. Applicant’s “parkas,”

“vests,” “mttens” and “pants” are not limted in any way
as to nature, type, use or purpose and, thus, are broad
enough to enconpass parkas, vests, mttens and pants worn
whi | e canpi ng. When construed as such, the goods are
legally identical. W further find that certain of
applicant’s goods, such as jackets, overcoats and jeans,
are related to registrant’s apparel. Likelihood of

confusion nust be found if there is |ikelihood of confusion

involving any itemthat comes within the identification of
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goods in the involved application. Tuxedo Monopoly, Inc.
v. CGeneral MIIls Fun G oup, 648 F.2d 1335, 209 USPQ 986
988 (CCPA 1981).°

G ven that applicant’s parkas, vests, mttens and
pants are construed to include all types of those itens,

i ncl udi ng ones intended for outdoor canping, we assune that
t hese goods travel in the sane channels of trade for
registrant’s goods (e.g. departnent stores, on-line
retailers, specialty retailers),® and that applicant’s and
regi strant’ s goods are bought by the sane cl asses of

pur chasers.

In connection with this du Pont factor, the exam ning
attorney introduced four third-party registrations show ng
that each entity adopted a single mark for a wide variety
of clothing itens, including sone of the itens of the type
i nvol ved herein. Third-party registrations that
individually cover different itens and that are based on
use in commerce serve to suggest that the |listed goods are
of a type that may emanate froma single source. 1In re

Al bert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993).

"It is therefore unnecessary to individually rule as to whether
each of the other specific clothing items set forth in the

i nvol ved application are so related to those in the cited

regi stration that confusion would be |ikely.

8 Al though applicant suggests that the goods travel in different
channel s of trade, there are no linmtations in the respective
identification of goods.
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We next turn to consider the marks. I n determ ning
the simlarity or dissimlarity of the marks, we nust
conpare the marks in their entireties as to appearance,
sound, connotation and commercial inpression. Palm Bay
| nports, Inc. v. Veuve Cicquot Ponsardin Mai son Fondee En
1772, 396 F.3d 1369, 73 USPQd 1689 (Fed. G r. 2005).
Contrary to applicant’s statenent that the marks are not
simlar “[w] hen viewed side by side” (Appeal Brief, p. 4),
the test is not whether the marks can be distingui shed when
subj ected to a side-by-side conparison, but rather whether
the marks are sufficiently simlar in their entireties that
confusion as to the source of the goods offered under the
respective marks is likely to result. The focus is on the
recol l ection of the average purchaser, who normally retains
a general rather than a specific inpression of tradenmarks.
Finally, where, as in the present case, the marks appear
on, at least in part, legally identical goods, the degree
of simlarity between the marks which is necessary to
support a finding of likely confusion declines. Century 21
Real Estate Corp. v. Century Life of America, 970 F.2d 874,
23 USPQ2d 1698 (Fed. Cir. 1992).

The record includes a dictionary definition of the

term*®“black ice” showwng that it nmeans “a thin filmof ice

on paved surfaces (as roads) that is difficult to see.”
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Merriam Webster Online (ww. mw.comy. The sane dictionary

defines “naked” as “not covered by clothing: nude.”

Applicant has adopted the entirety of registrant’s
arbitrary mark and nerely added NAKED to the mark.

Al t hough, as applicant contends, the presence in its mark
of the term “naked” may be somewhat “jarring,” we find that
the mere addition of this termdoes not sufficiently

di stingui sh the marks BLACK | CE and BLACK | CE NAKED
especially given that the marks are applied to legally

i dentical goods. See, e.g., Coca-Cola Bottling Co. v.
Joseph E. Seagram & Sons, Inc., 526 F.2d 556, 188 USPQ 105
(CCPA 1975); and In re Cosvetic Laboratories, Inc., 202
USPQ 842 (TTAB 1979).

The mar ks BLACK | CE and BLACK | CE NAKED are simlar in
sound and appearance. As shown by the neaning of “black
ice,” this termis arbitrary when applied to the goods
invol ved herein. The addition of the term “naked” does not
sufficiently change either the neaning of the marks or the
overall commercial inpression engendered by the marks.

G ven the common use of the arbitrary words BLACK ICE in
the marks, consuners famliar with registrant’s mark, upon
encountering applicant’s mark, wll m stakenly believe that

applicant’s mark just identifies another |line of clothing

of fered by registrant.

10
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Applicant’s claimof a “mcro-famly” of “NAKED marks
istono avail. Firstly, the claimof a famly of marks is
entirely unsupported by the record. Secondly, and nore
significantly, we are concerned in this appeal with the
registrability of applicant’s specific mark, BLACK | CE
NAKED. The exi stence of other “NAKED marks owned by
applicant is irrelevant to the specific |Iikelihood of
confusion issue involving registrant’s mark BLACK | CE

We concl ude that consuners famliar with registrant’s
out door canpi ng apparel, nanely, parkas, vests, mttens and
pants sold under the mark BLACK | CE would be likely to
bel i eve, upon encountering applicant’s mark BLACK | CE NAKED
for clothing itenms such as parkas, vests, mttens, pants,

j ackets, overcoats, and jeans, that the goods originated
W th or are sonehow associated with or sponsored by the
same source.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about I|ikelihood of confusion, that
doubt is required to be resolved in favor of the prior
registrant. 1In re Hyper Shoppes (Chio), Inc., 837 F.2d
840, 6 USPQ2d 1025 (Fed. Cir. 1988); and In re Martin's
Fanmous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984).

Decision: The refusal to register is affirned.

11



