THIS DECISION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB
Hear i ng:
Novenber 16, 2005 Mai | ed: 3/6/06

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 78233868

Neal E. Friedman of Davis & Bujold for MagCode AG

David Tayl or, Trademark Exam ning Attorney, Law O fice 112
(Jani ce O Lear, Managi ng Attorney).

Bef ore Seeherman, Qui nn and Wal sh, Adm nistrative Trademark
Judges.

Qpi nion by Quinn, Adm nistrative Tradenmark Judge:

MagCode AG filed an application to register the mark
MAGCODE for “electrical sockets, electrical plugs,
el ectrical power adapters, electrical switches, electrical
cables and el ectrical connectors for subassenblies in
machi nes and vehicles, electrical sw tching boxes and
nodul es, electrical switch plates, connecting parts for
el ectric conductors, nanely, data connection nodul es,

el ectrical connection boxes, electrical controllers,
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el ectrical connectors, electrical distribution boxes and
aut onobi | e data connectors.”?

The trademark exam ning attorney refused registration
under Section 2(e)(1) of the Trademark Act on the ground
that applicant’s mark, as applied to the goods, is nerely
descriptive thereof.

When the refusal was made final, applicant appeal ed.
Applicant and the exam ning attorney filed briefs.
Applicant’s counsel and the exam ning attorney appeared at
an oral hearing held before the Board.

The exam ning attorney maintains that the matter
sought to be registered is nerely descriptive because the
goods “feature magnets that will only connect and allow the
flow of electricity when they are arranged in a specified
manner” and that this arrangenent “is equivalent to a
code.” (Brief, unnunbered p. 5). In support of the
refusal, the exam ning attorney submtted dictionary
listings for “mag”; an excerpt of an article retrieved from
the Internet concerning applicant’s goods; a press rel ease
about applicant; an excerpt fromapplicant’s website; and

excerpts of the websites of third parties. Based on the

! Application Serial No. 78233868, filed April 4, 2003, based on
an allegation of a bona fide intention to use the nark in
comer ce.
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evi dence, the exam ning attorney concludes that the

proposed mark “inmedi ately conveys to potential purchasers

that the goods feature nagnets arranged in a code.”

(Brief, unnunbered p. 6).

Applicant argues that its mark is only suggestive.

Applicant contends that its goods do not include any code,

magneti c or otherw se; rather, the term*®“code,” as used in

applicant’s mark,

is a netaphor that suggests a feature of

the goods. Applicant places significant weight on the

dictionary definition of “code” that it submtted for the

first time with its brief, of which we take judicial

noti ce:

Any systematic collection of the
existing laws of a country, or those
relating to a particul ar subject; any
systemor collection of rules and

regul ations; a system for conmunication
by tel egraph, heliograph, etc., in

whi ch | ong and short sounds, |ight

fl ashes,

etc., are used to synbolize

the content of a nessage; a system used
for brevity or secrecy of

communi cation, in which arbitrarily
chosen words, letters, or synbols are
assi gned definite neanings; a word,

letter,

nunber or other synbol used in

a code systemto mark, represent, or
identify sonmething;, a system of synbols
for representing information and the
rules for their use; to arrange in a
code; enter in a code; to translate (a

nmessage)

into a code; encode; to

translate (a program into |anguage
whi ch can be conmmunicated to the
conput er.
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The Random House Dictionary of the English Language (1971).

Appl i cant contends that its goods do not have a “code” (or
“coding”) as defined by the dictionary. According to
applicant, “there are arranged pol ari zed magneti c keys
which are sinply not, in any normal sense, a system of
information, rules, synbols or communication or the |ike.”
Thus, applicant concludes, “the word ‘code’ is suggestive
of applicant’s goods which, when placed, turned and/or
moved such that their nmagnet keys conme into proper

al i gnnment, connect and effectively |ock together and permt
the flow of electricity.” (Brief, pp. 8-9).

According to applicant, the nmagnet key arrangenent enpl oyed
by applicant’s goods has no nmagnetic codi ng, and neither of
the ternms “magnetic coded” nor “magnetic coding” nerely
descri bes the goods. Applicant goes on to contend that the
third-party materials relied upon by the exam ning attorney
cover goods enpl oyi ng actual coding, naking these goods
different in nature fromapplicant’s goods. Wth respect
to applicant’s own uses of “magnetically coded” and
“magneti c codi ng” highlighted by the exam ning attorney,
applicant asserts that the evidence does not show MAGCODE
as a substitute for these other terms. In addition to the

dictionary definition set forth above, applicant submtted
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a printout of the results of a search of *“MAGCODE" and
variations thereof using the GOOGLE search engi ne.

Atermis merely descriptive of goods or services,
within the neani ng of Trademark Act Section 2(e)(1), if it
forthwith conveys an imedi ate i dea of an ingredient,
quality, characteristic, feature, function, purpose or use
of the goods or services. See, e.g., In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. G r. 1987); and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). A termneed not i mediately convey an idea of each
and every specific feature of the applicant’s goods or
services in order to be considered nerely descriptive; it
i s enough that the term descri bes one significant
attribute, function or property of the goods or services.
See Inre HUDD. L.E, 216 USPQ 358 (TTAB 1982); and In re
MBAssoci ates, 180 USPQ 338 (TTAB 1973).

Whether a termis nmerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used or is intended to be used on or in connection
wi th those goods or services, and the possible significance
that the termwould have to the average purchaser of the
goods or services because of the manner of its use or

i ntended use. That a term nmay have other neanings in
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different contexts is not controlling. In re Polo
International Inc., 51 USPQ2d 1061 (TTAB 1999); and In re
Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). It is
settled that:

....the question of whether a mark is

nmerely descriptive nust be determ ned

not in the abstract, that is, not by

aski ng whet her one can guess, fromthe

mark itself, considered in a vacuum

what the goods or services are, but

rather in relation to the goods or

services for which registration is

sought, that is, by asking whether,

when the mark is seen on the goods or

services, it inmediately conveys

i nformati on about their nature.
In re Patent & Tradenmark Services Inc., 49 USP@QRd 1537,
1539 (TTAB 1998).

When two or nore nerely descriptive terns are

conbi ned, the determ nation of whether the conposite mark
al so has a nerely descriptive significance turns on the
question of whether the conbination of terns evokes a new
and uni que commercial inpression. |f each conponent
retains its merely descriptive significance in relation to
t he goods or services, the conbination results in a
conposite that is itself nerely descriptive. See, e.g., In
re Tower Tech, Inc., 64 USPQ2d 1314 (TTAB 2002) [ SMARTTONER

nmerely descriptive of commercial and industrial cooling

towers]; In re Sun Mcrosystens Inc., 59 USPQ2d 1084 (TTAB
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2001) [ AGENTBEANS nerely descriptive of conputer prograns
for use in devel opnment and depl oynent of application
prograns]; In re Putnam Publishing Co., 39 USPQd 2021
(TTAB 1996) [FOOD & BEVERAGE ONLI NE nerely descriptive of
news information services for the food processing
industry]; and In re Copytele Inc., 31 USPQ@d 1540 (TTAB
1994) [ SCREEN FAX PHONE nerely descriptive of facsimle
term nals enpl oyi ng el ectrophoretic displays].

In order to properly analyze the issue, it is
i nperative to understand the nature of applicant’s goods.
Applicant offers the follow ng remarks regarding its goods
(Brief, pp. 5-6):

Certain of Applicant’s goods feature or
are connectors which, when pl aced,
turned and/or noved into the one
correct engagenent position with
respect to one another (i.e. when

adj usted so that the nmagnetic keys of

t he conponents cone into the correct

al ignnent), connect and, in effect,

| ock together and permt the flow of
electricity between the conponents.
Such occurs only when the polarity of
mul ti pl e magnetic keys on or near the
surface of one of the connector
conponent corresponds, by virtue of
havi ng pl aced, turned and/or noved a
conponent into the correct position,
with the oppositely charged polarity of
t he correspondi ng magneti c keys of

anot her conponent.

More specifically, Applicant’s
connectors feature nmagnetic keys, with
each connector having at |east one
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magnetic key with south polarity facing
out and at | east another magnetic key
with north polarity facing out. 1In
order to connect to a source of
electricity, a conponent (e.g. an

el ectrical plug) nust be connected to a
mati ng or correspondi ng conponent (e.g.
an electrical socket). |In order to, in
fact, connect the conponents, such
conponents nust be placed, turned
and/ or noved about so that polarity of
the correspondi ng magnetic keys (e.qg.
the keys at the end of the electrical
plug and on the electrical outlet) are
aligned properly into the correct

| ocki ng position (e.g. the conponent
nmust be turned so that the north and
sout h pol es of magnetic keys on the

el ectrical plug are aligned to the
correct |ocking position so as to face
the correspondi ng but oppositely

pol ari zed magneti c keys on the
electrical outlet).

Further, the conponents are designed so
that their nagnets interact wth the

el ectrodes of the conmponents in a
manner which permts the flow of
electricity (e.g. fromthe electrical
outlet to the electrical plug) only
when the conponents are actually
connected and | ocked together. By
contrast, when not properly aligned,

not only do the conponents fail to
connect and | ock together but
electricity will not flow Accidental
short circuits and el ectrocution are

t hereby prevented even if a user places
his or her hands directly on an
electrically active outlet.

By way of anal ogy, Applicant’s nagnetic
keys are anal ogous to the prongs used
on ordinary electric plugs and the
openi ngs on corresponding outlets. In
nmodern el ectrical plugs and outlets,
one prong is normally larger than the
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ot her and the corresponding el ectri cal
outlet will have one opening |arger

t han another so that the plug can only
be inserted into the outlet in the
proper manner. Further, sonme plugs for
conponents of higher voltage wll

i nclude at |east one prong facing at a
right angle to another prong of the
pl ug and the corresponding el ectri cal
outlet wll have openi ngs shaped only
to accept such a plug. \Were
Applicant’s goods differ in principle
is that Applicant’s magnetic keys al so
include a safety feature that prevents
the flow of electricity entirely except
when the magnetic keys of corresponding
conponents connect and effectively

| ock.

The exam ning attorney submtted dictionary |istings
to show that “mag” is an abbreviation for the term
“magnetic.” ww. acronynfinder.com and
www. encarta. nsn.com The exam ning attorney al so furnished
a dictionary definition of “magnetic”: “of or relating to
magneti sm or magnets; having the properties of a nagnet;
capabl e of being magnetized or attracted by a nagnet;

operating by neans of nmagnetism” The Anerican Heritage

Di ctionary of the English Language (4'" ed. 2000).

An article regarding new financing for applicant
reads, in relevant part, as follows: “The conpany hol ds
wor | dwi de patent rights for magnetical |l y-coded connect or
systens which are the basis of a new, secure transm ssion

technol ogy and outlet for electricity and data transm ssion
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in the autonotive industry.” Mergers & Acquisitions

Magazi ne (Novenber 2001). Also of record is a press
rel ease froma venture capital conpany announcing its
investnent in applicant. The release reads, in pertinent
part, as follows: “[Applicant] has gl obal patents for
magnet i c- coded connection systens for the secure
transm ssion of data and el ectrical power.”
WWW. | nnot ech. com
The record includes portions of applicant’s website

showi ng applicant’s use of “magnetic codi ng” or
“magnetically coded” in a nerely descriptive manner in
connection with applicant’s goods. The website contains
the follow ng statenent: “In contrast to conventi onal
connectors, MagCode Systens are working with magnetically
coded flat contacts instead of pins and pin holes.” The
website goes on to read:

The basic principle of the

MagCodeTechnol ogy is the use of the

repul sive and attractive forces of

per manent magnets in the MagCodePort as

well as in the MagCodeC ip. An

arrangenment of pernmanent nmagnets

provi des the pressure to assune

reliable electric contacts. Different

orientations of the individual magnets

results in a coding effect that all ows

cl osure of the connections only in the

proper way. Short circuits and

m sconnections are not possible...The

flat contacts carry power only when the
nmoveabl e plate in the MagCodePort that

10
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carries the permanent nagnets is

attached by the permanent magnets in

the MagCodeC ip that are arranged in

the sanme coding pattern as the nmagnets

in the MagCodePort. O her netal

obj ects or regul ar pernmanent magnets

cannot energi ze the contact. This

feature is the main characteristic of

t he MagCodeTechnol ogy.
(Enphasis in original). The website also indicates the
followi ng: “Both PowerSystens are avail abl e as
MagCodePower Syst em 12V and MagCodePower Syst em 24V, and/ or
MagCodePower Syst enPro 12V and MagCodePower Syst enPro 24V.
Due to different magnetic coding, a mx of 12 and 24V
products is inpossible.”

The exam ning attorney al so introduced several
excerpts of third-party websites with information about
various types of swtches. The information includes the
follow ng statenents: “Were noncontact nmagnetically coded
switches are required, the Euchner CMS series is based on
coded magnets.” (ww. engi neeringtal k.com; “Si pha non-
contact safety switches consist of a magnetically coded
sensor and actuator pair that prevents defeat of the safety
system by sinple magnets.” (www. sharehol der.con); “The
Dural oc Electronic Switch is magnetically coded using
mul ti ple magnets arranged to provide a sel ection of

different codes.” (www. m stura.con); and “XCSDM non-

contact safety interlock switches are designed for the sane

11
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functions as nechanical safety interlock switches. The
difference is that the non-contact safety interlock
swi tches are magnetically coded devices and require no
contact between the switch and coded nmagnet. This is a
benefit where door or guard m s-alignnent is an issue, or
where the machi ne desi gner does not want to use a
mechani cal device.” (ww. anal ogsquared. com

Based on the record before us, we find that the
appl i ed-for mark MAGCODE, when used in connection with the
goods, nerely describes a significant characteristic or
feature of them nanely, that applicant’s goods are part of
a magnetically coded connector system

Among applicant’s goods are “electrical switches for
subassenblies in machi nes and vehicles.” The exam ning
attorney’s evidence includes information relating to
switches for machines sold by third-party manufacturers.
As shown by that evidence, these switches are described as
bei ng “magnetically coded.” Although it would appear that
these swtches are different in nature fromapplicant’s
switches, applicant’s identification of goods, as worded,
is broad enough to enconpass all types of “electrical
swi tches for subassenblies in machines and vehicles,”

i ncluding the types shown in the third-party websites.

12
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As evidenced by the articles and press rel ease about
applicant, others have used the term “nmagnetically coded”
or “magnetic coding” to describe applicant’s goods. More
significantly, applicant itself has used, as referenced
above, the sane words in a nerely descriptive nmanner as
applied to its products. Contrary to applicant’s argunment
that the term“code” is netaphorical rather than
descriptive, the evidence of record shows it being used in
a nerely descriptive manner by applicant and third parties
in the machinery trade. Although this use of “code” may
not be in the normal sense of the dictionary neaning, the
term appears to have a recogni zed neaning in the trade when
used in the context of “magnetic coding” for goods of the
type sold by applicant. See In re Hunter Fan Conpany,
_UsP@@d___ (TTAB, ser. no. 78195616, February 15,
2006) [ ERGONOM C is nerely descriptive of ceiling fans].

Applicant’s goods, by their very nature, would be
bought by know edgeabl e purchasers (e.g., autonobile
manuf acturers), and they necessarily would be aware of the
“magnetically coded” feature of applicant’s goods. The
t erm MAGCCODE, when encountered by these purchasers,

i mredi ately infornms them w thout conjecture or
specul ation, that the goods are magnetically coded.

Decision: The refusal to register is affirned.
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