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Productivity Organization Limted.

Gene V.J. Maciol, Trademark Exam ning Attorney, Law Ofice
103 (M chael Ham Iton, Managi ng Attorney).

Bef ore Seehernman, Drost, and Kuhl ke, Adm nistrative
Trademar k Judges.

Qpi nion by Drost, Admnistrative Trademark Judge:

On April 14, 2003, applicant (Kraus Productivity
Organi zation Limted) applied to register the mark
PRODUCTI VITY PRESS (in typed or standard character form on
the Principal Register for goods and services ultimately
identified as follows:

Sof tware for advanced managenent and manufacturing

met hodol ogi es to i nprove efficiency in manufacturing
i ndustries; downl oadabl e el ectronic publications,



Ser. No. 78237417

nanmel y books and newsletters in the field of inproving
efficiency in the manufacturing industries in C ass 9.

Books and training manuals to inprove efficiency in
manuf acturing industries in C ass 16.

El ectroni c publishing services, nanely, publication of
text and graphic works of others in a desired fornmat,
nanmely on-line, CD and DVD featuring information on
i nproving efficiency in manufacturing industries;
provi ding on-1line publications, nanely books and
newsl etters in the field of inproving efficiency in
manuf acturing industries in Cass 41.°1
Appl i cant has disclained the word “Press.” The
application was al so anended to cl aimownership of
Regi stration No. 1,221,304 for the nmark shown bel ow on the
Suppl enental Register for a “nonthly newsletter” in C ass
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The exam ning attorney refused to register the mark on

the ground that the mark PRODUCTIVITY PRESS is nerely

! Serial No. 78237417. The application is based on applicant’s
all egation of a date of first use and a date of first use in
commerce of 31 Cctober 1998 (Cass 9), 31 October 1983 (d ass
16), and 30 April 2002 (d ass 41).

2 A “regi strant owner of a Suppl enental Register registration
inpliedly admts that the registered termwas descriptive (or
deceptively nisdescriptive) at least at the tine of the
registrant's first use of the term” Perma Ceram Enterprises
Inc. v. Preco Industries Ltd., 23 USP@d 1134, 1137 n.11 (TTAB
1992).
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descriptive of the goods and services. 15 U S. C
§ 1052(e)(1). In addition, the exam ning attorney has
objected (Brief at 7) to applicant’s specinen of use for
Cl ass 41 because it is “inadequate to show use of the mark
in the sale or advertising for the services.” After the
exam ning attorney nmade the refusals final, this appeal
f ol | owed.

The exam ning attorney’s position (Brief at 4,
footnotes omtted) is that:

“Productivity Press” is nmerely descriptive of the
applicant’s software, publications and publi shing
services for use in inproving efficiency in
manufacturing industries. Specifically, the mark
nmerely describes the subject matter, purpose and use
of the goods and services. The applicant offers goods
and services on the subject and for the purpose of

i nproving productivity. “Productivity” is defined as
a nmeasure of efficiency. Mnufacturing productivity
is used throughout sectors of the econony and within
busi nesses to descri be performance and efficiency.
“Productivity” inmediately describes the core purpose
and use of the goods and services, nanely inproving
efficiency. The inclusion of “Press” does nothing to
change this conclusion. “Press” is a generic business
entity designation devoid of trademark significance.

Regardi ng the specinmen for Cass 41, the exam ning
attorney argues that “nowhere on the specinmen does it
reference the applicant as the publisher, nor does it
reference the availability of these books on line in a non-

downl oadable format.” Brief at 7.
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Appl i cant argues that “consuners will have to think
because the mark consists of a phrase that is unfamliar
wi th respect to manufacturing efficiency software and
publications. Second, they may think the mark refers to a
mechani cal press or an hydraulic press.” Brief at 4.3

A mark is merely descriptive if it imediately
describes the ingredients, qualities, or characteristics of
the goods or services or if it conveys information
regardi ng a function, purpose, or use of the goods or

services. In re Abcor Devel opnent Corp., 588 F.2d 811, 200

USPQ 215, 217 (CCPA 1978). See also In re Nett Designs,

236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. G r. 2001).
Courts have long held that to be “nerely descriptive,” a
termneed only describe a single significant quality or

property of the goods. 1In re Gyulay, 820 F.2d 1216, 3

USPQ2d 1009, 1009 (Fed. Cr. 1987); Meehanite Metal Corp.

v. International N ckel Co., 262 F.2d 806, 120 USPQ 293,

294 (CCPA 1959). An inportant consideration in
descriptiveness cases involves how we consi der the mark.
The test is not whether potential custoners can guess what
t he goods and services are when they encounter the mark.

| nstead, we nust consider the mark in relation to the goods

3 Applicant did not respond to the examining attorney’ s objection
to the specinmen for the services in Oass 41.
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or services, to determne if the termis nerely
descriptive. Abcor, 200 USPQ at 218.

We begin our analysis here by |ooking at the
i ndi vidual words in the marks. “Productivity” is the first
word that we consider. Applicant’s goods and services
(software, publications, and services) all involve
improving efficiency in manufacturing industries. The
exam ni ng attorney has included definitions of
“productivity” as attachnents to his first Ofice Action:

The amount of output per unit of input (Iabor,

equi pnent, and capital). There are many different

ways of mneasuring productivity. For exanple, in a

factory, productivity m ght be neasured based on the

nunmber of hours it takes to produce a good, while in
the service sector productivity m ght be neasured
based on the revenue generated by an enpl oyee divi ded
by hi s/ her sal ary.

A nmeasured relationship of the quantity and quality of

units produced and the |abor required per unit of

tinme.

The anobunt of output per unit of input, such as the

gquantity of a product produced per hour of capital

enpl oyed.

Also, in this Ofice Action, the exam ning attorney
introduced a definition of the term*“efficient” as
“productive of desired effect, especially: Production
wi t hout waste.” The exam ning attorney included several

articles that use the term*“productivity” in association

w th manufacturing activity.
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Despite the enpl oynent downturn, manufacturing
productivity is strengthening.
Washi ngton Times, 07 Cctober 2003.

| nprovi ng manufacturing productivity is a critical

part of the conpany’s long-termstrategy. For

exanpl e, the new national |abor agreenent wth the UAW
i nposes nore stringent puni shnment on absent workers.
Aut onotive News, 06 Cctober 2003.

Wth enploynent falling and output rising, Anerica has
enj oyed soaring manufacturing productivity, a feat
repeated to sone extent el sewhere in the rich world.
Charl otte Qbserver, 05 Cctober 2003.

The previous UAW contract, signed four years ago,

prohi bited aut omakers from cl osi ng any plants. But

Har bor and Associ ates, which tracks manufacturing

productivity, says there is enough capacity in North

Anerica to build 20 mllion vehicles, but autonakers

likely will sell fewer than 17 mllion this year, and

about 20% of those will be inports.

USA Today, 19 Septenber 200S3.

“We have 2,000 workers that have been trained in

Kai zen (a manufacturing productivity and quality

i mprovenent nethod) and just in-tinme manufacturing.”

McKni ght sai d.

The Tennessean, 24 August 2003.

Applicant’s specinens indicate that its goods and
services are directed to inproving manufacturing
efficiencies or productivity. For exanple, sone of its
books listed in its specinen are entitled Fast Track to
Wast e- Free Manufacturing, Cycle Time Managenment, Do It
Ri ght the Second Tinme, Cost Reduction Systenms, Creating
Conti nuous Fl ow, Becom ng Lean, and Benchmarki ng. Wen the

word “Productivity” is viewed in association with software,

publications, and services directed to inproving



Ser. No. 78237417

efficiencies in manufacturing industries, it is clear that
the term woul d be understood as describing the goods and
services. Productivity involves the anbunt of output per
unit of input, such as the quantity of a product produced
per hour of capital enployed. A goal of business would be
to i nprove manufacturing productivity. Goods and services
devoted to inproving manufacturing productivity would be
accurately described by the term“Productivity.”

Next, we address whether the term“Press” is also
descriptive of applicant’s goods and services. W note
that applicant has disclained this term The exam ni ng
attorney has included dictionary definitions of “Press”
with the first OOfice Action that defines the term as:
“The art or business of printing and publishing” and “a
printing or publishing establishnment.” The exam ning
attorney has included printouts that indicate that
producers of software are referred to as “publishers.”

Websi tepi peline, a Geenville-based publisher of Wb

dgvelopnent software, has |aunched a brochure Wb

G oonville News, 05 Cctober 2003

Macrovi si on, nmeanwhile, introduced Fl exNet, which can

be enbedded into a software publisher’s source code...

Infowbrld Daily News, 06 October 2003.

A Fram ngham man pl eaded guilty in federal court to

charges of securities fraud and causing fal se reports

to be filed with the Securities and Exchange
Comm ssion to bol ster quarterly revenues by Inso
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Corp., a Boston software and el ectroni c publishing

conpany.

Bost on d obe, 01 October 2003.

Previously, the board held that “the word PRESS, when
used by or in connection with ‘publishing establishnents,
is in the nature of a generic entity designation which is
i ncapabl e of serving a source-identifying function...|f
applicant were seeking to register its mark as a service

mark for its publishing services, we would not hesitate to

find PRESS to be unregistrable for such services.” Inre

Tayl or & Francis [Publishers] Inc., 55 USPQ2d 1213, 1215

(TTAB 2000). The board went on to find that the “word is
merely descriptive of applicant’s books because it directly
and i nmedi ately conveys to purchasers that the books
originate froma ‘press,’” that is “a printing or publishing
establishnment.” W have repeatedly held that a mark which
nanmes the type of comrercial establishnment from which
particul ar goods come is nerely descriptive of those
goods.” 1d. at 1216 (internal quotation marks in [|ast
sentence omtted).

There appears to be nothing i ncongruous about the
application of the term“press” to applicant’s goods and
services. |Indeed, as indicated earlier, the dictionary
definition that the examning attorney included wth the

first Ofice Action defines “press” as “a printing or
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publ i shing establishnment.” Producers of electronic
publications are referred to as “publishers.” The term
“Press” is at |east descriptive of publishing services and
it is also descriptive of books, software, and online
publications inasnmuch as it nanmes the establishnment from
whi ch applicant’s goods and services originate. Taylor &
Francis, 55 USPQ2d at 1216.

Despite the descriptiveness of the individual terns,
we nust consider the mark PRODUCTIVITY PRESS as a whol e
because the conbined term may not be descriptive even
t hough the individual terns are. Here, PRODUCTIVITY PRESS
woul d certainly describe the online publishing by a
publ i shing establishnent of books and ot her works
concerning inproving efficiencies in manufacturing
industries. It also describes the type of commerci al
establ i shnment from which conme applicant’s books and
software on inproving efficiencies in manufacturing
i ndustries. Therefore, the termis nerely descriptive of
t hese goods and services all directed to inproving
manuf acturing efficiencies or productivity. W cannot
accept applicant’s argunent (Brief at 4) that prospective
purchasers, upon seeing the mark in relation to books,
software, and services of providing online publications,

woul d conclude that the termis referring to “a mechanica
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press or an hydraulic press (for manufacturing or other
applications).” Nor does the fact that both words begin
with the letter “P” create a unitary termor sonehow change
a descriptive terminto a suggestive term That is not the

holding of In re Kraft, Inc., 218 USPQ 571 (TTAB 1983).*

Rat her these purchasers would i nmedi ately understand the
descriptive neaning of this term W enphasize that the
potential purchasers of these goods and services woul d not
view the termin a vacuum They would view the termin
connection wth applicant’s books, software, and el ectronic
publ i shing services that all involve inproving efficiency
in manufacturing industries. Wen viewed in this context,
the mark in its entirety is nmerely descriptive.

The other issue in this case is whether applicant’s
specinen for Class 41 is acceptable. The exam ning
attorney argues that the specinens “do not show use of the
mark in the sale or advertising of the services” in O ass
41 because “nowhere in the specinen does it reference the
applicant as the publisher, nor does it reference the
avai lability of these books online in a non-downl oadabl e
format. |Instead, the average consuner seeing the mark

woul d equate use with retail store services on the actual

* W have not considered applicant’s cited non-precedential board
opinion. TBWMP 8§ 103 (2d rev. 2004).

10
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goods thenselves, as in a catalog for the goods.” Brief at
6-7.

Applicant’s el ectronic publishing services in Cass 41
appear to involve two different activities. The first
service concerns the “publication of text and graphi c works
of others in a desired format, nanely on-line, CD and DVD
featuring information on inproving efficiency in
manuf acturing industries.” The second involves “providing
on-line publications, nanely books and newsletters in the
field of inproving efficiency in manufacturing industries.”
An applicant only has to provide a specinmen to showits use
on one of the services in a class. Applicant has submtted
a specinmen that shows that it offers various titles of
wor ks on inproving manufacturing efficiency or

productivity. A portion of the specinen is set out bel ow

PRODICTIVITY e
| 5

P

Books
Click to view product page:
E Advanced Quality Planning 5 30.00 Add
.
Autonomous Maintenance for Operators $ 25.00 Add

11
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It appears that this specinen is sinply a list of
books that applicant sells over the Internet. It is not
entirely clear in what format applicant is offering these
books.®> However, in one of its specimens for LeanSpeak, the
specinen indicates that it is “an ebook avail able in
multiple electronic formats, including PalmPilot.” The
speci nen goes on to identify the formats as M crosoft
Reader, Adobe Acrobat Reader, and Pal m Reader as well as
al so being available “in paperback.” These speci nens,
taken together, indicate that applicant is offering online
publ i cations, nanely books and newsletters in the field of
i nproving efficiency in manufacturing industries. However,
applicant’s electronic publication services specify that
its services involve the “publication of text and graphic
wor ks of others.” There is no indication that applicant is
publ i shing the works of others. Indeed, there are no
authors listed and, regarding the LeanSpeak book,
applicant’s description clains that: “To address these
needs Productivity Press created LeanSpeak — the original

and authoritative conpendi um of inprovenent terns.”

®> Wile applicant itself has not offered an expl anation or

ot herwi se responded in its brief to the requirenment for an

accept abl e speci nen, we have not treated applicant’s silence as a
concession that its speci nens are unacceptabl e.

12
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Therefore, the specinen does not support the first
identified service.

Applicant’s other service consists of “providing on-
Iine publications, nanely books and newsletters in the
field of inproving efficiency in manufacturing industries.”
Applicant specinmens show that it is providing online its
books and newsletters in the field of inproving
manuf acturing industries. Therefore, because applicant’s
speci nen supports use of its mark for one of the identified
services in Class 41, we reverse the examning attorney’s
requi renent for an acceptabl e speci nen.

Deci sion: The exam ning attorney’s requirenent for an
accept abl e specinen for the services in Cass 41 is
reversed. The examning attorney’s refusal to register the
term PRODUCTI VITY PRESS on the ground that the mark is
nmerely descriptive of the involved goods and services is

af firned.
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