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Opi ni on by Seehernman, Adm nistrative Trademark Judge:

John M Floyd & Associates, Inc. has appealed fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster PRI VILEGE MANAGER MRM as a trademark for “conputer
software for use in providi ng managenent reports, custom
reports and account hol der conmunications for financial

institutions in connection with the supervision of
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overdrawn accounts and customer relations.”! Applicant
states that MRM has been disclainmed. W note that Ofice
records do not indicate such a disclainer, although inits
request for reconsideration, dated July 26, 2005, applicant
states that MRM “has been disclained,” and in its reply
brief, at p. 8, applicant has reiterated that MRM has been
di scl ai med. Accordingly, we have treated the application
as including a disclainmer of MRM and have arranged to
enter such disclainmer in USPTO records.

Regi stration has been refused pursuant to Section
2(e)(1) of the Trademark Act, 15 U . S.C. 81052(e)(1), on the
ground that applicant’s mark is nerely descriptive of its
identified goods.

The appeal has been fully briefed. Applicant did not
request an oral hearing.

Atermis deened to be nerely descriptive of goods or

services, within the neaning of Section 2(e)(1) of the

1 Application Serial No. 78259782, filed June 9, 2003, based on
Section 1(b) of the Trademark Act (intent-to-use). It is noted
that applicant anmended its identification of goods to that

i ndi cated above in its response filed on Septenber 21, 2004, and
that the Examining Attorney accepted this anendnent in the office
action mailed May 19, 2005, stating that this anmended
identification had been entered into the record. However, Ofice
records still list the originally filed identification, and the
Examining Attorney referred to this identification in his brief.
Because the anendnent to the identification was clearly accepted
during the prosecution of the application, we have treated the
anended identification as the operative one; Ofice records wll
be corrected to reflect this.
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Trademark Act, if it forthwith conveys an i mmedi ate i dea of
an ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). A termneed not imrediately convey an idea of each
and every specific feature of the applicant’s goods or
services in order to be considered to be nerely
descriptive; rather, it is enough that the term describe
one significant attribute, function or property of the
goods or services. Inre HUD.DL.E, 216 USPQ 358 (TTAB
1982); In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).
Whether a termis nerely descriptive is determned not in
the abstract, but in relation to the goods or services for
which registration is sought, the context in which it is
bei ng used on or in connection with the goods or services,
and the possible significance that the termwould have to
t he average purchaser of the goods or services because of
the manner of its use; that a term nay have other neani ngs
in different contexts is not controlling. In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). On the other
hand, a mark is suggestive, and therefore regi strable on
the Principal Register without resort to the provisions of
Section 2(f), if imagination, thought or perception is

required to reach a conclusion on the nature of the goods
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or services. In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Gr. 1987).

The Exam ning Attorney’s position as to why
applicant’s mark is nerely descriptive has evol ved during
the course of examnation. Initially, the Exam ning
Attorney asserted that PRI VILECE MANACER denotes a conputer
application which allows a user to conpute, track and share
informati on whil e mai ntaini ng owner access and control of
the data, and that MRMis an acronym whi ch denotes Menber
Rel ati onshi p Managenent or Marketing Rel ationship
Managenent. According to the Exam ning Attorney,
applicant’s goods are conputer prograns which all ow users
to conmpute, track and share information for purposes of
menber rel ationshi p managenent and/ or marketing
rel ati onshi p managenent, and therefore PRI VI LEGE MANAGER
MRM i s descriptive of applicant’s goods. First Ofice
action, mailed Decenber 10, 2003. |In support of this
position, the Exam ning Attorney nmade of record excerpts
fromlinternet sites which explained “privilege nanager” as
fol | ows:

Privil ege Manager technol ogy all ows
state and local crimnal justice
agencies to share information with

conpl ete confi dence and control

Privilege Manager is a platform
i ndependent access control systemthat
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enabl es agencies to share information
whi | e mai ntaining control of their
data. Applications incorporating
Privil ege Manager all ow agencies to
control their data based on role
definitions and individual user
attributes found in digital
certificates. By utilizing policy-
defined rul e-sets, agencies transcend
the traditional usernanme, |ogin access
control paradi gm

www. t enpl ar cor p. com

Privilege Manager for UN X

Description: Privilege manager for UN X
controls access to account privileges
with the first out-of-the-box solution.
It allows delegation of any UNI X user’s
authority, so that you can inpl enent
reasonabl e security controls, wthout

i npacting the ability of users to
performtheir daily work.

Wth Privilege Manager for UNI X,
responsibility for adding accounts,
fixing printer queues, and ot her
routine job functions can be safely
assigned to the appropriate users—

wi t hout disclosing the root password
and conpron sing your conpany’s

val uabl e i nformati on.

WWW. i t security.com

In response to this Ofice action, applicant submtted
“background” information about the nature of its goods:

... Applicant’s software product and
consulting services are nmarketed to
credit unions and other financi al
institutions for themto nonitor
overdrawn accounts to which the credit
uni on has granted overdraft benefits.

| nstead of returning the check or other
NSF item the credit union pays it and
charges the credit union’s custoner a
fee. The software can determ ne

whet her to pay the overdrawn itemor to
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return it NSF according to the credit
union’s guidelines; it generates or
schedul es tel ephone calls, emails,

| etters or other conmunications to the
overdrawn account hol der inform ng them
of the overdraft until the overdraft is
covered by a deposit; it keeps a
historical record of the account status
and communi cations; if necessary, it

cl oses the account and turns it over
for collections; and it provides
reports to the credit union personnel
about the status of the accounts and
the overdraft programas a whol e.
Response filed Septenber 21, 2004.2

After receiving this explanation the Exam ning
Attorney revised the reason that he considered the mark to
be nerely descriptive. Wile not wthdraw ng the reasoning
he gave in the first Ofice action, in the final Ofice
action, mailed May 19, 2005, the Exam ning Attorney
asserted that “the wording PRI VILEGE MANAGER applies to and
is descriptive of the supervision of overdrawn accounts and
the wording MRM applies to and is descriptive of custoner
relations,” and that the mark as a whole is nerely

descriptive of the identified goods. The Exam ning

2 Inits brief applicant nodified this description somewhat,
indicating that the consuners are “banks and ot her financi al
institutions” rather than just credit unions. Further, applicant
explained that it is the financial institutions thenselves that
have overdraft benefit software, and applicant’s software does
not inplement the program but nerely works with the bank’s

exi sting programto oversee comunications with the bank’s
overdrawn account holders. The slight difference in the

expl anati on of the software has no effect on our determ nation of
the i ssue of nere descriptiveness.
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Attorney relied on dictionary and other evidence referring
to “overdraft privileges” as “a termof art in the industry
for discretionary benefit offered by financial institutions
to custoners as protection against overdrafts.”

In his appeal brief, it appears that the Exam ning
Attorney has taken the position that PRI VI LEGE MANAGER NMRM
is nerely descriptive for two reasons. As a unitary term
“PRI VI LEGE MANACER denotes a conputer application which
allows a user to conpute, track and/or share information
whi | e nmai ntai ni ng owner access and control of the data.”
Brief, p. 4. Thus, according to the Exam ning Attorney,
“applicant’s software functions in a manner consistent with
ot her Privilege Manager conputer prograns as referenced [ by
t he evidence of record] herein, nanely, it nonitors and
supervi ses overdraft account privileges while restricting
access thereto and securing the data therein.” Brief,

p. 5. The Exam ning Attorney al so asserts that “the

i ndividual ternms PRIVILEGE and MANAGER are descriptive and
together create the descriptive term PRI VI LEGE MANAGER,
notw t hstanding and/or in addition to any termof art in
the conputer software field.” I1d. *“Applicant’s goods
consi st of manager software for managi ng bank overdraft
privileges. ... That the privil eges nanaged are overdraft

privileges is inplicit in the nature of the software.”
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Brief, p. 6. “In other words, applicant’s software works
with an existing financial institution s existing software
to literally manage overdraft privileges.” Brief, p. 7.

As pointed out by both applicant and the Exam ni ng
Attorney in their briefs, applicant had anot her
application, Serial No. 78245750, for a simlar mark,
PRI VI LEGE MANAGER CRM for identical goods that had been
refused registration on the ground of nere descriptiveness.
Applicant filed an appeal of that refusal and, subsequent
to briefing in the instant appeal, the Board rendered a
decision in the appeal of Application Serial No. 78245750
on July 24, 2006, reversing the refusal of registration.
Because a different Exam ning Attorney exam ned that
application, sonme of the evidence and the argunents were
different fromthose in this case. However, nmany of the
coments we nmade in rendering that decision are applicable
her ei n.

In the prior appeal, the Exam ning Attorney asserted
only the “unitary terni argunent that has been put forth by
the Exam ning Attorney here, nanely, that applicant’s
software functions in a manner consistent with other
Privil ege Manager conputer prograns to nonitor and
supervi se overdraft account privileges while restricting

access thereto and securing the data therein. W found
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that this position was not persuasive, agreeing with
applicant that the relevant class of consumers would not
regard the word “privilege,” used in connection with the
identified software, as referring to database access. W
found, instead, that consuners would view “privilege” as
referring to the overdraft privilege progranms with which
the software is used. W continue to hold that position
based on the evidence in the current record.

As noted above, the present Exam ning Attorney al so
argues that, aside fromthe conputer software neani ng of
PRI VI LEGE MANACER, the individual words conbine to forma
phrase that imediately infornms consuners that applicant’s
software works with an existing financial institution’s
exi sting software to literally manage overdraft privil eges.
Whil e we agree that consuners will view the word
“privilege” in applicant’s mark as referring to the
overdraft privilege prograns with which the software is
used, rather than to the conputer software neani ng of
accessing data, we do not agree that the mark as a whol e,
PRI VI LEGE MANAGER MRM inmedi ately and directly conveys the
requi site know edge of a feature or characteristic of the
software. Applicant’s identification of goods shows that

its software is used to provi de managenent reports in

connection with overdraft privilege prograns. Wile the
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wor ds PRI VI LEGE MANAGER t hus have sone relationship to
applicant’s software, there is no evidence that PRI VILEGE
per se is readily recognized as neani ng “overdraft
privilege,” or that when “privilege” is conbined with
“manager” consuners will imrediately understand the
resulting term PRIVILEGE MANAGER, as describing software
for managenent reports on overdraft privilege prograns.
Thus, the termdoes not directly inpart information about
the goods with the requisite degree of specificity. The
wor ds PRI VI LEGE MANAGER are i nadequate to convey direct
know edge of the goods; nore words are needed for a
consuner to ascertain what the software is designed to do.
See In re Southern National Bank of North Carolina, 219
USPQ 1231 (TTAB 1983) (MONEY 24 suggestive of automatic
tell er machi ne services). Because imagination, thought, or
perception is required to reach a conclusion on the nature
of the goods, the mark PRI VI LEGE MANAGER MRM i s suggestive
and therefore registrable.

Finally, to the extent that there is any doubt on the
guestion of whether applicant’s mark is nmerely descriptive,
it is well established that such doubt nust be resolved in
applicant’s favor. In re Gacious Lady Service, Inc., 175

USPQ 380 (TTAB 1972).

10
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Decision: The refusal of registration is reversed.
As indicated above, applicant’s disclainer of MRMand its
anmended identification of goods will be entered in the
record, and the application will then be forwarded to the

Exam ning Attorney to arrange for publication.
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