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Opi nion by Wal sh, Adm nistrative Tradenark Judge:
On June 9, 2003, The Kong Conpany, LLC. (applicant)
applied to register the mark shown bel ow for “pet toys” in

Cl ass 28.

Applicant describes the mark as follows: “The mark consists

of a three-dinensional configuration of a pet toy conprising
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at | east one rope operatively associated with a rubberized

pl asticized center.” The application also includes the
followng statenent: “The lining in the drawing is for
shadi ng purposes to illustrate the curved nature of the
configuration.” Applicant clains both first use of the mark

anywhere and first use in commerce on July 31, 1991.

The exam ning attorney has finally refused registration
under Trademark Act Section 2(e)(5), 15 U S.C. 8§ 1052(e)(5),
on the ground that the mark is functional.! Applicant has
appeal ed. Both applicant and the exam ning attorney have
filed briefs. Applicant did not request an oral hearing.

We affirm

Functionality

Configurations of products, or product designs, nmay be
protected and regi stered as trademarks subject to certain

conditions. TrafFix Devices Inc. v. Marketing Displays

Inc., 532 U.S. 23, 58 USPQ2d 1001, 1004 (2001). The Suprene

Court has consistently proceeded with caution in according

trademark protection to product designs. |In TrafFix the
Suprene Court states: “And in Wal-Mart, supra, we were
! The use of the term“functional” in this opinion neans “de jure

functional” as discussed in cases, such as, In re Mrton-Norw ch
Prods., Inc., 671 F.2d 1332, 213 USPQ 9 (CCPA 1982). As the
Board has stated, “. . . if the design of a product is so
utilitarian as to constitute a superior design which others in
the field need to be able to copy in order to conpete
effectively, it is de jure functional and is precluded from
registration as a matter of public policy.” In re Caterpillar
Inc., 43 USPQ2d 1335, 1338 (TTAB 1997)(citations omtted).
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careful to caution against m suse or over-extension of trade
dress. W noted that product design al nost invariably
serves purposes other than source identification.” 1Id.,

citing, Wal-Mart Stores Inc. v. Samara Bros. Inc., 529 U. S

205, 54 USPd 1065 (2000).

In this case we nust consi der whether applicant’s mark
satisfies the nost basic condition related to the
registration of a product design as a tradenmark, the
“functionality” test. The functionality doctrine guards
agai nst the “m suse” or “over-extension” of trademark
protection for product designs.

The Suprenme Court has used a nunber of formulations to
articulate the functionality doctrine. For exanple, in

Qualitex Co. v. Jacobson Prods. Co., 514 U S. 159, 34 USPQd

1161, 1163-64 (1995) the Court stated, “a product feature is
functional if it is essential to the use or purpose of the
article or if it affects the cost or quality of the article,
that is, if exclusive use of the feature would put
conpetitors at a significant non-reputation-rel ated

di sadvantage. (citation omtted)”

In Valu Engi neering, the Court of Appeals for the

Federal Circuit confirnmed that its |ong-standing test for
determ ning whether a particular product design is
functional remained viable after TrafFix, noting, “W do not

understand the Suprenme Court’s decision in TrafFix to have
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altered the Morton-Norw ch anal ysis.” Valu Engineering Inc

V. Rexnord Corp., 278 F.3d 1268, 61 USPQRd 1422, 1427 (Fed. Cr.

2002) .
The Federal GCrcuit and its predecessor court, the
Court of Custons and Patent Appeals, have enpl oyed the

Morton-Norwi ch anal ysis or test for nearly twenty-five

years. Morton-Norwich identifies the following factors to

be considered in determ ning whether a particular design is
functional: “(1) the existence of a utility patent
disclosing the utilitarian advantages of the design; (2)
advertising materials in which the originator of the design
touts the design’s utilitarian advantages; (3) the
availability to conpetitors of functionally equival ent
designs; and (4) facts indicating that the design results in
a conparatively sinple or cheap nethod of manufacturing the

product.” Morton-Norw ch, 213 USPQ at 15-16

In Traf Fi x, the Suprene Court addressed and clarified
the proper weight to be accorded a utility patent in that
analysis, as well as the role of alternative designs.

Traf Fi x Devices Inc. v. Marketing D splays Inc., 58 USPQd

at 1005. The Suprene Court notes, “A prior patent, we
conclude, has vital significance in resolving the trade
dress claim A wutility patent is strong evidence that the
features clainmed therein are functional. . . \Were the

expired patent clained the features in gquestion, one who
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seeks to establish trade dress protection nust carry the
heavy burden of showing that the feature is not functional,
for instance by showng that it is nerely an ornanental
incidental, or arbitrary aspect of the device.” |d. As to
the role of alternative designs, the Federal G rcuit

observes in Valu Engi neeri ng:

Not hing in Traf Fi x suggests that consideration of
alternative designs is not properly a part of the
overall mx, and we do not read the Court’s
observations in TrafFix as rendering the availability
of alternative designs irrelevant. Rather, we concl ude
that the Court nerely noted that once a product feature
is found functional based on other considerations,
there is no need to consider the availability of

al ternative designs because the feature cannot be given
trade dress protection nerely because there are
alternative designs available. But that does not nean
that the availability of alternative designs cannot be
a legitimte source of evidence to determ ne whether a
feature is functional in the first place.

Val u Engi neering, 61 USPQ2d at 1428 (footnote omtted).

Accordingly, in this case we nust anal yze applicant’s
mark according to the Morton-Norwi ch factors to determ ne
whet her applicant’s product-design mark is functional.

Uility Patents

Utility Patent No. 4,802,444% (“the ‘444 Patent”) is
the key piece of evidence in this case. The patent is for a
“THERAPEUTI C PET TOY.” The patent “ABSTRACT” states the

fol | ow ng:

2 The application was filed on July 15, 1987, and the patent
i ssued on February 7, 1989. The patent was rei ssued on August
24, 1993 (Re. 34,352). The patent will expire on July 15, 2007.
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Disclosed is a dental hygienic pet toy for dental
prophyl axis on the teeth of a dog or other aninmal as
the toy is chewed by the carnivore. The toy includes
an el astomeric body having an outer surface and at

| east one groove whi ch opens out onto the open surface.
The groove is sized and configured so that a functional
prophylaxis lip wll scrape plaque and ot her debris
froma tooth and gingiva of a carnivore which is
repeatedly inserted into and at |east partially

wi thdrawn fromthe groove as the toy is chewed by the

animal . An oral hygi ene substance may be provided
along the lip to enhance the benefit to the teeth and
gi ngi va.

The di scussion of “BACKGROUND ART” in the patent
indicates that “very few pet toys have been designed with
features that are directed to inproving a dog’ s dental
heal th.”

The “DI SCLOSURE OF THE | NVENTI ON' refers, anong ot her
things, to the “grooves” discussed in the abstract and al so
refers to the “inner hollow core” of the body of the toy.
The patent states, “The holl ow core enhances the tooth and
gi ngi val scrapi ng when a dog chews the toy by providing the
body with the capability of resiliently bowing into the
holl ow core.” The bowi ng action results in “chanping or
engagenent of the tooth located in the groove which thereby
results in scraping of the tooth’s side and neck and the
dog’ s gingiva surrounding the neck of the tooth.”

The “BEST MODE FOR CARRYI NG QUT THE | NVENTI ON
specifies, anong other things, that “Appropriately designed
toys are sized to acconmodate the different |engths and

wi dth of mandi ble and naxilla seen in the various breeds of



Ser .

dogs”

No. 78259826

and specifies preferred shapes and angles for the

grooves.

The patent includes the followng drawi ngs related to

the invention illustrating the key features, the grooves,

l'ips

and t he body:

The patent clains specify various details related to the

body and grooves of the “therapeutic pet toy” concluding

with daim23 which states:

23. A dental hygiene play toy for perform ng dental
prophylaxis on the teeth of a carnivore as said toy is
chewed by the carnivore, said toy conprising:
An el astoneric deformabl e body defining an outer
surface;
A plurality of parallel grooves fornmed in said
outer surface and havi ng spaced sides; and
A functional prophylaxis |lip formed between at
| east one of said sides of each groove and
its intersection with said toy’ s associ ated
adj acent outer surface, said |lip partially
proj ecting over the opening of each groove
and wil|l further project inwardly over each
groove when the carnivore bites down on said
body, said lip being sized and configured to
scrape a tooth as it is inserted into and
partially wthdrawn from each groove as the
carnivore chews said toy.
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Appl i cant argues that, “The ‘444 Patent does not,
however, claimor disclose Applicant’s pet toy product
configuration. |Instead it discloses and clainms an
i ndi vidual feature of Applicant’s overall product
configuration.” Applicant then argues that the overal
conbi nation of features in its product design is not
functional even though the individual feature covered by the
patent is functional. Applicant states further, *“.
Applicant seeks to register in the subject application ‘a
t hr ee-di nensi onal configuration of a pet toy conprising at
| east one rope operatively associated with a
rubberi zed/ pl asticized center.’” Such a product
configuration is not the central advance of the ‘444
Pat ent .”

Appl i cant enphasi zes that the patent does not refer to
any rope elenent. Applicant also relies heavily on the fact
that applicant did not refer to the functional features
claimed in the patent in describing its trademark, “Any
di scussion of the actual shape and appearance of the
rubberi zed/ pl asticized el enent enbodied in the present
trademar k, however, is conspicuously absent.” Applicant
enphasi zes that, “Nearly all of the clains and discl osures
are directed to the grooves of a pet toy.” And |later

appl i cant argues, “The particular configuration of the
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grooves clained in the utility patent can be used with truly
an infinite nunber of differently shaped pet toys.”

The exam ning attorney disputes applicant’s
characterization of its mark which mnim zes the inportance
of the features clained in the patent. The essence of the
exam ning attorney’s argunent is captured in the foll ow ng:

In this case the only portion of Applicant’s chew toy

that may be non-functional are the ‘floss ropes’

attached to the ends of the rubberized chew toy. On

Applicant’s website, the goods are listed under KONG

DENTAL toys. The Applicant’s advertising states that

‘“the grooves effectively squeegee clean dog’ s teeth and

gumas they chew’ . . . Cearly, Applicants (sic)

chew cl ean grooves are essential to the use or purpose
of the pet dental toy and affect the cost and quality
of the goods. The teeth cleaning function of the goods
is the central advance of the overall product
configuration.

Based on our review of the entire record, we concur
with the exam ning attorney. The “rubberized plasticized
center” is the domnant elenent in applicant’s mark. The
“grooves,” including the lip, are, in turn, the dom nant
feature of the “rubberized plasticized center.” The body
and the particul ar shape and position of the grooves, as
depicted in applicant’s trademark drawi ng, are also the key
el ements of the ‘444 Patent.

The fact that applicant omts nmention of the grooves
and the shape of the center or body of the toy inits

description of the mark in no way detracts fromtheir
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i nportance in the mark as shown in the trademark draw ng.?
In this case the grooved “rubberized plasticized center” is
the proverbial elephant in the mddle of the living room
The grooved body itself is conspicuous, though applicant
does not nention it. If applicant had truly intended to
excl ude the grooves or any other elenent fromthe mark it
clains here, it could have done so by showi ng the grooves or
other elenments in broken lines in its drawing. See 37

CFR 8 2.52(b)(4). See also In re Controls Corp. of

Anerica, 46 USPQ2d 1308, 1312 (TTAB 1998); In re Fanobus

Foods, Inc., 217 USPQ 177, 177 (TTAB 1983). Appli cant

el ected not to do so.

A conparison of the mark, as shown in the trademark
drawi ng above, and the invention, as identified and shown in
t he patent drawi ngs above, illustrates that both include the
grooved body. There is no anbiguity in the trademark
dr aw ng.

On the other hand, applicant’s description of its mark
| acks precision. Applicant’s description inflates the
i nportance of the ropes attached to the ends of the grooved
body of the therapeutic pet toy. Applicant begins its

description of the actual mark as foll ows, at | east

® The acceptability of applicant’s description of the mark is not
before us in this appeal as a ground for refusal. The examni ning
attorney has accepted it. However, we nust address the
description because applicant has relied on that description, in
part, in its argunents regarding functionality.

10
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one rope operatively associated with . . .” The

“rubberized plasticized center,” the elephant, is at the end
of the rope and at the end of the description. There is no
mention of the grooved feature of the center. However, it
is evident that the grooved center or body is the dom nant
elenment in the mark as shown in the draw ng.

In a previous case this Board has noted the serious
problenms with the issuance of a registration for a product-
design mark with anbiguities in either the description of
the mark or the features clainmed. The Board stated, “A
registration of the instant configuration w thout any forma
description of applicant’s mark or expl anation of the
el ements which applicant clains function as its mark woul d,
we believe, hinder conpetitors who would not know if the
features which they are using in their products, whose
overall configurations are not dissimlar fromthat of the

applicant, subject themto a suit for trademark

infringement.” Inre R M Smth, Inc., 219 USPQ 629, 633-

34 (TTAB 1983), aff’'d, 734 F.2d 1482, 222 USPQ 1 (Fed. Gr.
1984). Here we have at |east the benefit of a clear
drawi ng, but the anbi guous description could i ndeed cause
confusion as to what is being clained.

Applicant also argues that its mark, when viewed overall, is

nonfunctional. |In its reply brief applicant delineates the “non-

functional” features, “Applicant’s product configuration

11
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conprises a nunber of arbitrary and/or incidental non-functional
features including, without limtation, the shape of the
rubberi zed el enent, the position of that elenent in relation to

the rope, and the nunber and configuration of grooves fornmed on

the toy.” Applicant then argues that its mark is not functiona
overall in view of these “nonfunctional” features.
We find this argunent unpersuasive. “The shape of the

rubberized elenment” is clained in the ‘444 Patent, as is the
“configuration of the grooves.” That is to say, the grooves,
i ncluding their configuration and position, are what the body is
all about, according to the patent. The grooved body is also the
dom nant elenent in the trademark. Likew se, the ropes, as shown
in applicant’s drawing and in its product, are clearly
subordinate to the grooved body. Mre generally, to the extent
the trademark includes features not covered by the patent, such
as the ropes, those features are incidental and of little
i mportance in determ ning whether the mark is functional overall
As the Federal Circuit has stated, “The case law of this
court and its predecessor also establishes that before an overal
product configuration can be recognized as a trademark, the
entire design nust be arbitrary or non de jure functional

Petersen Mg. Co. v. Central Purchasing Inc., 740 F.2d 1541,

1550, 222 USPQ 562, 569 (Fed. Cir. 1984); In re Mnnesota M ning

and Mg. Co., 335 F.2d 836, 142 USPQ 336 (CCPA 1964). The reason

for this rule is self evident — the right to copy better working
designs would, in due course, be stripped of all neaning if

overall functional designs were accorded tradenark protection

12
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because they included a few arbitrary and nonfunctional features.

See Petersen Mg. Co., 740 F.2d at 1550, 222 USPQ at 569; In re

R M Smith, 734 at 1484, 222 USPQ at 2-3.” Textron, lnc. v.

U.S. International Trade Comm ssion, 753 F.2d 1019, 224 USPQ 625,

628-29 (Fed. Cir. 1985). See also Inre Vico Prods. Mg. Co.

Inc., 229 USPQ 364 (TTAB 1985). In this case the ropes and other
el enments applicant points to are but “a few arbitrary and
nonfunctional features” and insufficient to render the overal
desi gn nonfunctional .

Accordingly, we conclude that the ‘444 Patent is clear
evi dence that applicant’s mark is functional. Furthernore,
t hough applicant argues otherw se, we conclude that this is a
case like Traf Fi x where the patent provides “strong

evi dence” that the product design is functional. TrafFix

Devices Inc. v. Marketing Displays Inc., 58 USP@@d at 1005.

Al t hough the patent evidence by itself could suffice to
establish that applicant’s mark is functional, we wll

exam ning the other Mrton-Norw ch factors. The evidence of

record on those factors, in fact, is fully consistent with
the utility-patent evidence.

Adverti si ng

Under this factor, we will consider evidence regarding
“advertising materials in which the originator of the design
touts the design’s utilitarian advantages.” The exam ni ng
attorney has pointed to evidence of applicant touting the

functional advantages of its design on applicant’s website.

13
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Specifically, as the exam ning attorney noted, applicant’s
website categorizes the product as “DENTAL KONG' and extol s
the dental -hygiene utilitarian advantages of its product.
The advertising boasts that “the patented ‘chew cl ean’
grooves effectively squeegee clean dog’'s teeth and guns as
they chew.” This evidence is unanbiguous. It touts the
utilitarian advantages of the product design. See Inre

Caterpillar, Inc., 43 USPQ2d at 1340. Here too applicant

m nimzes the inportance of the grooves relative to the
overall mark and product design arguing that it touts the
advant ages of the grooves only, not the overall product. W
find these argunents unpersuasive. Applicant argues,
contrary to logic, as if the grooves coul d sonehow exi st
w thout the body. |In fact, applicant’s reference to the
grooves in its advertising indicates the paranount
i nportance of this feature. As we have indicated, the body
of the product is central to the overall product and the
grooves are what the center or body of the product is al
about. There is no evidence that the grooves could be
i npl emented effectively without a body generally conform ng
to what is shown in the ‘444 Patent, the trademark draw ng
and applicant’s product.

Accordi ngly, we conclude that the advertising evidence

i ndicates that applicant’s mark is functional.

14
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Al ternative Designs

Next we must consider evidence related to “the
availability to conpetitors of functionally equival ent
designs.” In this regard applicant argues that “the utility
patent can be used with truly an infinite nunber of
differently shaped pet toys.” To support this position,
appl i cant has provided copies of four design patents for its
t herapeutic pet toys, which apparently al so incorporate the
subject matter clained in the ‘444 Patent. Each of the
desi gn patents includes the sane | anguage in the CLAIM
section, “The ornanental design for the pet toy, as shown
and described.” This is the only claim The descriptions
inturn nerely refer to the drawings. The record al so
i ncl udes nunerous exanpl es of avail abl e pet toys from web-
based cat al ogues.

As we noted, the utility patent indicates that “very
few pet toys have been designed with features that are
directed to inproving a dog’'s dental health.” The utility
patent provides only one exanple of prior art, a ring-shaped
devi ce which bears no simlarity to applicant’s products.

As we also noted, the utility patent indicates that the
i nvention would vary in size according to the breed of dog.
In fact, applicant’s advertising indicates that the product

is available in different sizes.

15
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Inits reply brief applicant sunms up its argunent with

regard to alternative designs, as follows, the record
is replete with evidence of the availability of alternative
designs. . . Indeed, while the evidence of record shows that
conpetitors’ products enploy the sane basic features of
Applicant’s products, all of the products | ook different
fromeach other, and inportantly, different from Applicant’s
product configuration. |In other words, Applicant’s product
configuration is not required for effective conpetition in
the pet toy industry and the protection of that
configuration does not hinder conpetition.”

For purposes of applicant’s argunent on this factor we
must focus on “functionally equivalent” designs. The nmany
exanpl es of pet toys on the market in the record reflect the
statenent in the ‘444 Patent that “very few pet toys have
been designed with features that are directed to inproving a
dog’s dental health.” W do not see a single exanple of a
product which is functionally equivalent to applicant’s
product fromthe standpoint of dental hygiene. Accordingly,
we find no support for applicant’s position in this
evi dence.

In fact, the only functionally equival ent designs of
record are those reflected in applicant’s own design
patents. W also find this evidence unpersuasive. In fact,

to the extent that the designs of those products differ from

16
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one another, the differences may provide advantages with
respect to use with dogs of a particular breed or size, or

i ndeed the suitability of the particular design for use with
dogs of different breeds or sizes. For exanple, the
specific design shown in Fig. 3 of the ‘444 Patent above and
in one of applicant’s design patents (Exh. D) enploys a

t apered grooved body which wi dens toward the m ddl e and
narrows at each end. This design nmay render the product
suitable for use with dogs of different breeds and si zes.

In any event, we find applicant’s own design patents
unpersuasive to establish the availability of functionally
equi val ent desi gns.

In fact, none of the many exanples fromthe web
cat al ogues either claimthe dental -health advantages
associated with applicant’s product, nor do any of the many
products have a grooved body which is in any way simlar to
applicant’s mark. O course, the ‘444 Patent is still in
force; this may explain the absence of simlar products.

The exanpl es of existing products in the record does
indicate that rope elenents are extrenely common in pet
toys. This evidence is not helpful to applicant on the
alternative-design factor or otherwwse. It is the grooved
body or center of applicant’s product which is functional.
The comon use of ropes only reinforces our conclusion that

t he grooved body or center is the dom nant el enent in

17
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applicant’s mark and product design. W reject applicant’s
argunent that such an assessnent of this elenent is out of
bounds for purposes of the functionality determ nation
because the exam ning attorney had accepted applicant’s
claimof acquired distinctiveness.* It is appropriate and
necessary to consider the significance of the rope el enent
for purposes of the functionality determ nation.

Accordi ngly, based on all relevant evidence of record
we conclude that there are no significant alternative
functionally equival ent designs to the product design shown
in applicant’s nmark.

Si npl er or Cheaper Method of Manufacture

Appl i cant has provided an affidavit fromits nmanager
and founder stating that alternative pet-toy products with
ropes are equally or less costly than applicant’s product at
i ssue here. This evidence is offered to establish that
applicant’s design does not result in a “conparatively
sinple or cheap nethod of manufacturing the product.” Even
if applicant’s design is nore expensive to manufacture than
the ordinary pet toy, the functional advantages of

Applicant’s product in the area of dental health may very

“ Wiile the acceptance of applicant’s claimof acquired

di stinctiveness is not before us in this appeal, we note that the
evi dence subnitted was very linmted. Also, caution is in order
in concluding that a mark is either nonfunctional or distinctive
while the utility patent remains in force. Cf. Eco Mg. LLCv.
Honeywel | Intl. Inc., 357 F.3d 649, 69 USPQ2d 1296 (7'" Cir.
2003) .

18
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wel | outweigh any increase in cost. See In re Anerican

National Can Co., 41 USPQ2d 1841, 1844-45 (TTAB 1997).

Therefore, we conclude that this factor is neutral.

Concl usi on

Accordi ngly, based on the totality of the evidence

bearing on the Morton-Norwi ch factors, we concl ude that

applicant’s mark is functional. W conclude so based

principally on the ‘444 Patent, applicant’s touting of the

functi onal advantages of the design and the limted

avai lability of functionally equival ent alternatives.®
Decision: The refusal to register the mark under

Trademark Act Section 2(e)(5) is affirned.

*Inits reply brief applicant argued at |ength that the

exam ning attorney had failed to make a prima facie show ng that
applicant’s mark is functional. Cbviously, we have concl uded
that the examining attorney not only nmade a prima facie show ng
but that applicant has failed to nmeet its burden in rebutting

t hat show ng.
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