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Qpi nion by Wal sh, Adm nistrative Tradenark Judge:

On Cctober 2, 2003, Carlos O Calderone (applicant), a
citizen of Spain, applied to register the mark shown bel ow
for goods now identified as “audi o tape recorders, digital
audi o tape recorders, DVD recorders and pl ayers, CD

recorders and VHS recorders” in International Cass 9.1

' At filing, applicant based the application on both its intent
to use the mark in commerce, under Section 1(b) of the Trademark
Act, 15 U S.C. 8 1051(b), and a foreign registration, under
Section 44(e) of the Trademark Act, 15 U S.C. § 1126(e). During
prosecuti on applicant abandoned the Section 44(e) basis. At
filing applicant identified its goods as “audi o-vi sual product
machi nes (VHS, DVD, nusic disc, and CD Rom).” During prosecution
appl i cant anmended the identification as indicated.
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The exam ning attorney refused registration under
Section 2(d) of the Trademark Act, 15 U . S.C. 8§ 1052(d), in
vi ew of Reg. No. 824369, issued February 21, 1967, owned by
SONY Cor poration of Anerica, for the mark VI DEO MAT in
standard-character formfor “el ectronic apparatus
conprising a video tape recorder, a nonitor, and a
tel evision canera and sold as a unit (sic)” in
International Cass 9. The cited registration has been
renewed.

The exam ning attorney issued a final refusal and
appl i cant appeal ed. Both applicant and the exam ni ng
attorney have filed briefs. Applicant did not request an
oral hearing. W affirm

Section 2(d) of the Act precludes registration of an
applicant’s mark “which so resenbles a mark registered in
the Patent and Trademark Office . . . as to be likely,
when used on or in connection with the goods of the
applicant, to cause confusion . . .” 15 U S.C. 8§ 1052(d).

To determ ne whether there is a likelihood of confusion, we
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must consider all evidence of record bearing on the factors

delineated in Inre E. |I. du Pont de Nempburs & Co., 476

F.2d 1357, 177 USPQ 563, 567 (CCPA 1977). Here, as is
often the case, the crucial factors are the simlarity of
the marks and the simlarity of the goods of the applicant

and registrant. Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976). In
addition to those factors, we wll also address applicant’s
and the exam ning attorney’s argunents relating to other
factors.

Conpari son of the Marks

In conparing the marks we nust consider the
appear ance, sound, connotation and comercial inpression of

both marks. Pal mBay Inports Inc. v. Veuve (i cquot

Ponsardi n Mai son Fondee En 1772, 396 F.3d 1369, 73 USPQd

1689, 1692 (Fed. Cir. 2005).
Wth regard to the marks, Applicant argues as foll ows:

The points of conparison for a word mark are

appear ance, sound, and neani ng or connotati on.
Simlarity of the marks in one respect — sight, sound
or meaning — will not automatically result in a
finding of a |likelihood of confusion even if the goods
are identical or closely related. Rather, the rule is
that taking into account all of the relevant facts of
a particular case, simlarity as to one factor alone
may be sufficient to support a holding that the marks
are confusingly simlar. (citation omtted, enphasis
in the original)

Appl i cant argues further:
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There are over 900 live marks in International C ass

009 which include “Video” as part of the mark.

Furthernore, in Cass 009 there are several registered

mar ks whi ch consist of the word “Videomat” with only

an additional letter or two to differentiate it; these

i ncl ude VI DEOVATE, VI DEOVAKER and VI DEQOVAX.

On the other hand, the exam ning attorney argues as
fol | ows:

Conparing the marks, the literal elenments in both

marks are simlar. For instance, VIDEOVATIC and

VI DEO- MAT are simlar in sound, spelling and

connotation. In addition, both marks contain eight
identical letters that appear in the sanme order.

The exam ning attorney al so argues that the word portion of

applicant’s mark, as opposed to the design elenent, “is
controlling in determning |likelihood of confusion in this
instance.” (citation omtted)

At the outset we note that applicant refers to third-
party registrations for the first time in his brief. He
did not submt any records in support of his statenents.
The exam ning attorney objects to this “evidence” and
points out that Trademark Rule 2.142(d) specifies that,
“The record in an application should be conplete prior to
the filing of an appeal. The Trademark Trial and Appeal
Board will ordinarily not consider additional evidence
filed by the appellant or the exam ning attorney after the

appeal is filed.” 37 CF.R 8§ 2.142(d). In this case no

evi dence has been filed in an acceptable form See In re
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Vol vo Cars of North America Inc., 46 USPQRd 1455, 1456 n.?2

(TTAB 1998) and other authorities cited in TBMP § 1208. 02
(2d ed. rev. 2004). In the absence of any properly

subm tted evidence of third-party registrations, we have
not consi dered applicant’s representati ons regardi ng such
regi strations.?

Turning to the marks, we agree with the exam ni ng
attorney’s conclusion that the literal elenents of
applicant’s mark and the registered mark are simlar in
appear ance, sound, connotation and commerci al i npression.
The letter string “VI DE OMA T begins each of the
marks. It is the entirety of the registered nmark;
applicant’s mark nmerely adds “1C’ to the registered mark.
This addition is conmmonly used nerely to change the syntax
of aterm and here it does not alter either the
appear ance, sound, connotation or commercial inpression of
the registered mark to any significant degree.
Consequently “VIDEOVAT” is the begi nning and dom nant
element in both marks. In this case, as in many others,
the first part of the mark is nost inportant in evaluating

simlarity. PalmBay Inports, Inc. v. Veuve dicquot, 73

USPQ2d at 1690. See also Presto Products v. Nice-Pak

2 Had we considered applicant’s “evidence” we would find it
unper suasi ve.
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Products, 9 USPQ2d 1895, 1897 (TTAB 1998) (“It is often the
first part of a mark which is nost likely to be inpressed
upon the mnd of a purchaser and renenbered.”).

We |ikew se agree with the exam ning attorney’s
conclusion that the design elenent in applicant’s mark does
nothing to dimnish the simlarity of the marks. The
literal elenent in applicant’s mark, VIDEOVATIC, dom nates

in spite of the presence of a design elenent. In re Dixie

Restaurants, Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1534

(Fed. Gr. 1997). Furthernore, the specific display
enployed in the literal portion of applicant’s mark cannot
di stingui sh the marks because the registered mark is in
standard-character form affording the registrant
protection for its mark in any reasonabl e manner of
display, including in the lettering used in applicant’s

mark. Inre Melville, 18 USPQ2d 1386, 1387-88 (TTAB 1991).

Wiile we are obligated to view the marks overall, and we
have, it is appropriate to consider the relative inpact of

distinct elenments within a nmark. In re National Data

Corp., 753 F.2d 1056, 224 USPQ 749, 750 (Fed. Cir. 1985).
In this case, we conclude that the marks of applicant
and registrant are highly simlar in appearance, sound,

connot ation and commerci al inpression when viewed overall.
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The Goods, Channel s of Trade and Sophi sticati on of
Pur chasers

Applicant essentially conbines argunents which address

factors relating to the goods, the channels of trade and

t he sophistication of the purchasers.

Appl i

Wth respect to the goods, applicant argues:

Appl i cant has perfornmed an online search (both general
and of the products associated with the owner of U S.
Regi strati on Nunber 0824369) to find the goods
associated wwth U S. Registration Nunber 0824369 in
order to conpare the goods with the goods associ at ed
with Applicant’s mark, but Applicant could not find
any reference to the mark associated with Registration
Nunmber 0824369 on any Internet sites. Applicant’s
goods are units which are sold to business owners,
rather than the typical machines found in the average
consuner’s hone. Applicant’s goods are a machine with
a totally nodul ar structure, allow ng each owner to
select a configuration specifically designed to neet

hi s/ her needs. These units allow a busi ness owner to
record advertising spots, trailers, filmcovers, etc.
with high quality i mage and sound, to reach the

busi ness owner’s custoners with the greatest
efficiency.

cant states further:

Applicant’s goods are sold to professionals in order
to be integrated in their business, or sold to

prof essional s that create new businesses with
Applicant’s goods. These units are available in
several different nodels with several different
options, are approximately the same size as a bank’s
automatic teller machine (wth sonme nodel s being

| arger), and are rather expensive. These units are
not units which would be purchased by the general
public nor are they units which would be purchased as
an ‘inmpul se’ buy, but rather would be purchased after
a thorough review of the options and nodel s avail abl e
in consideration with the needs of the professional
and hi s/ her business.
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On the other hand, the exam ning attorney argues,
“ the marks of both the applicant and regi strant, as
identified in the application and registration, identify
goods that appear to serve an identical function,
recording. As the application also reveals, video
recorders, as well as audio tape recorders and DVD
recorders emanate fromthe sanme source under the sane
mark.” The exam ning attorney also argues that the
protection afforded by the registration extends to products
wthin the registrant’s |ogical zone of expansion.

Once again we nust begin by addressing applicant’s
reference to Internet searches he conducted. Here also,
applicant refers to this for the first tinme in his brief,
and applicant has not provided any docunentation related to
t hese searches. Again, the exam ning attorney has objected
to this evidence. Here too, the evidence is both untinely

and not in proper form Accordingly, we have not

considered it. See 37 CF.R 8§ 2.142(d); In re Trans

Continental Records Inc., 62 USPQ 1541 (TTAB 2002) and

other authorities cited in TBMP § 1207.01 et seq. (2d ed.
rev. 2004).
In any event, in considering the goods, we nust

consider the goods as identified in the application and
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registrations and, in the absence of any restrictions,
assunme that the goods travel in all trade channels

appropriate for such goods. CBS Inc. v. Mrrow, 708 F.2d

1579, 218 USPQ 198, 199 (Fed. GCr. 1983); Inre Mlville

Corp., 18 USPQ2d 1386, 1388 (TTAB 1991).

Applicant identifies his goods as “audi o tape
recorders, digital audio tape recorders, DVD recorders and
pl ayers, CD recorders and VHS recorders.” The cited
regi stration covers “electroni c apparatus conprising a
vi deo tape recorder, a nonitor, and a tel evision canmera and
sold as a unit (sic).” Applicant’s goods include *“VHS
recorders” which appear to fall within the broader term
“video recorders” included in the registration.

Furthernore, the examning attorney’s point is well
taken, that is, the goods of applicant and registrant
performidentical functions, recording. Wile it appears
that the registrant’s goods are sold as a multi-conponent
package, the fact remains that applicant’s goods, as
identified, can fulfill the same function as specific
conponents within that package, and therefore, nmay be
i nt erchangeable with specific goods identified in the
registration. Thus, a consuner famliar with the
registrant’s use of its mark on its goods, who may then

see applicant’s highly simlar mark on a conponent of the
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goods registrant sells as a unit, is likely to assune the
registrant is selling the conmponent separately.

Appl i cant al so argues that the technol ogy enpl oyed in
hi s products was not avail able in 1967 when the
registration issued. Watever technol ogy m ght have been
used in registrant’s goods at that time, the registration
does not Iimt registrant’s rights to specific technol ogy.
Thus, it is possible that the goods registrant now sells
under its mark enploy technology simlar to that used by
applicant. In any event, whether or not applicant’s goods
enpl oy technol ogy which did not exist at the tine the cited
regi stration issued, because applicant’s and registrant’s
goods performthe same or simlar functions, they are
overl apping or closely rel at ed.

It is not necessary to invoke the “zone of expansion”
doctrine, as the exam ning attorney suggests, in this case
to reach this conclusion. Applicant’s goods are, at |east
in part, of the sane type and description as those of the
registrant. Thus, we need not conclude that relevant
purchasers of registrant’s goods are |likely to believe that
regi strant has expanded its goods to include goods of a
different type that are simlar to the goods identified in

applicant’s application.

10
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Appl i cant devotes nuch of his argunent to a di scussion
of the restricted trade channels for his goods, that is,
the fact that the goods would be sold to businesses or
pr of essi onal s who are sophisticated consuners, and the fact

"3  However, neither

that his goods are “rather expensive.
the application nor the registration at issue here include
any restrictions as to the channels of trade. Accordingly,

we cannot take into account the asserted limtations in the

actual trade channels of applicant. In re Bercut-

Vandervoort & Co., 229 USPQ 763, 764 (TTAB 1986) (extrinsic

evi dence and argunent suggesting trade-channel restrictions
not specified in application rejected). W nust assune
that applicant’s “audio tape recorders, digital audio tape
recorders, DVD recorders and players, CD recorders and VHS
recorders” and registrant’s “el ectroni c apparatus
conprising a video tape recorder, a nonitor, and a

tel evision canera and sold as a unit (sic)” would travel in
all normal trade channels for such products and reach al
potential purchasers of such products. Applicant’s goods,
in particular, audio and video tape recorders and DVD

pl ayers, are clearly itens that the general public would

3 Applicant has not indicated what he neans by “rather
expensive.” In the final analysis it would not be rel evant
because we nust confine our consideration to the nature of the
goods, including cost, as identified in the application.

11
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purchase and use. Wile registrant’s identified apparatus
appears to be designed for people with a nore serious
interest in video taping, consuners for this product too
woul d include the general public. Therefore, we concl ude
that applicant’s goods and registrant’s goods could travel
t hrough the sane trade channels and coul d reach the sane
pur chasers.

Even if we were to assune that applicant’s custoners
were limted to businesses and professionals, as applicant
argues, we nust assume that these sane individuals are
potential purchasers of registrant’s goods. Furthernore,
even sophi sticated purchasers such as those identified by

applicant are not immune fromtrademark confusion. 1In re

Pellerin MIlnor Corp., 221 USPQ 558, 560 (TTAB 1983).

Here, because of the strong simlarity of the marks and the
rel at edness/ overl appi ng nature of the goods, sophisticated
and careful purchasers, if they notice the difference in
the marks at all, are still likely to view the products as
emanating fromthe sanme source. Accordingly, we conclude

t hat the sophistication of relevant purchasers does not

di mnish the |ikelihood of confusion in this case.

Act ual Conf usi on

Appl i cant al so argues that there has been no act ual

confusion: “The Applicant has been using the VI DEOVATIC

12
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mark for the past several years throughout the world

wi t hout any actual confusion between its nmark and the mark
in US. Registration nunber 0824369.” Applicant al so
argues that he has registered his mark in several other
countries. First, neither use nor registration of
applicant’s mark outside the United States is relevant for
pur poses of our determ nation. Applicant has neither
alleged in his application nor argued that he has used his
mark in the United States. Therefore, there is no evidence
that there has been an opportunity for actual confusion.
Furthernore, particularly in an ex parte proceeding,
“uncorroborated statenents of no known instances of actual

confusion are of little evidentiary value.” In re Majestic

Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201, 1205 (Fed.

Cir. 2003). See also In re Kangaroos U. S A, 223 USPQ

1025, 1026-27 (TTAB 1984). Therefore, we find applicant’s
argunent regardi ng actual confusion unpersuasive.

In conclusion, after considering all evidence of
record bearing on the du Pont factors, we concl ude that
there is a |likelihood of confusion in this case. W
conclude so principally because the marks of applicant and
registrant are highly simlar and because the goods of
applicant and registrant are overlapping or closely

rel at ed.

13
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Decision: The refusal to register applicant’s mark

under Section 2(d) of the Act is affirned.

14



