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Opi nion by Zervas, Adm nistrative Trademark Judge:

Thomas E. Jurgensen has appeal ed fromthe final
refusal of the trademark exam ning attorney to register
CATALYST LAW CGROUP (in standard character form as a

trademark for “Legal Services in the Fields of
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Bi ot echnol ogy Law, nanely Intellectual Property Law,
Busi ness Law and Corporate Law'! in International O ass 42.
The exam ning attorney has refused registration
pursuant to Section 2(d) of the Trademark Act, 15 U S.C.
1052(d), on the ground that applicant’s mark so resenbl es
the previously regi stered marks THE CATALYST GROUP (in
standard character form for “advisory services, nanely,
busi ness consultation services relating to business and
corporate devel opnent in the information technol ogy
industry,”? in International dass 35, and THE CATALYST
CGROUP (in standard character form) for “publications,
nanmely, newsletters, circulars and reports, relating to
busi ness and cor porate devel opnent in the information
technol ogy industry,”® in International dass 16, that, as
used on applicant’s identified services, applicant's mark
is likely to cause confusion or m stake or to deceive.
(Both registrations are owned by the sanme registrant.)
Additionally, the exam ning attorney has refused to
regi ster applicant's mark in view of her requirenent that

appl i cant disclaimthe phrase LAWGROUP. (Applicant has

! Application Serial No. 78320557, filed Cctober 29, 2003,
asserting first use on May 1, 2002 and first use in conmmrerce on
Novenber 20, 2002.

2 Registration No. 2219977, issued January 26, 1999. Section 8
affidavit accepted, Section 15 affidavit acknow edged.

3 Registration No. 2233289, issued March 23, 1999. Section 8
affidavit accepted, Section 15 affidavit acknow edged.
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di sclai med GROUP only.) According to the exam ning
attorney, the termis nmerely descriptive of a feature of
applicant's services. 15 U.S.C. 8§ 1056(a). See also
15 U.S.C. § 1052(e)(1).

Appl i cant has appealed the final refusal of his
application. Both applicant and the exam ning attorney
have filed briefs. As discussed below, the refusals to
register are affirned.

Li kel i hood of Confusion

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, Inre Mjestic
Distilling Co., Inc., 315 F. 3d 1311, 65 USPQ2d 1201 (Fed.
Cr. 2003). 1In any likelihood of confusion analysis,
however, two key, although not exclusive, considerations
are the simlarities between the marks and the simlarities
bet ween the goods and/or services. See Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24
(CCPA 1976). See also, In re D xie Restaurants Inc., 105

F.3d 1405, 41 uUsP@d 1531 (Fed. Gr. 1997).
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The Mar ks

W initially consider the first du Pont factor, i.e.,
the simlarities or dissimlarities of the marks in their
entireties. W nust consider whether the marks are simlar
i n sound, appearance, neaning, and conmercial i npression.
Pal m Bay I nports Inc. v. Veuve Cicquot Ponsardin Mison
Fondee En 1772, 396 F.3d 1369, 73 USPQd 1689 (Fed. G r
2005). W do not consider whether the marks can be
di stingui shed when subjected to a side-by-side conpari son,
but rather whether the marks are sufficiently simlar that
confusion as to the source of the goods offered under the
respective marks is likely to result. The focus is on the
recol l ection of the average purchaser, who normally retains
a general rather than a specific inpression of trademarks.
See Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB
1975). Also, we are guided by the well-established
principle that although the marks must be considered in
their entireties, there is nothing inproper, under
appropriate circunstances, in giving nore or less weight to
a particular portion of a mark. See In re National Data
Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Gir. 1985).

The exam ning attorney nmaintains that the dom nant
portion of the marks is the term CATALYST and that the

significance of LAWGROUP is that “consunmers will believe
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that the applicant has a | aw group named CATLYST [sic].”
Brief at p. 3. Applicant maintains that the dom nant
feature of the mark is CATALYST LAWrat her than CATALYST
al one, because CATALYST LAW“is a double entendre ...nmeant
to create the commercial inpression to the consum ng
public ...” Brief at p. 8. Applicant adds:

Applicant submts the wordi ng “ CATALYST LAW
is neant to express the unification of science
and |aw. More specifically, the wording
“CATALYST LAW wi Il be understood to be a group
representing the legal services required in the
field of science, nanely Intellectual Property
Law, Busi ness Law, Corporate Law and
Bi ot echnol ogy Law. The word CATALYST refers to a
substance or chem cal that increases the rate of
a chemcal reaction without itself undergoing any
change. The word LAWrefers to the field of
busi ness which is the practice of law. Thus,

“ CATALYST LAW is the significant feature of the
mark which is responsible to creating the
conmer ci al inpression upon the consum ng public
meant to utilize Applicant's services. Rather

t han focusing on the dom nant wordi ng of CATALYST
only, Applicant submts the proper focus should
be the wordi ng CATALYST LAW as a doubl e entendre
27 d.

W find that the term CATALYST is the dom nant termin
applicant's mark. CATALYST is the first termin
applicant's mark, and the first parts of marks are often
those nost likely to be inpressed on the m nds of
prospective purchasers and renenbered. Presto Products,
Inc. v. Nice-Pak Products, Inc., 9 USPQRd 1895 (TTAB 1988).

In fact, applicant, who is the principal founder and sole
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shar ehol der of Catalyst Law G oup, APC, refers to Catal yst
Law G oup, APC as “Catalyst” and the mark CATALYST LAW
GROUP as “the ‘Catalyst Mark’” in his declaration submtted
wth applicant's Septenber 3, 2004 response. Further, LAW
CROUP — taken as one phrase - has a readily identifiable
connotation, i.e., “a nunber of individuals engaged in the
practice of law.” See definition of GROUP from The
Anmerican Heritage Dictionary of the English Language
(Online Edition), i.e., “[a] nunber of individuals or

t hi ngs consi dered together because of simlarities,” of

whi ch we take judicial notice.* As such, LAWGROUP is
merely descriptive of a feature of applicant services,

i.e., the individuals or group that provides applicant's

| egal services. It is conpletely appropriate to give |ess
weight to a portion of a mark that is nerely descriptive of
the rel evant goods or services in conparing marks in their
entireties. In re National Data Corp., 753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985) (“That a particular feature is
descriptive ... with respect to the rel evant goods or
services is one commonly accepted rationale for giving |ess

wei ght to a portion of the mark.”).

* The Board may take judicial notice of dictionary definitions.
Uni versity of Notre Dame du Lac v. J. C. Gournet Food Inports
Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).
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We disagree with applicant’s contention that there is
a doubl e entendre in CATALYST LAW VWil e applicant
mai ntai ns that the phrase is “nmeant to express the
uni fication of science and law,” we find that the clai ned
doubl e entendre is sinply one that woul d not be understood
wi t hout consi derabl e thought and conjecture, even by those
in the biotechnology field, if at all. Al so, given the
cl ear neani ng of LAWCGROUP and the highly descriptive
nature of LAWin the context of applicant's |egal services,
we doubt that consumers of applicant's services would find
t he doubl e entendre which applicant ascribes to CATALAYST
LAW Sinply put, the definition of LAW GROUP woul d trunp
any double entendre — if one exists - in applicant's mark.
Thus, we disagree with applicant that the dom nant portion
of applicant's mark is CATALYST LAWbut find that the
domnant termin applicant's mark i s CATALYST.

W also find that CATALYST is the domnant termin
registrant’s mark. THE in registrant’s marks has no source
identifying capability. GROUP is nerely descriptive of
regi strant as the provider of the services set forth in the
registration. Registrant has disclainmed GROUP in both
registrations.

Furt her, because the term CATALYST is arbitrary in the

context of applicant's and registrant’s goods and servi ces,
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and there is no evidence of third-party use of this termin
the record for simlar or related goods or services, we
find that registrant's marks are strong marks. See

definition of “catalyst,” made of record with applicant's
Sept enber 30, 2004 response, i.e., “1. a substance (as an
enzyne) that enables a chem cal reaction to proceed at a
usually faster rate or under different conditions ...than
ot herwi se possible[;] 2: an agent that provokes or speeds
significant change or action.”

Thus, both marks contain the arbitrary term CATALYST
and the descriptive term GROUP, with CATALYST as the
identical domnant term \Wile the marks have obvi ous
differences in their appearances and pronunci ations due in
part to the inclusion of the descriptive termLAWInN
applicant's mark, these differences are not as significant
as the simlarities created by the identical comopn term
Further, in view of the shared dom nant term and the shared
term GROUP, we find that the neanings of the marks and
their commercial inpressions are not dissimlar — the
addition of the highly descriptive term LAW between
CATALYST and CGROUP does not alter the overall neaning and
commercial inpression of the marks and the differences in
t he nmeani ngs and commercial inpressions of the nmarks are

not very significant. W conclude that, when we consider
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these marks in their entireties, the differences in
appear ance, pronunciation, neaning, and conmerci al
i npression are eclipsed by the simlarities of the nmarks.
We therefore resolve the first du Pont factor against
appl i cant.

The Services and Goods

We next consider the second du Pont factor involving
the simlarities or dissimlarities of the goods and
services, first between applicant's services and
regi strant’ s services, and then between applicant's
services and registrant’s goods.

It is not necessary that the goods or services of the
parties be simlar or conpetitive, or even that they nove
in the sane channels of trade to support a hol di ng of
l'i kel i hood of confusion, as long as they are related in
some manner, and/or that the conditions and activities
surroundi ng the marketing of the services and goods are
such that they would or could be encountered by the sane
persons under circunstances that could, because of the
simlarity of the marks, give rise to the m staken beli ef
that they originate fromthe sanme producer. See In re
Martin's Fanmous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Gr. 1984); In re Melville Corp., 18 USPQd

1386 (TTAB 1991).
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The exam ning attorney has submtted wth her May 17,
2004 O fice action several third-party use-based
registrations to show that the same entity has adopted a
common mark for both | egal services and busi ness
devel opment services.® See, e.g., the follow ng:

Regi stration No. 2725795 for CONCI SIS for

“busi ness managenent consultation services,
nanely, advising clients in all business fields
i ncluding el ectronics, telecomunications,
consuner industries, nedia, retail, energy,
banki ng, securities, healthcare, insurance and
transportation, in the areas of business
strategies, organi zation perfornmance, business
rel ated policy areas, marketing, manufacturing
and distribution of manpower, busi ness
managenent, planning, control, nanagenent
information and information technol ogy” in
International C ass 35; and “providing | egal
services” in International C ass 42;

Regi stration No. 2736101 for | SOGUARD f or

“Busi ness consultation services and busi ness
investigations” in International C ass 35; and “...
| egal services, nanely, enforcenent of
intellectual property rights of others” in

I nternational C ass 42; and

Regi stration No. 2738104 for ALCCS for
“...business consultation” in International C ass
35; and “legal services” in International d ass
42.°

®> The fact that the services (and goods) are classified in

di fferent classes has no bearing on the Iikelihood of confusion
anal ysis. See Jean Patou Inc. v. Theon Inc., 9 F.3d 971, 29
USPQ2d 1771 (Fed. Gir. 1993).

® The exanining attorney has al so made of record severa

regi strati ons based on Section 44 of the Trademark Act or

regi strations which do not recite legal services in International
Cl ass 42 but rather provide for business consulting services that
i nclude consultation on |legal issues. Because these
registrations are not based on use in conmerce or do not provide

10
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These regi strations suggest that the sane source may
provi de bot h busi ness consultation services and | egal
services. See In re Mucky Duck Mustard Co., 6 USPQR2d 1467
(TTAB 1988) (although third-party registrations “are not
evi dence that the marks shown therein are in use on a
comercial scale or that the public is famliar wth them
[they] may have sone probative value to the extent that
they may serve to suggest that such goods or services are
the type which may emanate froma single source”). See
also In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB
1993) .

Additionally, the exam ning attorney has subm tted
with her final Ofice action Internet evidence show ng that
the sane entity offers both | egal services and business
devel opment services. See, e.g. the follow ng:

wwwv. hi Il -1Tawfirmcom

Hll, G owacki, Jaeger & Hughes, LLP is able to

provide a variety of services to business and

their owers. *** W provide |egal services in

connection with the formation of corporations,

partnerships and limted liability conpanies. W

counsel on the liability, business and tax

aspects of business formation. *** BUSINESS

COUNSELI NG ...We provi de ongoi ng consultation

Wi th busi ness owners and nmanagers on a variety of
pr obl ens.

for legal services as a service in itself, such registrations
have no probative val ue.

11



Serial No. 78320557

www. e- magni fy. com

Busi ness Omers Legal Sol utions Pl an

The Busi ness Omers Legal Sol utions Plan provides
smal | busi nesses with conprehensive services such
as: Legal correspondence services[,] ...executed
contract review ...This plan al so provides

busi ness consul tation services and ot her nunerous
smal | busi ness focused benefits

WWW. Si cyou. com

Prepai d Legal Services designed the Home Based

Busi ness Rider to provide snmall business owners

access to conmmonly needed | egal services for a

low nonthly cost. ... Benefits of the R der

include: ...Trial defense at a 25% di scount

Busi ness consul tation services and ot her numerous

smal | busi ness focused benefits.

wWww. prweb. com

Legal Services for Entrepreneurs Now Avail abl e

Busi ness Omers Legal Sol utions Plan provides

smal | busi nesses with conprehensive and

af fordabl e services. This plan al so provides

busi ness consul tati on services.

Applicant maintains that “the services differ in two
categories: 1) the industry of trade and 2) the type of
service provided.” Brief at p. 5.

Regardi ng the “industry of trade” argunent, applicant
mai ntai ns that applicant “provides [his] services to the
field of biotechnol ogy including, biology, chem stry and
bi ochem stry, nedical devices and pharnaceuticals, etc.
whi | e Regi strant provides services to the field of
i nformation technol ogy”; and that “the public would not be
confused because the services, including the industry of

the trade ...are substantially different.” Brief at

12
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pp. 5 - 6. However, the test is not whether purchasers
woul d confuse | egal services in the biotechnology field
wi t h business consultation services in the information
technol ogy industry, but rather whether purchasers would be
confused as to the source of these services. Additionally,
al though registrant limts its services to the information
technol ogy industry, information technology is part of the
conputer industry, which is ubiquitous and certainly has
application in the biotechnol ogy field.

Regardi ng applicant's “type of services” argunent,
applicant explains that “the business services provided by
a legal organization are substantially different fromthose
of a non-legal entity and would not cause a |ikelihood of
confusion.” Brief at p. 6. Applicant submts:

The busi ness services provided by a | egal
entity, including those by Applicant, are legally
related, including issues and probl ens regarding
securities formation and regul ation, business
formation, contract formation, etc. However, a
non-| egal entity provides such busi ness services
such as marketing, corporate devel opnent, market
trend anal ysis, product marketing, etc. The two
exanpl es provided by the exam ning attorney, Pre-
Paid Legal Services and Hill Law Firm are |egal
entities that offer |egal related business
services. For exanple, the *business
consul tation services” offered by Pre-Paid Legal
Services include contract review, docunent
review, |egal correspondence services, trai
defense services, etc. while those of the Hil
Law Firmincl ude business formation, contract
review, dispute resolution, etc. These business
services are | egal business services such as

13
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t hose provided by the Applicant and are not

busi ness services provided by non-legal entities

such as those provided by the Registrant. Brief

at p. 6
Appl i cant, however, has not provided any support for his
contention that the business services provided by a “l egal
entity” are limted to those that “are legally rel ated,
i ncludi ng i ssues and probl ens regardi ng securities
formati on and regul ati on, business formation, [and]
contract formation.” Id. Certainly, alawfirmis not
restricted to providing only |egal advice or |egal
services. See third party registrations of record.
Additionally, there is no basis for applicant’s restrictive
interpretation of the scope of the business consulting
services provided by Pre-Paid Legal Services and the Hil
Law Firm These firns do not only address “issues and
probl ens regardi ng securities formati on and regul ati on,
busi ness formation, [and] contract formation.” 1d. The
printout describing “The Busi ness Owmers Legal Sol utions
Plan” states that small businesses are provided with
busi ness consultation services and identifies such
servi ces, obtainable through GoSmall Bi z.com as offering “a
panel of experts to provide direction and advi senment on any

busi ness issue” such as financing options, website

pronotion, sales chall enges, conputers, tinme nanagenent,

14
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nmotivati ng enpl oyees and nmanagenent.” Further, the site
states, “[i]f your question |eads our counselors to

concl ude that you need hands-on busi ness advice, then you
may be referred to a retired business executive in your
area who will provide free consulting and advice.”

We find that the exam ning attorney has made a prina
facie case that applicant's |egal services in the
bi ot echnol ogy field and registrant's busi ness consulting
services in the informati on technol ogy i ndustry are
sufficiently related and that applicant's | egal services
woul d likely be offered in the sane channels of trade to
the same purchasers who would be interested in registrant's
busi ness consulting services, and applicant has not
rebutted the exam ning attorney’s prima facie case. Thus,
the second du Pont factor is resolved agai nst applicant in
connection wth Registration No. 2219977 invol ving advisory
servi ces.

We now consider the simlarities and dissimlarities
bet ween applicant's services and registrant’s goods. The
exam ning attorney relies on the followng registrations to
show t hat consuners have cone to view applicant's | ega
services and registrant’s publications as being of a type

that emanates from a single source:

15



Serial No. 78320557

Regi stration No. 2827799 for RADER FI SHVAN &
GRAUER for “Brochures and newsletters in the
fields of |egal and technol ogy services” in
International C ass 16; and “Legal services,
intellectual property consultation, nanely,
managenent of intellectual property portfolios
for donestic and foreign clients; conputer
services, nanely, offering U S. and foreign
intellectual property data” in International

Cl ass 42,

Regi stration No. 2859652 for JENNER & BLOCK
(stylized) for “Magazines, newsletters and
panphlets in the field of |egal services” in
International C ass 16; and “Legal services in
the fields of general litigation, client

counsel ing, comercial |aw, enployee benefits and
executive conpensation, corporate and securities
| aw, corporate transactions, antitrust/unfair
conpetition, appellate litigation, financial
services/institutions |aw, tax,

| abor/ enpl oynment / human resour ces, environnental,
technol ogy and intellectual property,

i nternational |aw, governnent issues, estate

pl anni ng and probate, famly |law, and

medi a/ communi cati ons/ First Amendnent |aw’ in

I nternational C ass 42; and

Regi stration No. 2674481 for RFG for “Periodic
publications, nanely, newsletters in the field of
intellectual property law in International C ass
16; and “Legal services in the field of
int$llectual property law in International C ass
42.

Wth the exception of the registration for RADER FI SHVAN &
GRAUER, the above registrations are limted to |egal

publications, and do not concern publications in the

" The examining attorney has included several Section 44
registrations with her final Ofice action in support of her
contention that there is a relationship between applicant's
services and registrant’s goods. For the reasons set forth in
footnote 6, supra, these Section 44 registrations have no
probative val ue.

16
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informati on technol ogy industry. Wile the registration
for RADER FI SHVAN & GRAUER i ncl udes brochures and
newsl etters in the field of technol ogy services, the term
“technol ogy services” is anbiguous. Also, one registration
is insufficient to denonstrate prinma facie that consuners
have cone to view | egal services and publications relating
to busi ness and corporate devel opnment in the information
technol ogy industry as comng froma comon source. Thus,
the second du Pont factor is resolved in applicant's favor
in connection with Registration No. 2233289 invol ving
publ i cati ons.
Trade Channel s

Applicant maintains that applicant's marketing
activities are specifically calculated to reach only
i ndi vidual s or conpani es engaging in sone form of
scientific research; and that applicant typically markets
his services through industry-specific trade shows,
presentations and publications. |In contrast, applicant
mai ntai ns that the typical consuners of registrant’s
services are tel ecomunicati ons conpani es “l ooking for
better ways to market ...products, follow market trends and
raise capital”; and that registrant markets its services

t hrough trade shows, networking events and publications

17
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specific to the tel ecomunications industry.® Applicant
concludes that “[g]iven the entirely unrel ated nature of

t el econmuni cations and life sciences, it is highly unlikely
that consuners in the market for advertising, marketing and
financial services, such as offered by the Registrant, wll
ever be exposed to the Applicant marketing its [sic]

intell ectual property services.” Brief at pp. 9 — 10.

In so arguing, applicant unduly restricts the scope of
registrant’s identification of services, which is not
l[imted to the tel ecommunications industry. W mnust
consider registrant’s services as described in the
regi stration, and not as what applicant determ nes themto
be fromregistrant’s marketing materials. Thus,
applicant's argunents regarding trade channels are not well
t aken.

Further, we have recognized that the information
technol ogy industry is ubiquitous and woul d incl ude

applications in the biotechnology field. Applicant

8 Applicant characterizes registrant's services based on

i nformati on applicant obtained fromregistrant’s pronotiona
material. It is well settled that in a proceeding such as this,

t he question of |ikelihood of confusion nust be determ ned based
on an analysis of the mark as applied to the goods and/or
services recited in applicant’s application vis-a-vis the goods
and/or services recited in the registrations, rather than what

t he evi dence shows the goods and/or services to be. See Canadi an
I nperial Bank of Commerce v. Wells Fargo Bank, N A, 811 F.2d
1490, 1 USPQ@d 1813 (Fed. Cir. 1987).

18
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mai ntai ns that both applicant and regi strant market their
services through trade shows. Brief at p. 9. Because
registrant’s identification of services does not |[imt the
field in which its business consulting services relating to
busi ness and cor porate devel opnent in the information
technol ogy industry are provided, we concl ude that

regi strant’s services includes services directed to the

bi ot echnol ogy field and may be nmarketed in the sane trade
shows where applicant appears. Thus, we find that the
trade channels for applicant's and regi strant’s services
overlap, and resolve the third du Pont factor against
appl i cant.

Condi ti ons Under Which and Buyers to
Whom Sal es are Made

Applicant maintains that applicant's custoners are
wel | - educat ed and “highly sophisticated,” and are not
i npul se-oriented purchasers, but careful, sophisticated
professionals interested in specific and clearly defined
services froma particular source.” Brief at p. 10.
However, even careful and sophisticated purchasers are not
i mmune from source confusion. |In this case, because of the
simlarities of the marks and the rel atedness of the
services, we believe that even sophisticated purchasers are

likely to believe that applicant's and registrant's

19
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services emanate froma single source. The fourth du Pont
factor is resolved against applicant.
No Actual Confusion

Applicant states in his declaration submtted with his
Septenber 3, 2004 response that “there has not been a
singl e instance of actual confusion between Catal yst’s mark
and the mark THE CATALYST GROUP ... No custoners have ever
contacted Catal yst and inquired about the goods and
servi ces provided under THE CATALYST GROUP nmark.”

There is no evidence in the record as to the
geographic | ocations where applicant and regi strant have
been doi ng business. |If distant fromeach other, the
geographi c separation may account for this |ack of actual
confusion. Also, there is no evidence in the record
regarding the level of sales or advertising by applicant.
The absence of any instances of actual confusion is a
nmeani ngful factor only where the record indicates that, for
a significant period of tine, an applicant's sales and
advertising activities have been so appreciable and
continuous that, if confusion were likely to happen, any
actual incidents thereof would be expected to have occurred
and woul d have cone to the attention of one or both of
these trademark owners. Simlarly, we have no information

concerning the nature and extent of registrant's use, and

20
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t hus we cannot tell whether there has been sufficient
opportunity for confusion to occur, as we have not heard
fromthe registrant on this point. Al of these factors
materially reduce the probative val ue of applicant's
argunent regarding a |l ack of actual confusion. Therefore,
applicant’s contention that no instances of actual
confusi on have been brought to applicant's attention i s not
i ndi cative of an absence of a likelihood of confusion. See
In re Majestic Distilling Co., supra. Applicant's argunent
regardi ng actual confusion therefore is unpersuasive, and
the seventh du Pont factor is neutral.
Concl usi on

When we consider the record and the rel evant
i kelihood of confusion factors, and all of applicant's
argunents relating thereto, we conclude that, when
potential purchasers of applicant's |egal services and
regi strant’s business consultation services encounter the
mar ks CATALYST LAW CGROUP and THE CATALYST GROUP for these
services, they are likely to believe that the sources of
these services are in sonme way related or associated. As a
result, there is a |likelihood of confusion. W add that to
the extent that we have had doubts about the question of
i kelihood of confusion, which we have in this case, we

have resolved themin favor of the registrant and agai nst

21
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the newconer. In re Hyper Shoppes (Chio), Inc., 837 F.2d
463, 6 USPQ2d 1025 (Fed. Cir. 1988); In re Pneunmati ques,
Caout chouc Manufacture et Pl astiques Kl eber-Col onbes, 487
F.2d 918, 179 USPQ 729 (CCPA 1973).

Furt her, when we consider the record and the rel evant
l'i kel i hood of confusion factors, we conclude that, when
potential purchasers of applicant's |egal services and
registrant’s publications encounter the marks CATALYST LAW
CGROUP and THE CATALYST GROUP for these services and goods,
they are not likely to believe that the sources of these
services and goods are in sone way related or associ at ed.

Di scl ai ner

As di scussed above, we do not accept that there is a
doubl e entendre in CATALYST LAW but rather find that LAW
CGROUP is nerely descriptive of a feature of applicant's
services. In view thereof, we affirmthe exam ning
attorney’s requirenment for a disclainer of LAWGROUP. See
15 U.S.C. 88 1052(e)(1) and 1056(a).

DECI SION:  The refusal to register the mark under
Section 2(d) of the Trademark Act in view of Registration
No. 2219977 is affirnmed. However, the refusal to register

the mark under Section 2(d) in view of Registration
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No. 2233289 is reversed. The refusal to register
applicant's mark in the absence of a disclainmer of the

phrase LAWGROUP is affirned.
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