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PLLC for Gravity Systens, Inc.

Sanmuel E. Sharper, Jr., Trademark Exam ning Attorney, Law
O fice 108 (Andrew Law ence, Managi ng Attorney).

Bef ore Seeherman, Walters and Hol tzman, Adm ni strative
Trademar k Judges.

Opi ni on by Seehernman, Adm nistrative Trademark Judge:
Gravity Systens, Inc. has applied to register the mark

GRAVI TY SYSTEM5, wth the word SYSTEMS di scl ai ned, for

services which were subsequently identified as foll ows:

Conputer installation and repair,
excluding filmand video editing and
conpositing; installation of conputer
net wor ks and conput er systens,
excluding filmand video editing and
conpositing; maintenance and repair of
conput er networks and conputer systens,
excluding filmand video editing and
conposi ting; upgrading of conputer
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har dware, excluding filmand video
editing and conpositing (Cass 37); and

Conmput er consultation, excluding film
and video editing and conpositing;
conputer consulting services in the
field of design, selection,

i npl ementati on and use of conputer
hardware and software systens for

ot hers, but excluding filmand video
editing and conpositing; conputer

di agnostic services, excluding film and
vi deo editing, and conpositing;
conput er services, nanmely, creating and
mai nt ai ning web sites for others,

desi gning and i npl enmenti ng networks and
web pages for others, managi ng web
sites for others, and excluding film
and video editing and conpositing;
conputer site design, excluding film
and video editing and conpositing;
conput er network design for others, but
excluding filmand video editing and
conpositing; custom zation of conputer
hardware and software, excluding film
and video editing and conpositing;
installation of conputer software,
excluding filmand video editing and
conpositing; integration of conputer
systens and networks, excluding film
and video editing and conpositing;
techni cal support services, nanely,

t roubl eshooti ng of conputer hardware
and software probl ens, but excluding
filmand video editing and conpositing;
updati ng of conputer software for

ot hers, but excluding filmand video
editing and conpositing; hosting the
web sites of others on a conputer
server for a global conputer network,
but excluding filmand video editing
and conpositing (O ass 42).1

! Application Serial No. 78330413, filed Novenber 19, 2003, and
asserting first use with respect to the services in both classes
on Septenber 22, 1997 and first use in comerce on Septenber 25,
1997. On Novenber 9, 2005, the Board renanded the application to
the Exanmining Attorney to consider applicant’s proposed anmendnent
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Regi strati on has been refused pursuant to Section 2(d)
of the Trademark Act, 15 U S.C. 1052(d), on the ground that
applicant’s mark so resenbles the mark GRAVITY, previously
regi stered® for the follow ng goods, that if used in
connection with applicant’s services it is likely to cause
confusion or m stake or to deceive:

Comput er hardware and software for film
and video editing and conpositing which
i ncl udes special effects, character
generation, paint and animation, audio
editing, audio effects, filmand video
proj ect managenent, and post production
edit list and shot |og inport, export,
format translation, |ist manipulation,
new | i st generation, video to film cut
list translation, cut |ist manipulation
and export.

When the refusal was nmade final, applicant appeal ed.
The appeal has been fully briefed; applicant did not
request an oral hearing.

Qur determnation of the issue of |ikelihood of

confusion is based on an analysis of all of the probative

facts in evidence that are relevant to the factors set

to the identification of services. On Decenber 7, 2005 the
Exami ni ng Attorney deni ed what he characterized as applicant’s

“request for reconsideration.” The Ofice action included the
statenent that “The exclusion of goods fromthe identification of
goods does not avoid |ikelihood of confusion.” Fromthis

statenent, we infer that the Exam ning Attorney accepted the
anmendnent to the identification, and we have therefore treated
the identification as set forth above.

2 Registration No. 2727386, issued June 17, 2003.
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forth inlInre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, Inre Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQR@d 1201
(Fed. Cr. 2003). 1In any likelihood of confusion analysis,
two key considerations are the simlarities between the
mar ks and the simlarities between the goods and/or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also, In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Gir. 1997).

Wth respect to the marks, applicant has argued that
they differ in appearance, spelling and pronunci ation
because applicant’s mark contains the additional word
SYSTEMS. W are not persuaded by this argunent. The word
CRAVITY in applicant’s mark is identical to the cited mark.
Al t hough applicant’s mark al so contains the word SYSTEMS,
the presence of this word is not sufficient to distinguish
the marks. The Exam ning Attorney required a disclainer of
this word, with which applicant conplied, because it is
descriptive of applicant’s services. Because SYSTEMS is
descriptive, it is the word GRAVITY in applicant’s mark
that functions as the stronger source-indicating portion.
It is well established that, for rational reasons, nore or

| ess weight may be given to a particular feature of a mark.
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See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749,
751 (Fed. Cr. 1985). Thus, even though we have conpared
the marks in their entireties, because the GRAVITY portion
of applicant’s mark deserves greater weight, we find that
the marks are highly simlar in appearance and
pronunci ation, and virtually identical in connotation and
conmmer ci al i npression

Applicant points to registrations for the marks DELTA
and DELTA SYSTEMS by different third parties in an attenpt
to show that the O fice has considered the presence of the
word SYSTEMS in a mark to sufficiently distinguish it from
ot her marks that are otherw se identical. However, the
i ssue of |ikelihood of confusion is determ ned by
considering a nunber of factors other than the simlarities
in the marks thensel ves, nost notably, the rel atedness of
t he goods. Thus, we cannot conclude fromthese
regi strations that the Exam ning Attorneys involved
believed that the presence or absence of the word SYSTEMS
was sufficient to avoid a |likelihood of confusion. |In any
event, it is a well-settled principle that this Board is
not bound by the USPTO s al |l owance of prior registrations,
even if they were to have sone characteristics simlar to
the situation before us here. See In re Nett Designs Inc.,

236 F.3d 1339, 57 USPQ2d 1564 (Fed. Gr. 2001).
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As noted above, in addition to the simlarity of the
mar ks, the rel atedness of the goods and services is a
critical factor in the determ nation of the issue of
I'i kel i hood of confusion. |In support of his position that
applicant’s identified services and the registrant’s goods
are related, the Exam ning Attorney has made of record 43
third-party registrations. Third-party registrations which
i ndividually cover a nunber of different itens and which
are based on use in commerce serve to suggest that the
i sted goods and/or services are of a type which may
emanate froma single source. See In re Al bert Trostel &
Sons Co., 29 USP@d 1783 (TTAB 1993).

We nust, at this point, nake a comrent about the
Exam ning Attorney’s submi ssions. As a general rule, it is
not necessary to submt such a | arge nunber of third-party
registrations in order to make a showi ng that particular
goods and/or services are related. 1In this case, it
appears that the Exam ning Attorney did not even cul
through the registrations in order to find those which are
particul arly persuasive. For exanple, as Trostel clearly
states, to have probative value the registrations nust be
used in commerce. However, eleven of the registrations
submtted by the Exam ning Attorney were based on foreign

regi strations, and bear no indication of use in comerce.
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Nor has the Exami ning Attorney identified which
regi strations cover the same goods as those in the cited
registration. Instead, the Exam ning Attorney has sinply
made the general statenent that these printouts “showed
third-party registrations of marks used in connection with
the sane or simlar goods and services as those of
applicant and registrant in this case,” brief, p. 4, and
that they show marks “used in connection with the sane or
simlar goods and services as those of applicant and
registrant in this case.” Brief, p. 11. However, the
goods in the cited registration are specialized conputer
har dwar e and sof twar e:

Comput er hardware and software for film
and video editing and conpositing which
i ncl udes special effects, character
generation, paint and ani mation, audio
editing, audio effects, filmand video
proj ect managenent, and post production
edit list and shot |og inport, export,
format translation, |ist manipulation,
new | i st generation, video to film cut
list translation, cut |ist manipulation
and export.

After thoroughly review ng the goods and services in
the 32 registrations which were based on use in commerce,
we have been able to identify only a single third-party
registration that m ght possibly be said to include

conputer software for filmand video editing and

conpositing. (W say “possibly” because no reference to
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editing or conpositing actually appears in the
identification.) The identification of Registration No.
2803016 includes “conmputer software to enhance the audi o-
visual capabilities of multinedia applications, nanely, for
the integration of text, audio, graphics, still imges and
noving pictures.” This registration also includes, inter
alia, “conputer software consultation; conputer software
design for others, consulting services in the field of
desi gn, selection, inplenentation and use of conputer
har dware and software systens for others.”

This single third-party registration which arguably
i ncl udes the goods and services that are covered by the
cited registration and applicant’s application is not
sufficient to denponstrate that such goods and services are
normal |y offered by conpanies under a single mark. On the
contrary, the fact that the Exam ning Attorney was able to
find only one such third-party registration despite the
extensi ve search he apparently undertook (judging fromthe
nunber of registrations he submtted) indicates that such
goods and services nornmally are not offered by conpanies
under a single mark.

Mor eover, applicant has anmended its identification of
services to specifically exclude services relating to “film

and video editing and conpositing,” which are the subject
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matter of the conputer hardware and software of the cited
registration. In viewthereof, it is not readily apparent
how, as the Exam ning Attorney states, the trade channels
for the respective services and goods woul d be the sane.
Even if we accept that conpanies that purchase conputer
hardware and software for video editing and conpositing
woul d al so purchase the nore general conputer installation
repair and consultation services offered by applicant, such
conpani es nust be consi dered sophi sticated purchasers.
Because such purchasers will know their industry, and
because there is no evidence that sellers of specialized
hardware and software for video editing and conpositing

al so of fer general conputer installation, repair and
consul tation services, these purchasers are not likely to
assune that such goods and services emanate froma single
source, even if they are offered under sim/lar marks.

In summary, we find that Ofice has failed to prove
that applicant’s services are related to the goods
identified in the cited registration and we therefore find
that, despite the simlarity of the marks, the Ofice has
failed to prove that confusion is |ikely.

Decision: The refusal of registration is reversed.



