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Opi nion by Holtzman, Adm nistrative Trademark Judge:

Mar k Thomas has filed an application to register the mark
MARCHE NO R (in standard character form for "jewelry" in
International Cass 14.! The application includes an English

transl ati on of MARCHE NO R as "bl ack market."

! Application Serial No. 78334625, filed Decenber 1, 2003, alleging
dates of first use and first use in commerce on June 4, 1982.
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The trademark exam ning attorney has refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant's mark, when applied to applicant's goods, so resenbles
the marks in the followng three registrations, the first two of
whi ch are owned by the sane entity, as to be likely to cause
conf usi on:

Regi stration No. 2047169 of the mark shown bel ow for

"clothing for wonen, nanely, dresses, pants, jackets,
lingerie, tops, skirts, and shorts" in International

| BILACK MARKET

Regi stration No. 2443749 of the mark BLACK MARKET f or
"jewel ry; necklaces; earrings; watches; bracelets” in
| nternational O ass 14;3

Regi stration No. 1709522 for the mark BLACK MARKET

M NERALS (M NERALS di sclained) for "retail jewelry
and mneral store services" in International C ass
35.4

When the refusal to register was nade final, applicant

appeal ed. Briefs have been filed. An oral hearing was not

request ed.

2 |ssued to Wiite House, Inc. on March 25, 1997; affidavits under
Sections 8 and 15 accepted and acknow edged, respectively.

% Issued to Wiite House, Inc. on April 17, 2001. This registration
al so includes goods in International Casses 3, 9, 18, 20, 21, 24, 25,
26, 28 and 35.

“ Issued to Village Originals Inc. on August 18, 1992; renewed.
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As a prelimnary matter, we note applicant's argunent that
Regi stration No. 2443749 (BLACK MARKET) issued in error in Cl ass
14 for jewelry. Applicant submtted portions of the file for
that registration (the final refusal and applicant's request for
reconsi deration) show ng that during prosecution of the
underlying application, the Class 14 jewlry, as well as the word
"jewelry,”™ which was listed as a field in the Cass 35 retai
store services, had been deleted fromthe application by
anendnent in order to overcone a Section 2(d) refusal as to those
cl asses. Despite the deletion, however, the registration issued
in Cass 14. The Ofice records have now been corrected, and
Class 14 no |l onger appears in the registration. Accordingly, the
refusal as to this registration is noot.

We al so note that applicant filed a main brief that is 29
pages long in violation of the 25-page Iimt for appeal briefs
set forth in Trademark Rule 2.142(b)(2). The rule clearly states
that "[w]ithout prior |eave of the Trademark Trial and Appeal
Board, a brief shall not exceed twenty-five pages in length in
its entirety, including the table of contents, index of cases,
description of the record, statenent of the issues, recitation of
the facts, argunent, and summary." See also TBMP 81203.01 (2d

ed. rev. 2004). Applicant did not request |eave of the Board to
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file a brief that exceeds the page |imt. Accordingly,
applicant's main brief has not been considered.?®

W turn then to the nerits of this case. Qur determnation
under Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the likelihood of confusion issue, including the
simlarities of the marks and the simlarities of the goods
and/or services. Inre E.l. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973).

Regi stration No. 1709522

We first consider the refusal with respect to Registration
No. 1709522 of the mark BLACK MARKET M NERALS (M NERALS
disclaimed) for "retail jewelry and mneral store services."
Applicant's goods are "jewelry." Registrant's services involve
the retail sale of those goods. These are conpetitive,
i nherently rel ated goods and services. See, e.g., Fortunoff
Silver Sales, Inc. v. Norman Press, Inc., 225 USPQ 863, 866 (TTAB
1985) ("there is little question that jewelry store services and
jewelry are highly rel ated goods and services"); and In re
Jewel masters, Inc., 221 USPQ 90 (TTAB 1983). See also J. Thonas
McCart hy, Trademarks and Unfair Conpetition 824:25 (2006)

("[wW here the services consist of retail sales services,

®> W have, however, considered applicant's responses to Office actions
and its reply brief.
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I'i kelihood of confusion is found when another mark is used on
goods which are commonly sold through such a retail outlet.").

Because the goods and services are closely related, and
there are no restrictions as to their channels of trade or
cl asses of purchasers, they nust be deened to be pronoted in the
sanme channels of trade and directed to the sanme purchasers.
Interstate Brands Corp. v. MKee Foods Corp., 53 USPQ@d 1910
(TTAB 2000).

Applicant, while noting that the jewelry associated with
both marks is "relatively inexpensive,” attenpts to distinguish
the nature of the goods as well as the purchasers for the goods.
In particular, applicant argues that the website for BLACK MARKET
M NERALS shows that the itens sold under this mark are used as
conponents for creating jewelry whereas, according to applicant,
as shown on its website, applicant's jewelry is "counter-cul ture"
or "CGoth" style jewelry that woul d be purchased by those
interested in that style.®

As our primary review ng court has often stated, the
question of likelihood of confusion is determ ned on the basis of
the identification of goods and services set forth in the

application and registration, rather than on the basis of what

® Applicant does not explain what exactly "Goth" jewelry is but we note
the definition of "Goth" in Mcrosoft Encarta College Dictionary (2001)
as neani ng "fashion of dark clothes and nmakeup...characterized by bl ack
cl othes, heavy silver jewelry, black eye makeup and |ipstick, and often
pal e face nakeup."
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evi dence m ght show the actual nature of the goods and services
or purchasers to be. See J & J Snack Foods Corp. v. MDonald's
Corp., 932 F.2d 1460, 18 USPQ2d 1889 (Fed. Cir. 1991); and
Cctocom Systens Inc. v. Houston Conputers Services Inc., 918 F. 2d
937, 16 USPQ2d 1783 (Fed. Cr. 1990). There are no |imtations
on the types of jewelry produced by applicant or sold in
registrant's retail store. Wiile the mnerals purchased from
registrant's store nmay be used by custoners to create pieces of
jewelry, the term"jewelry"” itself in the identification
enconpasses all kinds and styles of jewelry, including fine
jewelry and costune or "Goth" jewelry. Thus, whether or not
registrant actually sells the sanme type of "Goth" style jewelry
as applicant is immterial.

Furthernore, the purchasers of at |east costune itens of
jewelry are ordinary nenbers of the general public. Considering
that this type of jewelry, as applicant points out, is relatively
i nexpensive, it is therefore |ikely to be purchased casually and
on i npul se, thus increasing the risk of confusion. Kinberly-
Clark Corp. v. H Douglas Enter., Ltd., 774 F.2d 1144, 227 USPQ
541 (Fed. Gr. 1985).

It is clear that consunmers would be likely to believe that
jewelry on the one hand and retail stores selling jewelry on the
ot her emanate fromor are sponsored by the sanme source if such

goods and services are sold under the sane or simlar marks.
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Thus, we turn to the marks. The issues concerning the
simlarity of the marks and the simlarity of the goods and
services are interrelated. Wen goods and services are highly
related, "the degree of simlarity necessary to support a
conclusion of likely confusion declines.” Shen Manufacturing
Co., Inc. v. The Rtz Hotel Linmted, 393 F.3d 1238, 73 USPQd
1350, 1354 (Fed. Cir. 2004).

The mark in Registration No. 1709522 is BLACK MARKET
M NERALS. Applicant's mark is MARCHE NO R, a French term which
applicant has translated into English as "black market." Under
the doctrine of foreign equivalents, foreign words from common
| anguages are translated into English to determne simlarity of
connotation with English word marks. See Pal m Bay | nport, Inc.
v. Veuve Cicquot Ponsardin Mai son Fondee En 1772, 396 F.3d 1369,
73 USPQ2d 1689 (Fed. Cir. 2005). The doctrine is applied when it
is likely that "the ordinary American purchaser would 'stop and
translate [the term into its English equivalent."" Pal m Bay,
supra at 1696, quoting In re Pan Tex Hotel Corp., 190 USPQ 109,
110 (TTAB 1976).

Applicant points to a printout fromthe website of
www. et hni charvest.org purporting to show figures for the 1990
U. S. Census, and indicating that 1,544,454 of the 230, 445, 777
individuals in the United States speak French "very well" or

"well." Applicant reasons that because this figure represents
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only 0.6% of the population, it is unlikely that the "average
American buyer” will translate the mark MARCHE NO R as required
by Pal m Bay because the evi dence shows that the average American
buyer does not speak French.

The "ordinary American purchaser” in this context refers to
the ordinary American purchaser who is know edgeable in the
foreign | anguage. See Tradenmarks and Unfair Conpetition, supra
at 23:26 (4'" ed.) ("The test is whether, to those Anerican buyers
famliar with the foreign | anguage, the word woul d denote its
English equivalent."). See also, e.g., Nestle's MIk Products,
Inc. v. Baker Inporting Conpany, Inc., 182 F.2d 193, 86 USPQ 80,
82 (CCPA 1950) ("Foreign | anguage words, not adopted into the
Engl i sh | anguage, which are descriptive of a product, are so
considered in registration proceedi ngs despite the fact that the
words may be neaningless to the public generally."). W
recogni ze that the doctrine is not an absolute rule, but
applicant's interpretation of it would wite the doctrine out of
exi stence. In fact, this very argunent was rejected in In re
| thaca I ndustries, Inc., 230 USPQ 702, 703 (TTAB 1986) where, in
response to applicant's argunment that, in effect, the doctrine of
foreign equivalents is not applicable where the foreign word is
inltalian, the Board said "it does not require any authority to
conclude that Italian is a commopn, major |anguage in the world

and is spoken by many people in the United States.” French is a
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common foreign | anguage spoken by an appreci abl e segnent of the
popul ation. Indeed, applicant's own evidence shows that of the
foreign | anguages with the greatest nunber of speakers in the
United States, French is ranked second only to Spanish.

Appl i cant al so argues that an analysis of the marks requires
nore than sinply the literal translation of MARCHE NO R
Appl i cant contends that when MARCHE NO R and BLACK MARKET
M NERALS are conpared in their entireties, the two nmarks are not
at all simlar in sound or appearance, and noreover that the
connotations of the two marks are different.’ Relying on
dictionary entries from ww. wordreference.com applicant notes
that the word "marche" in French can be translated to nean "deal "
or "dealing.” Applicant has al so submitted a printout of
Regi stration No. 2129644 for the mark THE BON MARCHE poi nting out
that the translation is listed as "good bargain.” In addition,
applicant points to its website show ng, according to applicant,
that its goods are substantially counter-culture or "Goth"
jewel ry and accessories. Applicant concludes fromthe evidence
that applicant's mark can have a connotation of a bl ack/dark
deal, a dirty deal, or a "deal with the devil."

When we evaluate the simlarities between an English word

mark and a foreign word mark, we nmust, as in the conparison of

" Applicant's argunents concerning the anal ysis used by the Japanese
Tradenmark Office to deternmine the simlarity of marks are not rel evant.
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two English word nmarks, consider the marks in their entireties in
terms of sound, appearance, neaning and commercial i npression.
Here, we find that the marks BLACK MARKET M NERALS and MARCHE
NO R, while decidedly different in sound and appearance, have the
sane connotations. Applicant has translated its mark as "bl ack
market." W also take judicial notice of the translation of
"marche noir"” in both Cassell's French-English English-French
Dictionary (1951) and Collins French Dictionary (2000) as "bl ack
market" with no other qualifying information for either term?
MARCHE NO R is the exact French equivalent of the English idiom
BLACK MARKET.

There may be different definitions and neani ngs associ at ed
with the individual words "marche" and "noir" or with "marche"
conbined with a different word such as "bon" (as in the
regi stered mark THE BON MARCHE). However, none of those other
meanings is relevant to a determ nation of the neaning of the
unitary expression MARCHE NO R The evidence clearly shows that
the one and only neaning of that phrase is "black market," and,

W t hout question, that is howit would be recogni zed and

under stood by the French-speaking public.

8 The listings in these dictionaries show an accent over the letter "e"
in "marche." However, the presence or absence of the accent does not
af fect the nmeaning or perception of the term"nmarche noir." As noted,
applicant has translated its nmark as "black narket."

10
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Thus, this case is distinguishable fromlIn re Sarkli, Ltd.,
721 F.2d 353, 220 USPQ 111, 112 (Fed. G r. 1983), finding that
none of the dictionary definitions showed "second chance" to be
the exact translation of the French term"repechage."” This case
is al so distinguishable fromlIn re Pan Tex Hotel Corporation, 190
USPQ 109, 110 (TTAB 1976), which found that while LA POSADA may
be literally translated as "the inn," the various dictionary
definitions nmade it clear that the designation had a "connotative
flavor"” which was slightly different fromthat of the words "the
inn.").

Mor eover, MARCHE NO R and BLACK MARKET M NERALS not only
have the sane literal neaning, but they create the sane overal
commercial inpression in relation to the respective goods and
servi ces, both marks suggesting contraband or illicit goods. To
what ever extent MARCHE NO R suggests a "Goth" connotation for
applicant's jewelry, BLACK MARKET M NERALS conveys that sane
suggestive neaning for the jewelry sold in registrant's retai
store.® Nor does the additional word M NERALS in registrant’s
mark serve to distinguish the marks. This word, which has been

di sclainmed, is descriptive of the conponents of jewelry, and

® Contrary to applicant's contention, it is not necessary that a
consuner believe that the owner of one mark woul d al so use the foreign
equi valent in order to support a finding of Iikelihood of confusion

It is sufficient that consunmers woul d assume that applicant's jewelry
is in sone way endorsed or approved by the owner of the English word
mark for jewelry store services or that there is otherw se sone
connecti on between them

11
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therefore is entitled to | ess weight when we conpare the marks.
See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985). It certainly does not change the neaning or
commerci al inpression conveyed by BLACK MARKET al one. The term
if anything, reinforces that inpression.

We find, in view of the foregoing, not only that the French
term MARCHE NOR is the exact translation of "black market," but
further that the mark woul d be transl ated by those who are
famliar with the French | anguage. This situation, thus, differs
fromthose cases in which it was found that the nmark woul d not be
transl ated because of the inherent nature of the mark. Cf. Inre
Tia Maria, Inc., 188 USPQ 524 (TTAB 1984); and Le Continental Nut
Co. v. Le Cordon Bleu S.A R L., 494 F.2d 1395, 181 USPQ 646 (CCPA
1974) (finding that CORDON BLUE, while literally translated as
BLUE RI BBON, woul d not be translated by the Anmerican public
because the two terns create different comercial inpressions,
CORDON BLEU havi ng been adopted into the English | anguage and
acquiring a different neaning than BLUE RIBBON). Nor is this a
situation where the mark woul d not be transl ated because of
mar ket pl ace circunstances or the commercial setting in which the
mark is used. Cf. In re Pan Tex Hotel Corporation, supra; and In
re Tia Maria, Inc., supra (finding it unlikely that a person who
had purchased AUNT MARY' S canned fruits and vegetables froma

super mar ket woul d, upon dining at the TIA MARI A rest aur ant

12
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surrounded by Mexican décor and serving Mexican food, translate
TIA MARI A into AUNT MARY and then m stakenly assume that both
goods and services originated fromthe sane source.)

Appl i cant argues that registrant's mark BLACK MARKET
M NERALS is weak in view of the nunber of registrations
contai ning the term BLACK MARKET and the comon use of that term
on the Internet. 1In addition to the three registrations cited
agai nst applicant's mark, applicant notes that yet a fourth
registration (Registration No. 2327957) for BLACK MARKET owned by
a different entity, Armsterdam Art, Inc., exists on the register.
That registration is for retail services featuring artistic
materials for painters. Applicant also states that his search on
t he Googl e search engine retrieved over 70,000 hits for "black
mar ket" and "jewelry" but only 1,020 hits for "marche noir" and
"Jewel ry" and he has submtted a four-page printout of website
summaries fromthat search. According to applicant, the
sumari es show that "black narket"” jewelry is "associated with a
nunber of different websites" whereas MARCHE NO R i s associ at ed
only with applicant's jewelry.

We point out that the factor to be considered in determ ning
i keli hood of confusion under du Pont is the "nunber and nature

of simlar marks in use on sim/lar goods." (Enphasis added.) See

Inre E. |I. du Pont de Nenmours & Co., supra at 567. There are a

nunber of problens with applicant's showng in this regard.

13
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First, third-party registrations are not evidence of use of the
mar ks shown therein or that the public is aware of them See AW
Inc. v. Anerican Leisure Products, Inc., 474 F.2d 1403, 177 USPQ
268 (CCPA 1973); and Charrette Corp. v. Bowater Conmunication
Papers Inc., 13 USPQ2d 2040 (TTAB 1989). Further, the third-
party registration of BLACK MARKET for artist supplies, goods
conpletely dissimlar to jewelry, is irrelevant to the question
of whether the marks applied to the goods and services invol ved
inthis case are likely to cause confusion.°

Applicant's evidence of use is simlarly unpersuasive. The
nunmber of Google hits for "black market" with jewelry, w thout
any context for the hits, is irrelevant. Further, sone of the
website sunmaries in the list are so abbreviated that the context
of use, such as the specific nature of the business or the
particul ar goods or services offered on the various websites or

in connection with the term"black market," is unclear. See In
re Fitch IBCA, Inc., 64 USPQ2d 1058 (TTAB 2002); and TBWP

81208.03 (2d ed. rev. 2004). Still other summaries contain

10 Applicant al so argues that Registration No. 2327957 which issued to
Ansterdam Art, Inc. was not cited by the exam ning attorney, and "was
allowed to register for conpetitive (or at least related goods)"
despite the existence of Registration No. 2443749 for "picture franes”
(the registration cited herein with respect to items of jewelry in
Cass 14). Applicant contends that there is less sinlarity between
applicant's goods and those of the cited marks than there is between

t he goods associated with the cited nmarks and those identified in Reg.
No. 2327957. Suffice it to say that the sinilarity of the cited marks
to each other or to yet another third-party registration is irrel evant
to the question of whether there is a likelihood of confusion herein.

14
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irrel evant usage of "black market" having nothing to do with
jewelry (e.g., "black market adoption” and "black market
dealings"). To the extent, if any, that jewelry is offered on

certain websites in connection with "black market," we have no
i nformati on about the entities offering those goods or services.
The users may be affiliated with one of the cited registrants.
In any event, w thout evidence as to the extent of third-party
use, such as how |l ong the websites have been operational or the
extent of public exposure to the sites, the probative val ue of
this evidence is mninmal. See PalmBay |Inports, Inc., supra.
Whil e we have no evidence that registrant's mark i s strong
internms of market strength, the mark by its nature is relatively
strong. Moreover, there is no persuasive evidence of record that
the termis commonly used in the jewelry field, or any other
evidence to show that the mark is weak, or entitled to | ess than
a normal scope of protection.' The single third-party
regi stration for BLACK MARKET, discussed above, is not sufficient
to show that the term has a suggestive significance for jewelry.

Further, even if we were to assune sone suggestiveness of the

mar k, and therefore a nore limted scope of protection, the

1 1t appears that applicant contends that the absence of evidence of
fame of the registrant’s mark should be treated as a factor in
applicant’s favor. Because this is an ex parte proceedi ng, we woul d
not expect the exam ning attorney to subnit evidence of fanme of the
cited mark. This du Pont factor, as is normally the case in ex parte
proceedi ngs, nmust be treated as neutral.

15
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protection to be accorded the cited registration still would
extend to prevent the registration of a mark with the same
connotation for closely related goods. 2
We realize that the simlarity of connotation of the marks,
initself, is not determnative and that this factor nust be
wei ghed against the dissimlarities in sound and appearance of
the marks and all the other relevant factors bearing on the
l'i kel i hood of confusion. See In re Sarkli, Ltd., supra.
However, when we consider the simlarity in connotation of the
mar ks, together with the relative strength of the mark, the close
relationship of the goods and services and the inexpensive nature
of the goods and the inpul se nature of their purchase, these
factors conbine to outweigh the dissimlarities in the marks.
Thus, this case is distinguishable fromthe cases relied on
by applicant which found that the differences in the marks when
conbined with other factors outweighed the simlarity in
connotation. See, for exanple, Horn's Inc. v. Sanofi Beaute,

Inc., 963 F. Supp. 318, 43 USPQ 1008 (S.D.N.Y. 1997) (no

2 A mark that is only sonewhat suggestive is entitled to greater
protection than a nore highly suggestive mark. See, e.g., Andrew
Jergens Co. v. Sween Corp., 229 USPQ 394, 396 (TTAB 1986) ("' CGENTLE
TOUCH,' whil e sonewhat suggestive, nust be considered a strong mark in
vi ew of the absence of any evi dence showing third-party uses of simlar
marks in the sanme field"); In re Geat Lakes Canning, Inc., 227 USPQ
483, 485 (TTAB 1985) ("the fact that a nark may be somewhat suggestive
does not nmean that it is a 'weak' mark entitled to a limted scope of
protection"); and Husky G| Co. of Delaware v. Huskie Freightways,
Inc., 176 USPQ 351 (TTAB 1972).

16
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I'i kel i hood of confusion between HERE & THERE for perfune and DEC
DELA for publishing fashion magazi nes and consulting services to
t he fashion industry, based on the differences in the goods and

t he sophistication of the purchasers); Inre L'Oeal S A, 222
USPQ 925 (TTAB 1984) (no likelihood of confusion between HAUTE
MODE for hair col oring cream shanpoo, and HI - FASH ON SAMPLER f or
finger nail enanel, in view of the degree of suggestiveness of
the marks and the disparate nature of the goods); and In re Tia
Maria, Inc., supra (no likelihood of confusion between TIA MARI A
for restaurant services and AUNT MARY'S for canned fruits and
veget abl es, finding that the nmark woul d not be transl ated, but
rather woul d be accepted as it is, and in view of the differences
in the goods and services).

We note that applicant owned a prior registration, now
cancel l ed, for MARCHE NOR for jewelry (Registration No. 2013903)
and that the Ofice allowed that registration to i ssue over the
now cited registration for BLACK MARKET M NERALS. Applicant
argues that the Ofice has already decided that there is no
i kel i hood of confusion between these two marks and that it is
i nappropriate to deny regi stration when registrati on was not
previ ously deni ed.

In connection with this point, applicant al so contends that
t here has been no actual confusion between MARCHE NO R and the

cited mark despite contenporaneous use of these marks for fifteen

17
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years. Applicant maintains that if there had been any confusi on,
regi strant woul d have attenpted to prevent the previous
regi stration of applicant’s mark or objected to its existence.
To support these contentions, applicant, Mark Thomas, states in a
declaration that he is not aware of any actual confusion. In
addition, M. Thormas sent letters to the holders of both cited
registrations inquiring as to whether the registrants were aware
of any actual confusion between their marks and applicant's mark,
and asking themto sign a sworn statenent that they did not know
of any actual confusion and that they have no objection to
applicant's obtaining a registration. Wen applicant received no
response to those letters, applicant sent followup letters
stating that if he did not hear fromthe registrants within a
certain tinme he would assune that they had no objection to the
registration of applicant's mark.?®®

To begin with, the fact that the cited mark and MARCHE NO R
at one tinme coexisted on the register does not prove that they
coexisted during that tinme wthout confusion in the nmarketpl ace.
Further, our determ nation of |ikelihood of confusion nust be

based on the facts and record before us. W are not bound by the

13 Applicant's contention that the USPTO pernmitted Registration No.
2443749 of BLACK MARKET (stylized) for jewelry to coexist with these
other registrations is not accurate. The file for that registration
shows that both BLACK MARKET M NERALS and MARCHE NO R were cited as
bars to registration of BLACK MARKET (stylized) in Class 14 for jewelry
and Class 35 for retail jewelry store services. As a result, the goods

18
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previ ous exam ning attorney's determ nation that applicant’s mark
was registrable, and we will not conpound the problem of the
registration of a confusingly simlar mark by permtting such a
mark to register again. See In re Nett Designs, 236 F.3d 1339,
57 USP2d 1564, 1566 (Fed. G r. 2001) (stating that "The Board
nmust deci de each case on its own nerits" and specifically noting
that "Even if some prior registrations had sone characteristics
simlar to Nett Designs' application, the PTO s allowance of such
prior registrations does not bind the Board or this court.").
See also In re Perez, 21 USPQ2d 1075, 1077 (TTAB 1991)("[We are,
of course, not bound by an Exam ning Attorney's prior
determnation as to registrability"; refusal affirnmed
notw t hstanding that the conflicting registration had not been
cited agai nst applicant's previous registration, now expired, of
the same mark for the sane goods.)

Further, applicant's unsupported allegation of |ong,
cont enpor aneous use is of little persuasive value. Wthout
evi dence of the nature and extent of both applicant's and
registrant's use of their respective marks, we cannot determ ne
whet her a meani ngful opportunity for actual confusion ever
existed. See Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768

(TTAB 1992). Cf. In re General Mtors Corp., 23 USPQ2d 1465

in Cass 14 and the word "jewelry" in Class 35 were deleted. The
regi stration has now been corrected to reflect this anmendnent.

19
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(TTAB 1992). Nor will we infer fromregistrants' failure to
respond to applicant's letters that regi strants have consented to
regi stration or that registrants have no objection to the
registration of applicant's mark. The registrants clearly had no
obligation to respond to applicant's inquiries. Therefore, their
failure to respond does not support applicant's claimthat they
have no objection.

Simlarly, we cannot conclude that registrant had no
objection to applicant's earlier registration sinply because
registrant failed to object toit. W are not privy to
registrant's reasons for not challenging the registration and we
w Il not specul ate about them W do, however, note that any
obj ections registrant may have had to applicant's earlier
registration were elimnated once the registration was cancel | ed.

For the reasons stated above, we find that a |ikelihood of
confusion exists between MARCHE NO R for "jewel ry" and BLACK
MARKET M NERALS for "retail jewelry and m neral store services."

Regi stration No. 2047169

We reach a different result as to the question of I|ikelihood
of confusion with respect to the mark BLACK MARKET (stylized) for
"clothing for wonen, nanely, dresses, pants, jackets, lingerie,
tops, skirts, and shorts.™

The exam ning attorney argues that jewelry and clothing are

highly rel ated goods and to support her position has nmade of
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record several use-based, third-party registrations covering, in
each instance, both types of goods. Third-party registrations,
whi l e not evidence of use, may be used to show that the
respective goods are of a type which nay emanate fromthe sane
source. See Inre Albert Trostel & Sons Co., 29 USPQ2d 1783
(TTAB 1993).

Wiile jewelry may be related to clothing, the goods are
neverthel ess specifically different. W cannot conclude on the
basis of the evidence of record that jewelry and clothing are so
closely related that, notwi thstanding the differences in the
mar ks, purchasers would naturally expect these goods to enmanate
fromthe same source. See In re Shell Ol Co., 992 F.2d 1204, 26
UsP2d 1687, 1689 (Fed. Cir. 1993) ("The degree of 'rel atedness
nmust be viewed in the context of all the factors, in determ ning
whet her the services are sufficiently related that a
reasonabl e consuner woul d be confused as to source or
sponsorship.").

Thus, al though the marks have the sanme connotation, because
of the cunulative differences in the respective marks and the
goods offered thereunder, and the fact that the goods are not
closely related, we cannot find |ikelihood of confusion with

respect to this registration.

¥ I'n naking this determnation, however, we have given no probative
wei ght to applicant's evidence and argunents concerni ng the manner of
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Decision: The refusal to register under Section 2(d) of the
Trademark Act is affirmed as to Registration No.1709522 and

reversed as to Registration No. 2047169.

actual use of registrant's nark and applicant's contentions regarding
the connotation of registrant's mark based on that use. It is well
establi shed that, in proceedi ngs before the Board, as distingui shed
frominfringenent proceedings before the court, the question of

i kel i hood of confusion nust be decided on the basis of the mark as
shown in the registration, regardless of howthe mark is actually used.
Kinmberly-Clark Corp. v. H Douglas Enterprises, 774 F.2d 1144, 227 USPQ
541 (Fed. Cir. 1985).
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