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Bef ore Bucher, Holtzman and Catal do, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Homax Products, Inc. seeks registration on the
Princi pal Register of the mark SOFTARP (in standard character
form) for goods identified in the application as “flexible
sheet material in the nature of a tarpaulin for use in
covering, lining, or separating objects and materials” in

| nternational C ass 22.!

! Application Serial No. 78363723 was filed on February 6,
2004 based upon applicant’s allegation of a bona fide intention
to use the mark in commerce. The original drawi ng showed the
mar k as SOFT TARP, but the Trademark Examining Attorney pernitted
an anmendnent of the mark to its current, tel escoped form

SOFTARP.
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This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster this designation under Section 2(e)(1) of the
Trademar k Act based upon the ground that the mark is nerely
descriptive when considered in relation to applicant’s
identified goods, i.e., that the term“soft tarp”

i mredi ately infornms potential purchasers about a quality or
characteristic of applicant’s goods.

Bot h applicant and the Trademark Exam ni ng Attorney
have fully briefed this appeal, but applicant did not
request an oral hearing before the Board.

W affirmthe refusal to register.

A mark is nerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, 15 U . S.C. 8 1052(e)(1), if it
i mredi ately conveys information of significant ingredients,
qualities, characteristics, features, functions, purposes
or uses of the goods or services with which it is used or

is intended to be used. In re Abcor Devel opnent Corp.

588 F.2d 811, 200 USPQ 215, 217 (CCPA 1978). See also In

re MBNA Anerica Bank N. A, 340 F.3d 1328, 67 USPQ2d 1778

1780 (Fed. GCr. 2003) [A “mark is nerely descriptive if the

ultimate consuners imredi ately associate it with a quality
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or characteristic of the product or service”]. Hence, the
ultimte question before us is whether this term conveys
i nformati on about a significant quality or characteristic
of applicant’s goods with the i medi acy and particularity
requi red by the Trademark Act.

A mark is suggestive, and therefore registrable on the
Princi pal Register wi thout a show ng of acquired
di stinctiveness, if imagination, thought or perception is
required to reach a conclusion on the nature of the goods
or services. See In re Gulay, 820 F.2d 1216, 3 USPQ2d

1009 (Fed. Cr. 1987); and In re Bed & Breakfast Registry,

791 F.2d 157, 229 USPQ 818, 819 (Fed. Cir. 1986).

The question of whether a particular termis nerely
descriptive is not decided in the abstract. That is, when
we anal yze the evidence, we nust keep in mnd that the test
i's not whether prospective purchasers can guess what
applicant’s goods are after seeing applicant’s mark al one.

In re Abcor, supra at 218 [“Appellant’s abstract test is

deficient — not only in denying consideration of evidence
of the advertising materials directed to its goods, but in
failing to require consideration of its mark ‘when applied

to the goods’ as required by statute”]; In re Hone Buil ders

Associ ation of Geenville, 18 USPQ2d 1313 (TTAB 1990); and
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In re Anerican Geetings Corp., 226 USPQ 365, 366 (TTAB

1985). Rather, the proper test in determ ning whether a
termis nerely descriptive is to consider the alleged mark
inrelation to the goods or services for which registration
is sought, the context in which the mark is used, and the
significance that the mark is likely to have on the average
pur chaser encountering the goods or services in the

mar ket pl ace. See In re Omha National Corp., 819 F.2d

1117, 2 USP@2d 1859 (Fed. Cir. 1987); In re Intelligent
| nstrunentation Inc., 40 USPQR2d 1792 (TTAB 1996); In re
Consolidated G gar Co., 35 USPQ2d 1290 (TTAB 1995); In re
Pennzoi |l Products Co., 20 USPQ2d 1753 (TTAB 1991); Inr

Engi neering Systens Corp., 2 USPQ2d 1075 (TTAB 1986); and

In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

Applicant argues that the term*®“soft” does not have a
wel | -defined neaning in the context of applicant’s goods,
and noreover, that when the two separate terns, “soft” and
“tarp” are conbined, the resulting conposite is not nerely
descriptive of the identified goods. By contrast, the
Trademar k Exam ning Attorney contends that the term “soft”
is clearly descriptive of at |east one feature or quality

of applicant’s flexible tarpaulins, or “tarps.”
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Citing to twenty-one definitions of the word “soft,”?2

applicant argues that given the many definitions of the

2 soft 1

gi ving away easily under pressure, as a feather

pillow or noist clay
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21

easily cut, narked, shaped, or worn away, as pine
wood or pure gold

not hard for its kind; not as hard as is nornal
desirabl e, etc.

smooth or fine to the touch, not rough, harsh or

coar se

a) bland; not acid, sour, or sharp b) easy to digest
because free from roughage

nonal coholic; said of drinks

having in solution few or none of the nineral salts
that interfere with the | athering and cl eansing
properties of soap

mld, gentle, or tenperate, as a breeze, the weat her,
climte, etc.

a) weak or delicate; not strong or vigorous b)
havi ng fl abby nuscl es

requiring little effort; easy

a) kind or gentle, esp. to the point of weakness;

| eni ent or conpassionate b) easily inpressed,

i nfluenced, or inposed upon

not bright, intense, or glaring; subdued: said of
color or light

showing little contrast or distinctness; not sharp in
lines, tones, focus, etc.

gentle; low not loud or harsh: said of sound

based on data frominterviews, surveys, etc., rather
than fromcontroll ed, repeatable experinents
repl eni shed by nature, or capable of being used with
relatively little damage to the environnent

providing informati on other than the basic facts of a
news story

Fi nance a) unstable and declining b) not readily
accepted as foreign exchange <c¢) having very
favorabl e terns

M1. Above ground and vul nerable: said of targets
or bases

Phonet. a) designating ¢ sounded as sounded in voice
org sounded as in age

Radi ol ogy of |ow penetrating power: said of X-rays

VWEBSTER' S NEWARLD D1 CTI oNaRY, TH RD COLLEGE EDI TI ON.

- 5-
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termsoft, prospective purchasers mght actually “conjure
up an arbitrary connotation of the overall mark SOFTARP.”
Applicant’s appeal brief, p. 5. The Trademark Exam ni ng
Attorney points out that “descriptiveness is considered in
relation to the rel evant goods,” adding that,

[t]he fact that a term may have different
meani ngs in other contexts is not
controlling on the question of
descriptiveness. In re Chopper Industries,
222 USPQ 258 (TTAB 1984); In re Bright-
Crest, Ltd., 204 USPQ 591 (TTAB 1979); In re
Chanpi on I nternational Corp., 183 USPQ 318
(TTAB 1974); TMEP 81209.03(e). G ven that
appl i cant has conceded that “a tarp nmay be
soft,” see Applicant’s Brief at 4, the
descriptiveness of the term*®“soft” in

relation to tarps is apparent.

Trademar k Exam ning Attorney’s brief, unnunbered p. 3.
Appl i cant does, in fact, argue that “softness is not a
defining feature” of its goods:

Nothing in the definition of a tarp as set
forth above suggests that a tarp is or need
be soft. Wile a tarp may be soft,
“softness” is not a defining feature of a
tarp. To the contrary, the Applicant
submts that the many definitions of the
term “softness” require the buyer to use

i magi nation to determ ne any rel ationship
between the term“soft” and the quality or
characteristics of a tarp. The Applicant
respectfully submts that the mark SOFTARP
does not provide a direct nessage about the
quality or characteristics of a tarp

Applicant’s brief, p. 4.
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The Trademark Exam ning Attorney covered that |ine of
argunent by stating:

...Under such logic, however, simlarly
descriptive ternms such as REDTARP or
SMALLTARP woul d not be found descriptive of
red or small tarps, since redness and/or
smal | ness are not necessarily considered
“defining features” of tarps. O course,
such is not the standard — it is well
settled that a termneed not describe all of
t he purposes, functions, characteristics or
features of the goods to be nerely
descriptive. For the purpose of a Section
2(e)(1) analysis, it is sufficient that the
term describe only one attribute of the
goods to be found nerely descriptive. Inre
H UD.DL.E, 216 USPQ 358 (TTAB 1982); In
re MBAssoci ates, 180 USPQ 338 (TTAB 1973);
TMEP 81209.01(b). In the present case, the
term“SOFT” is descriptive of at |east one
quality of applicant’s goods — softness. To
the extent that applicant provides “soft”
tarpaulins (likely, given the “flexible”
identification of applicant’s goods), the
term“soft” nerely describes a feature of
applicant’ s goods.

Trademar k Exam ning Attorney’s brief, unnunbered pp. 3 — 4
(enphasis in the original).

Qur primary review ng Court also nmakes it clear that a
mar Kk need not describe the full scope of the applicant’s
goods in order to be found nerely descriptive. Inre

Oppendahl & Larson LLP, 373 F.3d 1171, 71 USPQR2d 1370,

1371-72 (Fed. G r. 2004). For exanple, to the extent
applicant’s tarpaulin for “covering, lining, or separating”

may have one side that is “snoboth to the touch” (from
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dictionary definition), “soft” would seemto be a salient
feature of such a tarp.

Anot her tenet of trademark law is that when two or
nmore nerely descriptive terns are conbi ned, the
determ nati on of whether the conposite mark al so has a
nmerely descriptive significance turns on the question of
whet her the conbination of terns evokes a new and uni que
comercial inpression. |f each conponent retains its
merely descriptive significance in relation to the goods or
services, the conbination results in a conposite that is

itself merely descriptive. See In re Gould Paper Corp.

834 F.2d 1017, 5 USP@@d 1110, 1112 (Fed. Cir. 1988)
[ SCREENW PE generic for w pes that clean conmputer and

tel evision screens]; In re Tower Tech, Inc., 64 USPQ2d

1314, 1318 (TTAB 2002) [ SMARTTONER nerely descriptive of

comercial and industrial cooling towers]; and In re Sun

M crosystens Inc., 59 USPQ2d 1084, 1087 (TTAB 2001)

[ AGENTBEANS nerely descriptive of conputer prograns for use
i n devel opnent and depl oynent of application prograns].

Here, we agree with the Trademark Exam ning Attorney
that the conbination of the ternms “soft” and “tarp” creates
no doubl e entendre, anmbiguity or uni que commerci al

i npression so as to renove the mark fromthe category of
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being nerely descriptive when used in connection with
flexible tarpaulins. That is, as used in the conmon

parl ance, the conposite phrase i medi ately, and w t hout
conjecture, describes a salient quality or characteristic
of tarps. As noted by the Trademark Exam ning Attorney,
“Ic]learly, a ‘soft tarp’ would consist of a nore pliant
covering, capable of fitting over irregularly-shaped
objects nore easily, while less likely to damage said
objects.” Trademark Exam ning Attorney’s brief, unnunbered
p. 3.

As was al so pointed out by the Trademark Exam ni ng
Attorney, the tel escoped nature of applicant’s mark, as
amended, does not di m nish the overall descriptiveness of
its mark.?

Finally, applicant relies on third-party registrations
that it contends are simlar to its mark, which denonstrate
“a clear and consistent pattern of registrations published
by the Trademark O fice” in support of its contention that

mar ks such as SOFTARP are not nerely descriptive.

3 In light of the evidence that the term*“first tier”
descri bes a class of banks, applicant’s conposite design nark
(shown to the right) was :

refused in the absence of an

appropriate disclainmer. In

. A
re Omha National Corp., 5 _-Id
819 F.2d 1117, 2 USPQRd 1859 | g ’ 'e"

(Fed. Cir. 1987).
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SOFTNET for “knitted pallet wap plastic netting” in
I nternational C ass 22;*

SOFT- for “area enclosure netting” in Internationa
FENCE G ass 22;°

SOFTBAND for “lanyards for holding identification badges
around a person’s neck” in International C ass
22;°

SOFT SIDES for “hammobcks” in International C ass 22;7

SOFT for “polyester stuffing fiber and pol yester
SHAPES fiber batting” in International Cass 22;% and
SOFLIFT for “nylon and pol yester web slings for tow ng
and recovery of vehicles” in Internationa
Cl ass 22.°

However, the Trademark Exam ning Attorney finds
applicant’s reliance on these third-party registrations to
be m spl aced:

In general, third-party registrations are
not concl usive on the question of

4 Reg. No. 1744576 issued on January 5, 1993 claining use
anywhere and use in conmerce since at |least as early as April 24,
1992. Section 8 affidavit (six-year) accepted and Section 15

af fidavit acknow edged; renewed.

° Reg. No. 1472333 issued on January 12, 1988 cl ai mi ng use
anywhere and use in comerce at |least as early as Septenber 1986.
Section 8 affidavit (six-year) accepted and Section 15 affidavit
acknow edged.

6 Reg. No. 2651425 issued on Novenber 19, 2002 claining use
anywhere and use in comrerce at |least as early as Septenber 1997.
! Reg. No. 2806502 issued on January 20, 2004 cl ai m ng use

anywhere at |east as early as July 26, 1992 and use in conmerce
at |least as early as August 17, 1992.

8 Reg. No. 1853677 issued on Septenber 13, 1994 cl ai mi ng use
anywhere and use in conmerce at |east as early as June 1978.
Section 8 affidavit (six-year) accepted and Section 15 affidavit
acknowl edged; renewed.

o Reg. No. 1540562 issued on May 23, 1989 cl ai mi ng use
anywhere and use in comerce at |least as early as April 1, 1988.
Section 8 affidavit (six-year) accepted and Section 15 affidavit
acknow edged.



Seri al

No. 78363723

descriptiveness. The exam ning attorney
nmust consi der each case on its own nerits.
A mark which is nerely descriptive is not
regi strable nmerely because other simlar
mar ks appear on the register. 1Inre

Schol astic Testing Service, Inc., 196 USPQ
517 (TTAB 1977). I ndeed, none of the
referenced third-party registrations include
tarpaulin-type covers. Thus, such
registrations are of no relevance to the
facts at hand.

O course, the fact that third parties registered
mar ks containing the | eading el enent SOFT (or SOF-)
for other unrelated products in International C ass
22, is not persuasive of a different result herein.
Suffice it to say that these registrations are of
little help in determning the registrability of the
mark at issue in this case. W are not convinced that
the instant case (e.g., SOFT plus clearly generic
desi gnation for goods, where “soft” has an obvi ous
meaning) fits into “a clear and consistent pattern”
established by these registrations, as argued by
applicant. As has often been noted by the Board, each
case nust be decided on its own set of facts. None of
t hese marks involved this particul ar conbination of
terms, or these same goods, and thus the facts in
those records (to which we are not privy) would

obviously be different. Moreover, even if the
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situations of these third-party registrations appeared
to be close to the facts of the current case, the
Board is not bound by actions taken by Trademark

Exam ning Attorneys. In re National Novice Hockey

League, Inc. 222 USPQ 638, 641 (TTAB 1984) and In r

Schol astic Testing Service, Inc., 196 USPQ 517, 519

(TTAB 1977). Wiile uniformtreatnment under the
Trademark Act is highly desirable, our task here is to
determ ne, based upon the record before us, whether

applicant’s asserted mark is registrable.

Decision: W find the well-crafted argunents of the
Trademar k Exam ning Attorney to be nobst convincing, and
hence, his refusal to register this mark on the Princi pal
Regi ster based upon Section 2(e)(1) of the Lanham Act is

hereby affirned.



