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Opi nion by Kuhl ke, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register
of the mark EXPERI ENCE RESEARCH DI SClI PLI NE (i n standard
character form) for services recited in the application as
“mutual fund investnent, brokerage and distribution
services; investnent nmanagenent services; investnent
advi sory services; portfolio nmanagenent services; purchase
and sal e of assets and securities for others; fiduciary

representative services; financial valuation of assets and
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securities for others; financial research services;

provi ding financial account and investnment information by
nmeans of a gl obal conmputer network” in International C ass
36.1

In the application, applicant, in response to the
first Ofice action, disclained the exclusive right to use
t he word RESEARCH apart fromthe mark as shown. The
exam ning attorney also required applicant to disclaimthe
word DI SCI PLINE, on the ground that it is nerely
descriptive of applicant’s services. Trademark Act Section
2(e)(1), 15 U.S. C 81052(e)(1). Pursuant to Trademark Act
Section 6, the Trademark Exam ning Attorney has issued a
final refusal of registration pending applicant’s
subm ssi on of such disclainer. 15 U S.C. 8§1056.

Appl i cant has appeal ed and briefs have been fil ed.
Applicant did not request an oral hearing. After carefully
reviewi ng the evidence of record and the argunents nade by
appl i cant and the exam ning attorney, we reverse.

An exami ning attorney may require an applicant to
di scl ai m an unregi strabl e component of a mark otherw se
regi strable. Trademark Act Section 6. Merely descriptive

ternms are unregi strable, Trademark Act Section 2(e)(1l), and

! Application Serial No. 78373988, filed under Section 1(a) of
the Trademark Act, clainming a date of first use and first use in
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therefore are subject to disclainer if the mark is

ot herw se registrable. Failure to conmply with a discl ainer
requi renent is grounds for refusal of registration. See In
re Omha National Corp., 819 F.2d 1117, 2 USPQd 1859 (Fed.
Cr. 1987); In re R chardson Ink Co., 511 F.2d 559, 185
USPQ 46 (C.C.P. A 1975); In re National Presto Industries,
Inc., 197 USPQ 188 (TTAB 1977); In re Pendl eton Too

I ndustries, Inc., 157 USPQ 114 (TTAB 1968).

Atermis deened to be nerely descriptive of goods or
services, wthin the nmeaning of Section 2(e)(1), if it
forthwith conveys an imedi ate i dea of an ingredient,
quality, characteristic, feature, function, purpose or use
of the goods or services. See, e.g., In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. G r. 1987), and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). A termneed not imredi ately convey an idea of each
and every specific feature of the applicant’s goods or
services in order to be considered nerely descriptive; it
i's enough that the term descri bes one significant
attribute, function or property of the goods or services.
See Inre HUDD.L.E, 216 USPQ 358 (TTAB 1982); In re
MBAssoci ates, 180 USPQ 338 (TTAB 1973). On the other hand,

i f i magination, thought or perception is required to reach

commerce on June 1, 2003. 15 U. S. C. 81051(a).
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a conclusion on the nature of the goods or services, the
mark i s suggestive and registrable. See In re Nett
Designs, 236 F.3d 1339, 57 USP2d 1564, 1566 (Fed. G r
2001); and In re Gyulay, 820 F.2d 1216, 3 USP@R@d 1009 (Fed.
Cr. 1987). It has |long been acknow edged that there is a
thin line between terns that are nerely descriptive and
those that are suggestive. See In re Atavio Inc., 25
USP2d 1361 (TTAB 1992).

Whet her a termis nerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used on or in connection with those goods or
services, and the possible significance that the termwould
have to the average purchaser of the goods or services
because of the manner of its use. That a term may have
other neanings in different contexts is not controlling.

In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).

The burden is initially on the PTOto nake a prim
facie showing that the mark or word in question is
descriptive fromthe vantage point of purchasers of
applicant’s services and where doubt exists as to whether a
termis descriptive, such doubt should be resolved in favor

of the application. In re Merrill Lynch, Pierce, Fenner,
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and Smith, Inc., 828 F.2d 1567, 4 USPQd 1141, 1144 (Fed.
Cr. 1987).

I n support of the refusal, the exam ning attorney nade
of record the following dictionary definition of the word
“di scipline”:

2. Controlled behavior resulting from

di sciplinary training; self-control

3. a. Control obtained by enforcing conpliance or

order. b. A systematic nethod to obtain

obedience: a mlitary discipline. c¢. A state of

order based on submi ssion to rules and authority.

The Anerican Heritage Dictionary of the English Language

(3d ed. 1992).

In addition, the exam ning attorney submtted excerpts
of articles fromthe LEXI S/ NEXI S dat abase based on searches
for the phrases “investnent discipline” and “financi al
di scipline,” and the words “investnent discipline” and
“experience research discipline” appearing in the sane
articles. The exam ning attorney argues that the evidence
shows that “others use DI SCIPLINE in the financial and
investnment industries to indicate that it is necessary to
proceed with a systematic plan or nethod in order to
achi eve the objectives. In viewof this record, the term
DI SCI PLINE tells prospective custoners that applicant wll
provi de a systematic approach for its investnent and

financial services.” Brief p. 5. Belowis a
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representative sanple of the excerpts highlighted in the
exam ning attorney’'s brief:

...Fromthat, we undertake in-depth research into
[sic] wde range of areas, including manager
experience and tenure, the | evel of expenses, the
di sci pline of the investnent process, and the
availability to retail investors.

Busi ness Week Online, March 28, 2005;

...We created working groups to focus on
governance, assessing communi cations

ef fectiveness, inproving financial discipline and
t ransparency.

Mergers & Acquisitions, January 14, 2005;

... Saving noney is not about how nuch you earn,
but is the result of financial discipline,
attitude and patience.

The Lebanon Daily News (Pennsylvania), January 9,
2005;

...\ pursue opportunities with integrity and
with rigorous investnment discipline, and our
financial capabilities are unmatched.

Busi ness Wre, January 11, 2005;

... Money managers are generally judged by how
closely they adhere to a consistent investnent
discipline and are carefully nonitored to “style
drift.”

Journal of Accountancy, January 1, 2005.

The exam ning attorney also points to applicant’s
speci nens of use to show “how purchasers are likely to view
the termin relation with the services.” Brief p. 6

Appl i cant’s speci nen of use includes the foll ow ng excerpt:
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“Qur diversified fixed income teamoffers a disciplined

i nvestnment and ri sk nmanagenment process, in-depth sector
expertise, and one of the nost sophisticated research
organi zations in the industry.” The exam ning attorney
argues that fromthe specinen of use it is shown that
“applicant provides a systemthat ‘devel ops and coordi nates
i nvestnment strategy within the framework of the firms

mar ket outl ook and the nutual fund s investnent objective,
restrictions, policies, and benchmark’ to achieve
satisfactory results of its services. Applicant devel ops a
systematic plan or nethod for its custoners to achieve the
financial objectives.” Brief p. 7. The exam ning attorney
concludes that the term DI SCIPLINE is “descriptive because
it conveys a feature of applicant’s services, which is to
provide a system or process of order for successfully [sic]
financial and investnent services.” Brief p. 7.

Finally, the exam ning attorney argues that
applicant’s evidence of third-party registrations that do
not contain a disclainmer for the word DI SCI PLI NE for
simlar services is not “conclusive on the question of
descriptiveness,” noting that each case nmust be consi dered
on its own nerits. Brief p. 7.

In response, applicant argues that the word DI SCI PLI NE

“is a highly abstract word with nunerous neanings in the
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financial or investnent arena” and “[i]n the context of
applicant’s mark EXPERI ENCE RESEARCH DI SCI PLI NE, the term
DI SCI PLI NE does not describe with reasonable specificity a
quality or characteristic of applications services.” 1In
the context of applicant’s services the word “discipline
coul d suggest that applicant purchases and sells assets and
securities in strict accordance with the client’s
directives, or it could suggest that applicant follows its
own principles irrespective of the client’s w shes” or
“that applicant provides conservative investnent advice or
that applicant acts in a thorough, researched manner or
that applicant is particularly careful about controlling
its fees or that applicant adheres closely to |egal rules
and regulations.” Brief p. 5. In support of its position,
applicant submtted printouts of third-party applications
and registrations fromthe USPTO Trademark El ectronic
Search System (TESS) and excerpts of articles retrieved
fromthe LEXI S/NEXI S dat abase based on searches of the

phrases “sound investnent,” “financial experience” and
“invest nent experience.”

As noted above, a termis suggestive if, when applied
to the goods or services, it requires imgination, thought

and perception to reach a conclusion as to the nature of

t he goods or services. In the present case, we find that
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the exam ning attorney has not established that DI SCPLI NE
is nerely descriptive of applicant’s services. W agree
with applicant that the word DI SCI PLI NE al one and as it
appears in the mark is nore of an abstract termand is
suggestive. In re Nett Designs, Inc., supra (a term may
slide along the conti nuum bet ween suggesti veness and
descri ptiveness dependi ng on usage, context, and other
factors that affect the relevant public’ s perception of the
term. The evidence of record fails to show that it
describes a feature, characteristic, etc. of the services
with any degree of particularity, and, in fact, supports
applicant’s position that the termhas a nultitude of

meanings in applicant’s field. See e.g., The Lebanon Daily

News (Pennsylvania), January 9, 2005 (“Saving noney is not

about how nmuch you earn, but is the result of financial
discipline, attitude and patience” inplying reigning in of

costs or to save); Mergers & Acquisitions, January 14, 2005

(“...We created working groups to focus on governance,
assessi ng communi cations effectiveness, inproving financial
di sci pline and transparency” inplying conpliance with

financial regulations); Business Wek Online, March 28,

2005 (“Fromthat, we undertake in-depth research into [sic]
w de range of areas, including manager experience and

tenure, the level of expenses, the discipline of the
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i nvestment process, and the availability to retai
investors” inmplying a conservative or focused investnent

approach); and Journal of Accountancy, January 1, 2005

(“...Mney managers are generally judged by how cl osely
they adhere to a consistent investnent discipline and are
carefully nonitored to “style drift” inplying a specific
type of strategy.)

In view of our finding that the term DI SCI PLINE i s not
merely descriptive of applicant’s services, a disclainer
pursuant to Trademark Act Section 6 is not required.

Decision: The refusal to register based on

applicant’s failure to disclaimDI SCIPLINE is reversed.
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