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Qpi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by Maxi mum Publishing LLC to
regi ster the mark PC BUG DOCTOR (“PC BUG disclained) in
standard character format for “conputer software that fixes
software errors on a conputer.”?!

The trademark exam ning attorney refused registration
pursuant to Section 2(d) of the Trademark Act on the ground

that applicant’s mark, when applied to applicant’s goods,

! Application Serial No. 78375142, filed February 27, 2004,
asserting first use anywhere and first use in conmerce on January
15, 2003.
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so resenbles the previously registered mark PC DOCTOR for
“conputer software for diagnosing conputer hardware
functioning, efficiency, operation and problens” as to be
likely to cause confusion.?

When the refusal to register was nade final, applicant
appeal ed. Applicant and the exam ning attorney filed
briefs. An oral hearing was not requested.

Appl i cant argues that the marks are different,
hi ghlighting the differences in sound and appear ance.
Further, applicant states that the term“PC DOCTOR is
weak. Applicant al so contends that the goods are
different, asserting that the exam ning attorney has not
shown that any entity, except for one |arge corporation,
regularly provides both of the types of software invol ved
herein. Applicant also contends that the trade channels
for its goods and registrant’s goods are different in that
applicant’s software is available as a downl oad fromthe
I nternet whereas registrant’s software may be ordered
online, but is not avail able for downl oading. Further,
applicant clains that its goods, costing $39.99 for the

basi c version, are sold to individual conputer users for

2 Regi stration No. 2140150, issued March 3, 1998 under Section
2(f); conbined Sections 8 and 15 affidavit accepted and
acknow edged.
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their hone conputers, while registrant’s goods, with prices
starting at $499.00, are purchased by manufacturers,

devel opers, support personnel and service personnel
associated with |arge conpanies. In connection with its
weak mark argunment, applicant relies upon two third-party
regi strations.?

The exam ning attorney nmaintains that the marks are
nearly identical, and that the addition of the term “BUG
in applicant’s mark is insufficient to distinguish the mark
PC BUG DOCTOR fromregi strant’s mark PC-DOCTOR. The
exam ning attorney introduced dictionary definitions for
“PC’ and “bug.” The exam ning attorney al so contends that
t he goods are related and, in this connection, submtted
portions of web sites retrieved fromthe Internet,

i ncluding applicant’s and registrant’s, show ng that these
entities offer both software for fixing software probl ens

and software for fixing hardware problens.

3 Applicant also subnitted a listing showing it to be a |eader,
based on nunbers of hits of unique visitors to its web site,
anong Internet web sites. The listing was offered for the first
time in applicant’s appeal brief. The examni ning attorney
objected to the “evidence” as untinmely. The objection is
sustained. Trademark Rule 2.142(d). Accordingly, the listing
has not been considered in our determnation. W hasten to add
that, even if considered, the listing does not conpel a different
result on the nerits.
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Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlInre E |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQR2d 1201
(Fed. Gir. 2003). In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods and/or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also: In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Gir. 1997).

Applicant’s mark PC BUG DOCTOR and regi strant’s mark
PC- DOCTOR | ook and sound alike. The marks are simlarly
constructed in that both begin with PC* and end with DOCTOR
The only material difference between the marks is the
presence of BUGin applicant’s mark. The termBUG in the
context of conputers, neans “a progranm ng error that
causes a software application or conputer systemto perform

erratically, produce incorrect results, or crash

* As shown by the dictionary definition submitted by the
exam ning attorney, the letters PC nean “personal conputer.”
www. net | i ngo. com
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al together.” ww. netlingo.com Gven the descriptiveness

of this termas used in connection with applicant’s goods,
and the fact that it has been disclained, the addition of
BUG in applicant’s mark does not serve to sufficiently
distinguish it fromregistrant’s mark. Canadi an | nperi al
Bank of Commerce v. Wlls Fargo Bank, 811 F.2d 1490, 1
UsP2d 1813 (Fed. G r. 1987) [ COUMCASH and COVMUNI CASH are
simlar in sound, appearance and neaning]. The general
rule is that a subsequent user nmay not appropriate the
entire mark of another and avoid a |ikelihood of confusion
by addi ng descriptive or subordinate matter thereto. See
Al berto-Culver Co. v. Helene Curtis Industries, Inc., 167
USPQ 365, 370 (TTAB 1970). The present case is no
exception. As to neaning, both marks convey the sane
connotation, nanely that the software will fix problens
W th personal conputers. Further, given that doctors treat
“bugs” in a literal sense, both marks engender the sane
overall commercial inpression, that is, the software,
functioning as a “doctor,” will treat a personal conputer
for a “PC bug.”

Further, in finding that the marks are simlar, we
have kept in mnd the recollection of the average purchaser
who normal ly retains a general, rather than specific,

i npression of trademarks. See, e.g., Inre M Serman &
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Conpany, Inc., 223 USPQ 52 (TTAB 1984); and Gastown Inc. of
Del aware v. Gas CGty, Ltd., 187 USPQ 760 (TTAB 1975). The
proper test in determning |likelihood of confusion does not
i nvol ve a side-by-side conparison of the marks, but rather
nmust be based on the overall simlarities and
dissimlarities engendered by the invol ved marKks.

In contending that there is no |ikelihood of
confusion, applicant asserts that the cited mark i s weak,
relying on third-party registrations and a |isting of
third-party Internet addresses conprising, in part,
“pcdoctor” and variations thereof. The two third-party
regi strations of the marks PC/ DOCTOR and ASK DOCTOR PC are
of limted probative value in our |ikelihood of confusion
analysis. As often stated, this evidence does not
establish that the registered marks are in use or that the
public is famliar with them AMF Inc. v. Anerican Leisure
Products, Inc., 474 F.2d 1403, 177 USPQ 268 (CCPA 1973).
The sanme deficiencies exist wth respect to the Internet
addr esses.

We next turn to a conmparison of the goods. In
considering the goods, it is not necessary that they be
i dentical or even conpetitive in nature in order to support
a finding of |ikelihood of confusion. It is sufficient

that the circunstances surrounding their marketing are such
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that they would be likely to be encountered by the sane
persons under circunstances that would give rise, because
of the marks used in connection therewith, to the m staken
belief that the goods originate fromor are in sone way
associated with the sane source. In re International

Tel ephone and Tel egraph Corp., 197 USPQ 910 (TTAB 1978).
The issue of |ikelihood of confusion nust be determ ned on
the basis of the goods as set forth in the application and
the cited registration. Inre Shell Gl Co., 992 F. 2d
1204, 26 USPQ2d 1687, 1690 n. 4 (Fed. Cir. 1993); and
Canadi an I nperial Bank of Conmmerce, N. A v. Wlls Fargo
Bank, supra at 1815-16.

Applicant’s “conputer software that fixes software
errors on a conputer” and registrant’s “conputer software
for diagnosi ng conputer hardware functioning, efficiency,
operation and problens” are comercially related. Both
products are diagnostic software, albeit applicant’s
software deals wth software probl ens whereas registrant’s
software deals wth hardware problens. Although applicant
relies to a great extent on this distinction, the record
suggests that it is insufficient to avoid a |likelihood of
conf usi on.

The exam ning attorney submtted excerpts fromthe

Internet web site of Symantec Corporation showing that this
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third party sells software that addresses both software and
hardware i ssues. Also made of record is Symantec’s

regi stration of SYMANTEC, Registration No. 2205386

covering software for both software and hardware
applications. See Inre Albert Trostel & Sons Co., 29
UsP@d 1783 (TTAB 1993); and In re Miucky Duck Mustard Co.
Inc., 6 USPQ2d 1467 (TTAB 1988) [third-party registrations
that individually cover different itens and that are based
on use in commerce serve to suggest that the |isted goods
are of a type that may emanate froma single source]. In
addition, registrant’s web site indicates that registrant’s
“di agnostic products allow end users to quickly

t roubl eshoot hardware and software problens.” Although
applicant’s web site touts that “PC Bug Doctor will repair

every error on your conputer anytine you need it,” we agree
with applicant that there is nothing in the record to
indicate that any of applicant’s products address conputer
har dwar e probl ens.

Applicant’s attenpts to distinguish the goods on the
bases of trade channels and cl asses of consuners are of no
rel evance. Applicant states that its software costs $40,

i s purchased by individual users, and is available as a

downl oad fromthe Internet; registrant’s software, on the

ot her hand, costs approxi mately $500, is purchased by
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manuf acturers and devel opers associated with | arge
conpani es, and is not available by downl oad. The probl em
with these distinctions is, of course, that neither the
cited registration nor the involved application include any
such limtations. In re Elbaum 211 USPQ 639, 640 (TTAB
1981)[“[Where the goods in a cited registration are
broadly described and there are no limtations in the
identifications of goods as to their nature, type, channels
of trade or classes of purchasers, it is presuned that the
scope of the registration enconpasses all goods of the
nature and type described, that the identified goods nove
in all channels of trade that would be normal for such
goods, and that the goods woul d be purchased by al
potential custonmers.”]. Thus, we nust presune that the
goods nove through all reasonable trade channels to al
customary purchasers. As identified in the cited
regi stration and involved application, there is an overl ap
in trade channel s and purchasers.

The simlarities between the marks and the goods, and
the simlarities in trade channels and purchasers, favor a
finding of Iikelihood of confusion. W conclude that
purchasers famliar with registrant’s conputer software for
di agnosi ng conput er hardware functioning, efficiency,

operation and problens sold under its mark PC DOCTOR woul d
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be likely to believe, upon encountering applicant’s PC BUG
DOCTOR mark for conputer software that fixes software
errors on a conputer, that the goods originate fromor are
sonehow associ ated with or sponsored by the sane entity.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about |ikelihood of confusion, that
doubt is required to be resolved in favor of the prior
registrant. 1In re Hyper Shoppes (Chio), Inc., supra; and
In re Martin s Fanous Pastry Shoppe, Inc., 748 F.2d 1565,
223 USPQ 1289 (Fed. CGir. 1984).

Decision: The refusal to register is affirned.

10



