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Qpi nion by Hairston, Adm nistrative Trademark Judge:

| shman Ware has appeal ed fromthe final refusal of the
trademark exam ning attorney to register DOMN I N SOUTHERN
COWORT as a trademark for goods ultinmately identified as
“men’s, wonen’s and children’s wearing apparel, nanely,
t-shirts, head gear, foot gear, shirts, pants, dresses,

bl ouses, skirts, sport jackets, sport pants.”?

! Application Serial No. 78389002, filed March 23, 2004, based on
a bona fide intention to use the mark i n comer ce.
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Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U. S.C. 81052(d), on the ground that
applicant’s mark so resenbles the foll ow ng four nmarks,
regi strations of which are owned by the sane entity for the
identified goods, that if used on applicant’s identified
goods, it is likely to cause confusion or mstake or to
decei ve.

SOUTHERN COVFORT (standard character form for

“clothing, nanely, shirts, shorts, caps, scarves,

j ackets, coats, sweatshirts, hats, bandanas,

sweaters, and ski gloves.” Registration No.

2,334,067 issued March 28, 2000; Section 8

af fidavit accepted; Section 15 affidavit
recei ved.

L EETARLINHED il Ty .o |

for “footwear, headgear; nanely, caps, hats,
headbands, vi sors, bandannas; cl othing; nanely,
aprons, sleeve quarters, t-shirts, golf shirts,
basebal | shirts, polo shirts, shirts, tops, tank
tops, sweatshirts, sweatpants, jogging suits,
pants, jackets, coats, belts, neckties, neckwear,
scarves, suspenders, braces, |eather jackets.”
Regi stration No. 2,650,492 issued Novenber 12,
2002. The words “ESTABLI SHED 1874” appear above
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SOUTHERN COVFORT and have been discl ai ned apart
fromthe mark as shown.

SOUTHERY
OMFORT

for “footwear, headgear; nanely, caps, hats,
headbands, visors, bandannas; clothing; nanely,
aprons, sleeve quarters, t-shirts, golf shirts,
basebal | shirts, polo shirts, shirts, tops, tank
tops, sweatshirts, sweatpants, jogging suits,
pants, jackets, coats, belts, neckties, neckwear,
scarves, suspenders, braces, |eather jackets.”
Regi stration No. 2,670,044 issued Decenber 31,
2002.

for “footwear, headgear; nanely, caps, hats,
headbands, visors, bandannas; cl othing; nanely,
aprons, sleeve quarters, t-shirts, golf shirts,
basebal | shirts, polo shirts, shirts, tops, tank
tops, sweatshirts, sweatpants, jogging suits,
pants, jackets, coats, belts, neckties, neckwear,
scarves, suspenders, braces, |eather jackets.”
Regi stration No. 2,775,057 issued Cctober 21,
2003. The words REG U.S. PAT. OFF. appear
beneat h SOUTHERN COVFORT.
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The appeal has been fully briefed, but an oral hearing
was not requested.

Initially, we sustain the exam ning attorney’s
objection to the evidentiary materials applicant submtted
for the first time with his brief. Those materials (which
consi st of copies of purported third-party registrations
for marks which include the term SOUTHERN COVFORT and
Internet printouts wherein the term “Southern Confort”
appear) are untinely under Trademark Rule 2.142(d), and we
have given them no consideration.? Likew se, we have given
no consideration to the nere listing of purported third-
party registrations and applications for marks which
i nclude the term SOUTHERN COMFORT that applicant set forth
in his response to the first Ofice action. As the
exam ning attorney correctly observed in his second and
final Ofice action, a nere listing of third-party
regi strations and applications is not the way to nake such
regi strations and applications of record. See Wyerhauser
Co. v. Katz, 24 USPQRd 1230 (TTAB 1992); In re Hub
Distributing, Inc., 218 USPQ 284 (TTAB 1983); In re

Duofold, Inc., 184 USPQ 638 (TTAB 1974).

2 W should add that, even if this evidence had been properly
before us, the decision in this case would be the sane.



Ser No. 78389002

We turn then to the issue of Iikelihood of confusion.
Qur determ nation of this issue is based on an anal ysis of
all of the probative facts in evidence that are relevant to
the factors set forth inlInre E. |. duPont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Majestic Distilling Conpany, Inc., 315 F.3d 1311, 65
UsP@d 1201 (Fed. Gr. 2003). 1In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. See Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976). See also, In re Dixie Restaurants Inc., 105 F. 3d
1405, 41 USPQ2d 1531 (Fed. Cir. 1997).

Turning first to a consideration of the respective
goods, it is clear that applicant’s clothing itens are
identical in part (e.g. shirts, pants and headgear) and are
otherwi se closely related to the clothing itens in
registrant’s registrations. Suffice it to say that both
applicant’s and registrant’s kinds of wearing apparel would
be sold to the same classes of purchasers, nanely, the
general public, through the sanme trade channels such as
clothing stores, departnent stores, and nmass nerchandi sers.

Appl i cant does not dispute this, but concentrates the
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argunents in his appeal brief on asserted differences in
t he marks.

Applicant contends that the exam ning attorney has
failed to analyze the marks in their entireties. Applicant
argues as foll ows:

Applicant’s mark is “DOM I N SOUTHERN COVFORT,;
[and] as such the mark must be reviewed for

i kel i hood of confusion as a whol e and shoul d not
be broken into conmponent parts to reach a
conclusion of confusingly simlarity. Mrks tend
to be perceived in their entireties and al
conponents thereof nust be given weight. Here,
the applicant’s mark contains the term “DOM | N
whi ch provides a different overall comerci al

i npression. As defined by the Wbster
dictionary, the term “DOM’ have (sic) severa

di fferent meani ngs whi ch provide different
suggestive terns to the consuner. The term
“DOWN, ” can nean the novenent of position toward
a lower level or ground. Secondly, “DOM' can
mean soft fluffy feathers or covering of soft
hairs. Thirdly, “DOM can nmean grassy treel ess
hills. Thus, if all of the conponents of the
applicant’s mark is [sic] taken as a whol e the
public would have a different commrercial neanings
[sic]. (citations omtted).

(Brief at p. 3).

Applicant also asserts that the exam ning attorney
failed to take into account the evidence it presented to
show that the term SOUTHERN COMFORT is weak, and as such,
registrant’s marks are entitled to only a narrow scope of
protection.

Wth respect to the marks, we nust determ ne whet her

applicant’s mark and regi strant’s marks, when conpared in
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their entireties, are simlar or dissimlar in terns of
sound, appearance, connotation and commerci al i npression.
Al t hough the marks nust be considered in their entireties,
it is well-settled that one feature of a mark nay be nore
significant than another, and it is not inproper to give
nore weight to this domnant feature in determning the
commercial inpression created by the mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985). Furthernore, the test is not whether the marks can
be di stingui shed when subjected to a side-by-side
conparison, but rather whether the marks are sufficiently
simlar in terns of their commercial inpression that
confusion as to the source of the goods and/or services

of fered under the respective marks is likely to result.
The focus is on the recollection of the average purchaser,
who normal ly retains a general rather than a specific

i npression of trademarks. See Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106 (TTAB 1975). Finally, “when marks
woul d appear on virtually identical goods or services, the
degree of simlarity necessary to support a conclusion of
i kely conclusion declines.” Century 21 Real Estate Corp.
v. Century Life of America, 970 F.2d 864, 23 USPQ2d 1698,

1700 (Fed. Gir. 1992).
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Consi dering, therefore, the marks at issue, we concur
with the exam ning attorney that when considered in their
entireties, each of the registered marks is simlar to
applicant’s mark in sound, appearance, connotation and
comercial inpression. Specifically, due to the shared
t erm SOUTHERN COMFORT, which fornms the dom nant el ement of
applicant’s mark and each of registrant’s marks (for the
reasons di scussed below), the respective marks are simlar
i n sound, appearance, connotation and conmerci al
i mpr essi on.

Wth respect to applicant’s mark DOAN | N SOUTHERN
COVFORT, this mark is dom nated by the term SOUTHERN
COMFORT which is nodified by the phrase DOAWN IN. Thus, it
is the term SOUTHERN COVFORT that is entitled to nore
wei ght in our |ikelihood of confusion analysis.

I nsofar as registrant’s marks are concerned, one of
registrant’s marks i s SOUTHERN COVFORT in standard
character form and another is SOUTHERN COVFORT in stylized
letters. Applicant has added the phrase DOM IN to
SOUTHERN COMFCRT. Thi s additional phrase does not serve to
di stinguish the marks in ternms of sound or appearance.
Furt her, because applicant has applied for its mark in
standard character form this neans that a registration

woul d not be limted to a particular style of lettering.
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If a registration were to issue for applicant’s mark, the
protection to be accorded it would include stylization
simlar to the registered mark SOUTHERN COMFORT in stylized
letters.

Regi strant’s other two marks are SOUTHERN COMFORT —
ESTABLI SHED 1874 and a design el enent consisting of a
pl antation-style hone situated al ong water, a steanboat,
and persons riding in a horse-drawn buggy wthin an oval,
and SOUTHERN COMFORT - REG U.S. PAT. OFF. with the sane
design elenent. Although the design elenment in both of the
marks is clearly noticeable, it does not serve to
di stingui sh these marks in sound or appearance. The design
el ement evokes a southern setting and thus reinforces the
term SOUTHERN COMFCORT. Further, it is the term SOUTHERN
COVWFORT that is the dom nant portion of these nmarks because
it would be used by purchasers to call for registrant’s
goods. Thus, it would nake a greater inpression on
purchasers and it is the portion that is nore |likely to be
remenbered. See In re Appetitio Provisions Co., 3 USPQd
1553 (TTAB 1987). Further, the wording “ESTABLI SHED 1874
and “REG U. S. PAT. OFF.” in registrant’s marks is clearly
subordinate matter with no source-indicating significance.
Agai n, because applicant has applied for its mark in

standard character form this neans that a registration
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would not be limted to a particular style of lettering.
If a registration were to issue for applicant’s mark, the
protection to be accorded it would include stylization
simlar to the term SOUTHERN COVFCORT in registrant’s marks.
| nsof ar as connotation is concerned, the term SOUTHERN
COVFORT in applicant’s mark and each of the four registered
mar ks suggests a southern state of ease or well-being.
Contrary to applicant’s contention, the additional phrase
DOMN I N does not change this connotation. Overall, given
the noted simlarities in sound, appearance and
connotation, the respective marks, when used on cl ot hing,
engender a substantially simlar comercial inpression.
Consuners of clothing who are famliar with any of
regi strant’s SOUTHERN COMFORT marks are likely to believe
that applicant’s DOM I N SOUTHERN COVFORT clothing is a new
or additional line of clothing fromthe sane source as the
line of clothing marketed under the SOUTHERN COMFORT narks.
Finally, applicant contends that nmarks consisting of
or containi ng SOUTHERN COMFORT are weak marks which are
entitled to only a limted scope of protection.
Specifically, applicant maintains that the term SOUTHERN
COVFORT, as applied to clothing, is so frequently used in
trade nanes and marks for such goods that no one party may

cl aimexclusive rights to SOUTHERN COVFORT on cl ot hi ng.

10
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For the reasons discussed infra, we have given no

consideration to the evidence submtted by applicant with
his brief in support of his contention in this regard. The
evi dence properly of record consists of the results of a

search of the website www swi tchboard. com f or busi nesses

wi th nanmes that include “Southern Confort;” and a copy of a
page from a Houston, Texas tel ephone directory listing
busi nesses with nanes that include “Southern Confort.” As
to such evidence, the examning attorney correctly points
out the search results show “use of the term* Southern
Confort’ with businesses unrelated to the apparel industry”
and the tel ephone directory “lists housecl eani ng, heating
and air conditioning, realty/nortgage and security
busi nesses. The two remai ni ng busi ness entries consist of
addresses with no indication of field of endeavor of the
busi nesses.” (Exam ning attorney’s brief, page 5.)

In short, this evidence does not denonstrate that the
t erm SOUTHERN COMFORT has been so frequently incorporated
into marks for clothing that the registered marks are
entitled to only a limted scope of protection.

Accordi ngly, we conclude that purchasers and
prospective custoners, famliar with the regi stered nmarks
SOUTHERN COVFORT in standard character form in stylized

letters and with the design elenent for clothing itens,

11
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woul d be likely to believe, upon encountering the
substantially simlar mark DOAN | N SOUTHERN COVFORT f or
applicant’s clothing itens, that such identical and
otherwi se closely related clothing itens emanate from or
are associated with or sponsored by the sane source.

Deci sion: The refusal under Section 2(d) is affirned.
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