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In re Pair of Oaks, Inc.

Serial No. 78398313

Matt hew T. Wel ker of White-Wel ker & Wel ker, LLC for Pair of QOaks,
I nc.

Fred Mandir, Trademark Exam ning Attorney, Law Ofice 105 (Thomas
G Howel |, Managi ng Attorney).

Before Hohein, Walters and Kuhl ke, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Pair of Oaks, Inc. has filed an application to register
on the Principal Register the mark "Bl G CH EF MOTORSPORTS, " in

standard character formin the manner shown bel ow,

Big Chief
Motorsports

for "nmotorized scooters and ATVs" in International Cass 12.°

' Ser. No. 78398313, filed on April 7, 2004, which is based on an

all egation of a date of first use anywhere of Decenber 1, 2003 and a
date of first use in conmerce of March 1, 2004. The term
"MOTORSPORTS" is disclained.
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that
applicant's mark, when applied to its goods, so resenbles the
mark "BI G CH EF," which is registered on the Principal Register
in standard character formfor "engine parts, nanely, cylinder
heads for high performance notor vehicles" in International Cd ass
7,7 as to be likely to cause confusion, or to cause mi stake, or
t o decei ve.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |I. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Federat ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion
anal ysis, two key considerations are the simlarity or
dissimlarity in the goods or services at issue and the
simlarity or dissimlarity of the respective marks in their

entireties.?®

? Reg. No. 2,793,526, issued on Decenber 16, 2003, which sets forth a
date of first use anywhere and in commerce of May 9, 1990.

° The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods [or services] and differences
in the marks." 192 USPQ at 29.
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Turning first to consideration of the respective goods,
applicant contends in its brief that because its goods "are
notori zed scooters and ATVs, while the cited registration, in a
different International Cass, is limted to a cylinder head for
a notor vehicle,"” the differences in such goods "cause the
products for both Applicant and the registered mark to travel and
be advertised in different trade channels.” Applicant also
asserts that "because of the expense of the products ...,
consuners invest significant anounts of time in research before
purchasing either [applicant's or registrant's] good[s]."

Applicant, in particular, stresses that "the cited
regi stration covers 'engine parts, nanely cylinder heads for high
performance notor vehicles' in International Cass 007" and thus
"is limted to cylinder heads for notor vehicles, specifically
not scooters or ATVs, while Applicant's goods and rel ated engi ne
parts are specifically limted to and related to scooters and
ATVs" (underlining in original). Wile acknow edging that it
"has been consistently found by this Board that manufacturers of
vehi cl es al so produce accessories and attachnents for these goods
and market them under the same mark, which may | ead to confusion
by the average person,” citing In re General Mtors Corp., 23
USP2d 1465, 1468-69 (TTAB 1992), applicant argues that:

In the present case, Applicant sells

not ori zed scooters and ATVs, which are not

rel ated and do not share conponents wth

nmotor vehicles. More specifically, if

Applicant was to sell a high performance

cylinder head for a notorized scooter or ATV,

it would not fit or be marketed in the sane
channel s as a high performance cylinder head
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for a notorized vehicle, such as a car or
truck.

Al t hough applicant fails to explain why it apparently considers
its notorized scooters and ATVs not to be notor vehicles when it
is plain that such goods are indeed notor vehicles, applicant
contends that the "clear differences" between its goods and those
of registrant, as well as the differences in their respective
channel s of distribution, "reduce the |ikelihood of confusion
bet ween the marks."

Applicant, in this regard, enphasizes that (underlining
in original):

The target audi ences and channel s of
trade for the respective goods ... are
different. Applicant's notorized scooters
and ATVs are sold directly or through a
distributor and are targeted at those with an
interest in fuel econony transportation,
short distance travel or off-road
exploration, farmwork, or assistance in
nmovi ng things over terrain inaccessible by a
not or vehicle. Applicant's notorized
scooters and ATVs are not advertised or
pronoted in trade journals or magazi nes for
hi gh performance notor vehicles or parts and
accessory catal ogs for high perfornmance notor
vehi cl es.

Conversely, the products of the cited
registration are offered for sale directly
t hrough distributors of parts for high
performance notor vehicles such as drag
racecars, asphalt and dirt track oval
racecars, and off-road racecars. -
Regi strant may or may not provide nodified
cylinder heads for a notorized scooter or
ATV. Regardl ess, any presunption that
Registrant's ... [goods] include selling
conplete notorized scooters or ATVs woul d be
in error, as these products are not normally
associ ated with high performance notori zed
vehi cl e cylinder heads.
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factor of the sophistication of custoners for the respective

goods serves to preclude any |likelihood of confusion in that:
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The goods ... of the Applicant and
Regi strant are marketed under conpletely
different circunstances and to different
consuners, thereby mnimzing the |ikelihood
of confusion, and it is highly unlikely that
a purchaser woul d assune that these goods ..
have a common origin. The goods associ ated
with BI G CH EF MOTORSPORTS are not desi gned
to be used in high performance notor vehicles
and are not conparable to or interchangeable
with those of the Registrant. Applicant's
goods are not high perfornmance equi pnent, but
smal | er, | ower occupancy notorized
transportation device such as scooters and
ATVs.

Furthernore, applicant argues that the related du Pont

Even assum ng, arguendo, that the
channel s of trade for the goods ... overlap
in sone instances, it is reasonable to assune
t hat ordinary consunmers of Registrant's
cyl i nder heads, a specialized manipul ati on of
an OEM design or all-out specialized product,
w Il investigate before nmaking a purchase
based on factors such as the intended
pur pose, function, reputation, and
inmportantly the source, of the ... [goods].
The purchase of specialized cylinder heads
and hi gh performance engine building in
particul ar, which often includes the purchase
of expensive equi pnent that typically nust be
machi ne[d]-to-fit exactly, represents a
significant investnent of time and expense to
study the avail able providers for one's field
of interest or type of performance engine,
and eval uate the product's expertise and
useful ness before making an inforned
pur chasi ng deci si on.

Wil e a purchaser of a notorized scooter
or ATV, like the purchaser of an autonobil e,
receives a conplete itemand not a
speci al i zed conponent, a purchaser of a high-
performance cylinder head typically spends a
significant anmount of tinme conparing nodel s
and invests significant tine, expense, and
energy into evaluating different nodels
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(specifications), manufacturers (history of
quality, location), and distributors (price
and after-purchase service and mai nt enance)
bef ore maki ng an i nforned purchase.

Both sets of consuners will carefully
del i berate and reflect before making
pur chases based on factors such as the
i ntended purpose, function, and the
reputation of the manufacturer of the goods.
Therefore, while it is possible that soneone
may note the simlarities anong the marks
t hensel ves, purchasers of either Applicant's
nmotori zed scooters and ATVs or Registrant's
hi gh performance notorized vehicle cylinder
heads woul d be able to discern that these

goods ... are unrelated. It is not likely
that rel evant consuners woul d be confused by
t he marks.

The Exam ning Attorney, on the other hand, has
presented sufficient evidence to establish that, as respectively
set forth in the application and cited registration, the goods at
issue are commercially related. As he correctly notes in his
brief, the respective goods need not be identical or directly
conpetitive in order for there to be a likelihood of confusion.
Instead, it is sufficient that the respective goods are rel ated
in sone manner and/or that the circunstances surrounding their
mar keting are such that they would be likely to be encountered by
t he sane persons under situations that would give rise, because
of the marks enployed in connection therewith, to the m staken
belief that they originate fromor are in sone way associ ated
with the sane producer or provider. See, e.49., Inre Martin's
Fanous Pastry Shoppe, Inc., 748 F.2d 156, 223 USPQ 1289, 1290
(Fed. GCr. 1984); Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ
590, 595-96 (TTAB 1978); and In re International Tel ephone &

Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978). Moreover, it is
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wel|l settled that the issue of |ikelihood of confusion nust be
determ ned on the basis of the goods as they are set forth in the
application and the cited registration, and not in |ight of what
such goods may actually be. See, e.g., Octocom Systens Inc. v.
Houst on Conputer Services Inc., 918 F.2d 937, 16 USPQRd 1783,
1787 (Fed. Cir. 1990); Canadi an Inperial Bank of Comrerce, N. A
v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1815-16 (Fed.
Cr. 1987); CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198, 199
(Fed. Cir. 1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ
937, 940 (Fed. Gir. 1983); and Paul a Payne Products Co. V.
Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA
1973) . *

Here, as the Exam ning Attorney observes in his brief,
the cited registrant's goods are identified as "engine parts,
namel y, cylinder heads for high performnce notor vehicles.™

Pointing out, in addition, that The Anerican Heritage Dictionary

of the English Language (3rd ed. 1992) defines "vehicle" in

rel evant part as "[a] self-propelled conveyance that runs on

tires; a nmotor vehicle" and lists "all-terrain vehicle" as

“ To the extent, furthernore, that applicant is arguing that confusion
is unlikely because the goods at issue are in different classes,
suffice it to say that the purpose of the United States Patent and
Trademark Ofice in using the classification systemis for

adm ni strative conveni ence rather than as an indication of whether
goods are related or not. See, e.qg., Jean Patou Inc. v. Theon Inc., 9
F.3d 1171, 29 USPQ2d 1771, 1774 (Fed. G r. 1993); National Foot bal
League v. Jasper Alliance Corp., 16 USPQ@d 1212, 1216 n.5 (TTAB 1990);
and In re Leon Shaffer Gol nick Advertising, Inc., 185 USPQ 242, 242
n.2 (TTAB 1974). The fact, therefore, that applicant's goods and
those of the cited registrant are classified in different classes is
not an indication that the respective goods are unrel ated; instead,
such fact is sinply immterial in determning the issue of I|ikelihood
of confusion. See, e.qg., Inre day, 154 USPQ 620, 621 (TTAB 1967)
and cases cited therein.
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"[a] bbr. ATV A small, open notor vehicle having one seat and
three or nore wheels fitted with large tires. It is designed
chiefly for recreational use over roadless, rugged terrain,"® he
properly notes that (enphasis in original):

The term "notor vehicles" is a broad term
that includes "notorized scooters and ATVs."
Since "notorized scooters and ATVs" are notor
vehi cl es, the scope of registrant's goods
enconpasses "engi ne parts, nanely, cylinder
heads for high performance notori zed scooters
and ATVs."

Applicant's goods are identified as
"notorized scooters and ATVs." The scope of
applicant's goods enconpasses high
performance notorized scooters and ATVs. See
attached to the 4/21/05 Ofice action, the
Googl e search evidence referencing the high
performance ATV market and show ng conpani es
mar ket i ng hi gh performance scooters and ATVs.

Therefore a proper anal ysis under
Trademar k Act Section 2(d) for the present
case woul d include conparing "engi ne parts,
nanmel y, cylinder heads for high performance
notori zed scooters and ATVsS" to "high
performance notorized scooters and ATVs."

As support for his position, the Exam ning Attorney
mai ntains that the record contains "copies of several third-party
regi strations which show that others have applied the sanme mark

to goods that are closely related to, or identical to,

5

| nasmuch as the Board nmay properly take judicial notice of dictionary
definitions, the Exam ning Attorney's request in his brief that
judicial notice be taken of such definitions is granted. See, e.q.
Hancock v. American Steel & Wre Co. of New Jersey, 203 F.2d 737, 97
USPQ 330, 332 (CCPA 1953); University of Notre Dane du Lac v. J. C
Gourmet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’d,
703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); and Marcal Paper MIIs,
Inc. v. Anerican Can Co., 212 USPQ 852, 860 n.7 (TTAB 1981).
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applicant's goods and the registrant's goods” (enphasis in
original). The two nost pertinent of such registrations, which
are each based upon use in commerce, show that in one instance, a
mark is registered for "engine cylinder heads"” in International
Class 7, on the one hand, and "all terrain vehicles ... [and]
scooters” in International Cass 12, on the other hand, while in
the other instance, a mark is simlarly registered for "[p]arts
for motors and engines for use in ... ATVs, nanmely, ... engine
heads" in International Class 7 as well as "ATVs" in
International Class 12. It is settled that while use-based
third-party registrations are not proof that the different marks
shown therein are in use or that the public is famliar with
them it nevertheless is the case that such registrations have
sone probative value in that they serve to suggest that the
various goods listed therein are of the kinds which may emanate
froma single source. See, e.qg., Inre Infinity Broadcasting
Corp. of Dallas, 60 USPQd 1214, 1217-18 (TTAB 2001); In re

Al bert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993);
and In re Mucky Duck Mustard Co. Inc., 6 USPQd 1467, 1470 at n.6
(TTAB 1988), aff’d as not citable precedent, No. 88-1444 (Fed.
Gir. Nov. 14, 1988).

More inportantly, the Exam ning Attorney, as indicated
previ ously, has also made of record in support of his position
excerpts fromvarious websites on the Internet showi ng that there
are in fact categories of notorized scooters and ATVs which are
known as "high performance” products. Specifically, an excerpt

on "Gas Scooter" fromthe "TrendTi nes. cont website refers to the
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"Bl adez scooter Mby XL COW 40cc" nodel as "sinply the ultinmate
anyone can aspire to own in the category of a high performance
gas scooter,” while an excerpt advertising "Mtorized Scooters"”
at the website "ww speedysat.conm fast_gas_scooters.htm " states
that "[i]f you're |looking for a high performance scooter with
speed and endurance, then a fast gas scooter is your ideal
choice. Fast gas scooters are simlar to electric scooters in
appearance, but are powered by a gas tank that fuels either a
two- stroke or four-stroke engine rather than electricity"
(enmphasi s added).

Li kew se, a review of the YAMAHA 2001 660R Raptor" ATV
in the website of "ATV Connection Magazi ne" contains the
foll owi ng references to "hi gh-performance ATV(s)" (enphasis
added):

The consistent |eader in the sport and

hi gh- performance ATV market, Yanaha has

announced the latest edition to its sport ATV

i neup, the 660 Raptor. The energence of the

new 660 Raptor brings Yamaha's total

Sport/ Hi gh-Performance ATV famly to five

nodel s strong. :

Everyt hi ng about the 660 Raptor
denonstrates why it is a predator w thout

equal . Yamaha began devel oping this beast to
create the ultimte high-perfornmance ATV.

Wth a narrow chassis and 660CC 5-val ve
SOHC engi ne, the 660R Raptor ups the ante
rewarding the rider with a feature not found
on ot her high-performnce ATVs: reverse.

To enhance the riding pleasure, the 660R
Raptor features electric start, a feature
uncomon on hi gh-performance ATVs.

10
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Power and handling may be the nobst
i nportant el ements on a hi gh-performance ATV,
but Yamaha engi neers did not overl ook the
i nportance of keeping weight to a m ni num

To the sane effect, the "HONDA MEDI A NEWSROOM' website, in
recounting the "Honda ATV Moddel History Tineline, 1970-Present,”
states anong other things that (enphasis added):

1986 Four Trax 250R ( TRX250R)

Honda's introduces the definitive high-
performance ATV in the FourTrax 250R
Equi pped with a |iquid-cool ed count erbal anced
t wo- stroke single-cylinder engine, ... the
328-pound 250R i s designed for expert riders
seeking the ultimate sport/conpetition ATV.

1999 Four Trax 400EX ( TRX400EX)

Honda's first high-performance ATV in
nmore than a decade i medi ately awakens the
sl eepi ng ATV sport industry.

Simlarly, an excerpt of the product review entitled "KAWASAK
| NTRODUCES KFX400 SPORT MODEL ATV, " which appeared on the "ATV
SOURCE" website, indicates that such "400cc hi gh performance ATV
fills inmportant slot for Kawasaki brand of fun" (enphasis added)
in that:
Kawasaki Mtors Corp., U S. A has re-
entered the ultra-high-performnce all -
terrain vehicle (ATV) market with an all-new
sport nodel for 20083.
For sport ATV enthusiasts who fondly
remenber the Kawasaki Tecare® of 1988, the
all -new KFX400 will generate excitenent with

its conpetition styling, lithe chassis and
hi gh- per f ormance engi ne.

The KFX400 is Kawasaki's new ultra-high-
per formance sport-nodel ATV.

11
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Ci rcunstances are thus such that purchasers and
prospective custoners for high performance scooters and high
performance ATVs woul d consi der engine parts for those goods,

i ncludi ng, cylinder heads, to be comercially related products
which, in view of the specialized nature of the respective goods,
woul d likely be available in the sane channels of trade, nanely,
deal erships in scooters and/or ATVs. Moreover, while the
respecti ve goods, as applicant contends, would on account of
their nature be sold primarily, if not exclusively, to careful
and discrimnating purchasers, it is still the case, as the
Exam ning Attorney also points out in his brief, that it is well
established that the fact that purchasers are know edgeabl e and
sophisticated in their choice of goods "does not necessarily
preclude their m staking one trademark for another” or that they
otherwi se are entirely immune from confusion as to source or
sponsorship. Wncharger Corp. v. Rinco, Inc., 297 F.2d 261, 132
USPQ 289, 292 (CCPA 1962). See also In re Research & Trading
Corp., 793 F.2d 1276, 230 USPQ 49, 50 (Fed. Cir. 1986); Inre
Deconbe, 9 USPQ 1812, 1814-15 (TTAB 1988); In re Pellerin M| nor
Corp., 221 USPQ 558, 560 (TTAB 1983); and TMVEP §1207.01(d)(vii).
| f such products consequently were to be sold under the sane or
simlar marks, confusion as to the source or sponsorship thereof
woul d be likely to occur.

Turning, therefore, to consideration of the nmarks at
i ssue, applicant asserts inits brief that its "Bl G CH EF

MOTORSPORTS" mark and the cited registrant's "BIG CH EF' mark

12
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"are conpletely different terns that convey conpletely different
meani ngs" due to the inclusion in its mark of the term
"MOTORSPORTS. " Specifically, applicant maintains that "the mark
"BIG CH EF refers to a sole product, that being a cylinder head
for a notor vehicle, while [the mark] 'BlI G CH EF MOTORSPORTS
refers to multiple, different products, being scooters and ATVs."
Wiile additionally noting that, during the prosecution of its
application, the Exam ning Attorney cited and later withdrew a
registration by a third-party involving the mark "CH EF" for

n6

"not orcycl es, appl i cant contends that because marks nust be
considered in their entireties, "there is no rule that confusion
is automatically likely if a junior user has a mark that contains
in part the whole of another's mark," citing in support of such
proposition the foll ow ng cases:

Col gate-Pal nolive Co. v. Carter Wall ace,

Inc., 432 F.2d 1400, 167 U.S. P.Q 529

(C.C.P.A 1970) (PEAK PERI OD not confusingly

simlar to PEAK); Lever Bros. Co. V.

Bar col ene Co., 463 F.2d 1107, 174 U.S.P.Q

392 (C.C.P. A 1972) (ALL CLEAR not

confusingly simlar to ALL); [and] In re

Ferrero, 479 F.2d 1395, 178 U.S.P.Q 167

(C.C.P.A 1973) (TIC TAC not confusingly

simlar to TIC TAC TOE)

The Exam ni ng Attorney, however, argues in his brief
that overall the nmarks at issue are so substantially simlar that
t heir contenporaneous use in connection with the respective goods
woul d be likely to cause confusion as to the origin or

affiliation thereof. Cting the dictionary definition, which he

°® Reg. No. 2,388,763, issued on Septenber 19, 2000, which sets forth a
date of first use anywhere and in commerce of June 1, 1999.

13
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made of record fromthe "infoplease" website, of "notorsports” as
nmeani ng "conpetitions, esp. races, involving notor vehicles, as
aut onobi | es, notorboats, or nmotorcycles,” the Exam ning Attorney
properly observes in his brief that:

In conparing the respective marks, "Big
Chi ef MotorSports” and "BIG CH EF," it is
apparent that the domnant ternms in both
marks are the virtually identical wording
"Big Chief" and "BIG CH EF." Applicant's
mark al so contains the nerely descriptive
wor di ng " Mot or Sports” which has been
di scl ai mred by applicant. Disclainmed matter
is typically less significant ... when
conparing marks. Although a disclai ned
portion of a mark certainly cannot be
i gnored, and the marks nust be conpared in
their entireties, one feature of a mark may
be nore significant in creating a commerci al
i npression. See Hew ett-Packard Co. v.
Packard Press Inc., 281 F.3d 1261, 62 USPQd
1001 (Fed. Cr. 2002).

Applicant argues ... that the respective
mar ks are conpletely different terns that
convey conpletely different neanings.
However, consuners woul d reasonably believe
that the respective marks, "Big Chief
Mot or Sports” and "BI G CH EF' as applied to
rel ated products[,] are two marks owned by
the sane entity. The sane woul d be true,
e.g., if the marks HONDA and HONDA
Mot or Sports were applied to rel ated goods.
The mere addition of a [nerely descriptive]
termto a registered mark does not obviate
the simlarity between the marks nor does it
overconme a likelihood of confusion under

Section 2(d). In re Chatam International
Inc., 380 F.3d 1340, 71 USPQ2d 1944 (Fed.
Cir. 2004).

We agree with the Exam ning Attorney that, when viewed
intheir entireties, the presence of the nerely descriptive term
"MOTORSPORTS" in applicant's "Bl G CH EF MOTORSPORTS" mark is
insufficient to overcone the substantial identity of such mark to

the cited registrant’'s "BIG CH EF' mark in sound, appearance,

14
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connotation and commercial inpression due to the shared term"BIG
CH EF." As the Exam ning Attorney correctly notes, while the
mar ks at issue nust be considered in their entireties, including
any descriptive matter therein, our principal review ng court has
indicated that, in articulating reasons for reaching a concl usion
on the issue of |ikelihood of confusion, "there is nothing
i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark, provided
[that] the ultinmate conclusion rests on consideration of the
marks in their entireties.” 1In re National Data Corp., 753 F.2d
1056, 224 USPQ 749, 751 (Fed. Gr. 1985). For instance,
according to the court, "that a particular feature is descriptive
with respect to the involved goods ... is one conmonly
accepted rationale for giving less weight to a portion of a mark
" 1d. See also, Hew ett-Packard Co. v. Packard Press Inc.,
supra at 62 USPQ2d 1004. |In addition, contrary to applicant's
assertion, in this case the presence of the nerely descriptive
term "MOTORSPORTS" in applicant's mark serves to heighten the
simlarity between the respective marks in overall commerci al
inpression since it is indicative of high performance nodel s of
notori zed scooters and ATVs for use in notorsports events, the
same field in which registrant's "BI G CH EF" engi ne cylinder
heads for high performance notor vehicles would be utilized.
See, e.qg., Hew ett-Packard Co. v. Packard Press Inc., supra at 62
UsPQ2d 1004.

" As our principal review ng court stated therein:

15
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We accordingly conclude that customers and prospective
consuners who are famliar or acquainted with the cited
registrant's "BIG CH EF' mark for "engine parts, nanely, cylinder
heads for high performance notor vehicles,” would be likely to
bel i eve, upon encountering applicant's substantially simlar "Bl G
CH EF MOTORSPORTS" mark for "notorized scooters and ATVs," that
such commercially related products enmanate from or are sponsored
by or associated with, the sane source. To the extent, however,
that applicant's contentions, as well as the presence of a third-
party registration for the mark "CH EF" for "notorcycles,"” may
serve to raise any doubt as to our conclusion in this regard, we
resol ve such doubt, as we nust, in favor of the cited registrant.
See, e.d., Inre ChatamInternational Inc., supra at 71 USPQd
1948; In re Martin's Fanous Pastry Shoppe, Inc., supra at 223

USPQ 1290; and In re Pneumati ques Caoutchouc Manufacture et

G ven the descriptive nature of the disclainmed word
"Technol ogi es," the Board correctly found that the word
"Packard" is the dominant and distinguishing el enent of
PACKARD TECHNOLOG ES. .... Thus, as the Board correctly
not ed, the dominant portion of Packard Press's mark is
identical to a prominent portion of [the registrant] HP's
HEWLETT PACKARD nmar ks.

Moreover, in the present case, the inclusion of
"Technol ogi es" serves to increase, rather than decrease, the
simlarity in overall commercial inpression. HP's HEWETT
PACKARD regi strations specify nunerous conputer and
conputer-rel ated goods and services. Indeed, HP is heavily
involved in the technology field. Thus, consuners faniliar
with the HEWLETT PACKARD mar ks and HP's technol ogy-based
goods and services would |likely associ ate the PACKARD
TECHNOLOG ES mark in some way with HP. Thus, even though
Packard Press's PACKARD TECHNOLOA ES mar k does not
i ncorporate every feature of the HEW.LETT PACKARD nar ks, the
marks create a sinilar overall commercial inpression

16



Ser. No. 78398313

Pl asti ques Kel ber-Col unbes, 487 F.2d 918, 179 USPQ 729, 729 (CCPA
1973) .

Deci sion: The refusal under Section 2(d) is affirned.

17



