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OQpi nion by Quinn, Adm nistrative Tradenmark Judge:
An application was filed by Samsung El ectronics Co.,
Ltd. to register the mark W DEPASS for “optical fibers.”?!
The trademark exam ni ng attorney has refused
regi stration under Section 2(d) of the Trademark Act on the
ground that applicant’s mark, if applied to applicant’s
goods, so resenbles the previously registered mark

W DELI GHT for “optical fibres; fiber optic cables; and

! Application Serial No. 78436161, filed June 16, 2004, based on
an allegation of a bona fide intention to use the nark in
comer ce.
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parts and accessories of the aforesaid goods sold as a unit
therewith, nanely, connectors, joints, couplers, splitters,

splicers and swi tchers,”?

as to be likely to cause
conf usi on.

When the refusal was nade final, applicant appeal ed.
Applicant and the exam ning attorney have filed briefs.

The exam ning attorney nmaintains that the goods are,
in part, identical and that the marks are simlar. In
conparing the marks, the exam ning attorney places
significant weight on the fact that “WDE’ appears at the
begi nning of each mark and that, therefore, this identical
portion is nost likely to be renenbered by purchasers. As
to the third-party evidence submtted by applicant, the
exam ning attorney finds it unpersuasive, pointing out that
only one of the registrations lists “optical fibers” in the
identification of goods.

Appl i cant argues that the marks W DEPASS and W DELI GHT
are different in sound, appearance, neani ng and comrerci al
inpression. Contrary to the exam ning attorney’s
assertion, it cannot be said, applicant argues, that “WDE
is the dom nant portion in either mark. Applicant also
points to the state of the trademark regi ster, highlighting

the registration of hundreds of “WDE-" formative nmarks,

2 Registration No. 2701674, issued April 1, 2003.
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and the coexi stence of several “sets” of third-party
regi stered marks owned by different entities, each
beginning with the term “WDE" and covering identical
over |l apping or simlar goods, sone even in International
Class 9. In connection with this argunent, applicant
submtted a sunmary fromthe USPTO s TESS dat abase t hat
sinply listed the registrations by nunber and mark;
applicant also submtted copies of certain of the
registrations.

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Majestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Cr. 2003). 1In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods and/or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also: In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531
(Fed. Cr. 1997).

The goods, in part, are identical. “Applicant admts

that the ‘optical fibers’ included in the present



Ser No. 78436161

application are identical to the ‘optical fibres’ in the
cited registration.” (Request for Reconsideration, pp. 2-
3). See Tuxedo Monopoly, Inc. v. General MIls Fun G oup,
648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981) [Ilikelihood of
confusion nmust be found if there is |ikelihood of confusion
involving any itemthat comes within the identification of
goods in the involved application]. Although we have
focused our attention on the identity between applicant’s
and registrant’s optical fibers, we also find that
applicant’s optical fibers are closely related to the other
fiber optic goods covered by the cited registration.
Applicant’s and registrant’s goods are presuned to nove in
the sane trade channels to the sane classes of purchasers.
The identity, in part, between the goods is a factor that
wei ghs heavily in favor of affirmance of the refusal.

Wth respect to the marks, we note at the outset that
where the goods are identical, “the degree of simlarity
[ bet ween the marks] necessary to support a concl usion of
i kely confusion declines.” Century 21 Real Estate Corp.
v. Century Life of America, 970 F.2d 874, 23 USPQd 1698,
1701 (Fed. Gr. 1992), cert. denied, 506 U S. 1034 (1992).

Thus, we turn to a conparison of the marks W DEPASS

and W DELI GHT, together with, as applicant al so asserts,
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t he additional du Pont factor of the nunmber and nature of
third-party marks.

As to appearance and sound, the marks W DEPASS and
W DELI GHT have the obvious simlarity, in both appearance
and pronunci ation, of beginning with the sane word, “WDE."”
See Presto Products v. N ce-Pak Products, Inc., 9 USPQ2d
1895, 1897 (TTAB 1988) [it is often the first part of a
mark which is nost likely to be inpressed upon the m nd of
a purchaser and renenbered]. The second half of the marks,
however, are different in both sound and appearance.

As to neaning, as already noted, each mark begins with
“WDE” followed by the word “PASS” or “LIGHT.” Applicant
posits that the cited mark W DELI GHT “suggests a big or
broad light,” and “does not bring to m nd any neani ng or
inpressions related to the passage of a matter.” (Brief,
p. 5. Contrary to applicant’s contention, however, we
find that registrant’s mark suggests the passage of |ight
through registrant’s optical fibers, and that the optical
fibers provide a passage for a broad flow of |ight.
According to applicant, its mark W DEPASS “suggests the
passage or flow of a certain thing, where such passage or
flowis broad and wide.” (Brief, p. 5). W agree;
however, given that applicant’s mark is intended for

optical fibers, the “certain thing” to be passed is |ight.
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Thus, applicant’s mark suggests that its optical fibers
allow a wide or large amobunt of light to pass through
Accordingly, both marks have sim |l ar neanings, that is,
bot h suggest that the optical fibers allow a w de or |arge
amount of light to pass through. See Kenner Parker Toys
Inc. v. Rose Art Industries Inc., 963 F.2d 350, 22 USPQd
1453, 1457 (Fed. Cir. 1992) [PLAY and FUN, in overal
context of conpeting marks, convey a very simlar
inpression; in the context of the specific goods, the
concepts of fun and play tend to nerge].

As expl ai ned above, although there are specific
di fferences between the marks, there are also simlarities
between themin that both start with the word “WDE” and
have the sane nunber of syllables (two). And,
significantly, both marks, when considered in the context
of the goods to which they are applied, suggest the sane
general idea. In sum the marks convey simlar overal
commerci al i npressions.

Applicant’s principal argunent that the cited mark is
weak centers on the coexistence on the register of “WDE-"
formati ve marks. Applicant submtted a printout of a TESS
search report listing over 900 third-party registrations of
mar ks containing the term“WDE.” More specifically,

applicant introduced photocopies of over 140 of these
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regi strations that cover goods classified in International
Class 9. Applicant has highlighted certain third-party
pairs of marks beginning with the word “WDE” that have
been registered for goods listed in International C ass 9.
Applicant essentially argues that if these respective
“sets” of “WDE-" formative marks (each “set” covering
goods that are, according to applicant, related and in the
sane field) can coexist on the register, then applicant’s
and registrant’s marks |i kew se can coexi st w thout

i kel i hood of confusion.

The third-party registration evidence does not
persuade us that confusion is not likely. Firstly, the
regi strations are not evidence of use of the marks shown
therein. Thus, they are not proof that consunmers are
famliar with such marks so as to be accustoned to the
exi stence of simlar marks in the nmarketplace, and as a
result are able to distinguish between the “WDE” marks
based on slight differences between them Smith Bros. Mg.
Co. v. Stone Mg. Co., 476 F.2d 1004, 177 USPQ 462 (CCPA
1973); and Richardson-Vicks, Inc. v. Franklin Mnt Corp.
216 USPQ 989 (TTAB 1982). Secondly, and nore
significantly, all but one of the “sets” of registrations
are for a variety of goods in International Cass 9 not

involving fiber optics; thus, they are of little probative
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val ue. See Spoons Restaurants Inc. v. Mrrison Inc., 23
USPQed 1735, 1740 (TTAB 1991), aff’d unpub., (Appeal No.
92-1086, Fed. Cir., June 5, 1992). Only one “set” lists
goods relating to fiber optics; and, one of the
registrations of the “set” is the cited registration (the
other being a registration for the mark W DEVAM coveri ng
“tel econmuni cati ons equi pnent, namely, chassis that fit
wthin fiber distribution frames to hold optical
conponents, nanely, splitters, nultiplexers, attenuators,
optical switches and patch cords”). |Indeed, as pointed out
by the exam ning attorney, the record before us shows that
the only “WDE-" formative mark registered for “optica
fibers” is registrant’s mark. Mreover, because the goods
in the various third-party registrations are different from

“optical fibers,” we cannot conclude that the term “W DE’
has a particular significance for such products, such that
ot her el ements of a mark should be accorded greater weight
when we conpare the marks in their entireties.

Al t hough applicant is silent as to the sophistication
of purchasers, it is reasonable to assune that prospective
purchasers of fiber optic products will be know edgeable in
the field. Even assum ng, however, that purchases are

carefully nmade, we find that the simlarity between the

mar ks and the identity of the goods outwei gh any
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sophi sti cated purchasing decision. See HRL Associ ates,

Inc. v. Weiss Associates, Inc., 12 USPQRd 1819 (TTAB 1989),
aff’d, Weiss Associates, Inc. v. HRL Associates, Inc., 902
F.2d 1546, 14 USPQ2d 1840 (Fed. G r. 1990) [simlarities of
goods and mar ks outwei gh sophi sticated purchasers, careful
pur chasi ng deci si on, and expensive goods]. The fact that
pur chasers may be sophisticated or knowl edgeable in a
particular field does not necessarily nean that they are
sophisticated in the field of trademarks or inmune from
source confusion. See In re Research Trading Corp., 793
F.2d 1276, 230 USPQ 49, 50 (Fed. Cir. 1986), citing
Carlisle Chem cal Wrks, Inc. v. Hardman & Hol den Ltd., 434
F.2d 1403, 168 USPQ 110, 112 (CCPA 1970) [“Human nenories
even of discrimnating purchasers...are not infallible.”].
See also In re Deconbe, 9 USPQ2d 1812 (TTAB 1988).

We concl ude that purchasers famliar with registrant’s
optical fibers sold under the mark W DELI GHT woul d be
likely to believe, upon encountering applicant’s mark
W DEPASS for optical fibers, that the goods originated with
or are associated with or sponsored by the sane entity.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about I|ikelihood of confusion, that
doubt is required to be resolved in favor of the prior

registrant. 1In re Hyper Shoppes (Chio), Inc., 837 F.2d
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840, 6 USPQR2d 1025 (Fed. Cir. 1988); and In re Martin's
Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984).

Decision: The refusal to register is affirned.
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