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Opi ni on by Hanak, Adm nistrative Trademark Judge:

Terry L. Wight (applicant) seeks to register in typed
drawi ng form | MAG NET for “communi cation services nanely,
interactive, nultinedia transm ssion services.” The
intent-to-use application was filed on February 16, 1993.

On February 22, 1994 AT&T Wrel ess Services, Inc.
(opposer) filed a Notice of Qpposition stating that it
“owns registrations for or has applied to register the

marks | MAG NE, | MAGNE NO LIMTS, and 1-800-1 MAG NE for
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t el econmuni cati ons goods and services.” (Notice of
Qpposi tion paragraph 3). Continuing, opposer alleged that
applicant’s mark | MAG NET “is substantially and confusingly
simlar to opposer’s | MAG NE marks.” (Notice of Opposition
paragraph 8). Wile opposer did not nake specific
reference to Section 2(d) of the Trademark Act, it is clear
that this is the basis for the Notice of Qpposition.
Applicant filed an answer which denied the pertinent
al l egations of the Notice of Qpposition. Qpposer and
applicant filed briefs. Neither party requested a hearing.
Descriptions of the record in this case are contained
at opposer’s brief pages 1 and 2 and applicant’s brief
pages 1 and 2. It consists of, in part, the testinony
deposition of applicant Terry L. Wight noticed by opposer

and taken on March 3, 2003, over nine years after the

Noti ce of Opposition was fil ed.

At the outset, two matters need to be di sposed of.
First, on Cctober 23, 2003 opposer filed a notion to anend
its Notice of Opposition because of applicant’s purported
non-use of its mark | MAG NET. This notion to anmend cane
over seven nonths after the deposition of M. Wight taken
on March 3, 2003. |In that deposition, M. Wight testified
that he (applicant) had not nade any use of | MAG NET since

his application was filed in February 1993. Mboreover, the
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notion to anmend cane |long after all testinony periods were
closed. 1In addition, opposer was |ong aware that applicant
had not made any use of his mark | MAG NET since the filing
of its application in February 1993. Accordingly,
opposer’s notion to anend the Notice of Qpposition to add a
cl ai m of abandonnent is denied.

In its brief, opposer not only argued that applicant
had abandoned his nmark, but in addition, opposer argues
that “applicant did not have a bona fide intent to use the
mark when he filed his application in 1993.” (Qpposer’s
brief page 13). To the extent that opposer may be arguing
that these two issues were tried by the consent of the
parties during the taking of M. Wight's deposition on
March 3, 2003, opposer is mstaken. The bulk of M.
Wight' s deposition, noticed by opposer, goes not to the
i ssue of |ikelihood of confusion which was the only issue
pled in the Notice of Qpposition, but rather goes to the
i ssues of abandonnment and | ack of bona fide intent to use
the mark in 1993. Applicant’s counsel repeatedly objected
to such questioning, as evidenced by the follow ng
statenent nmade by applicant’s counsel at page 5 of
applicant’s deposition: “lI’mgoing to object generally to
questions that go beyond the scope of |ikelihood of

confusion, which is the sole issue that remains in this
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case.” Applicant’s counsel repeated his objection on
nuner ous ot her occasi ons, and counsel for both parties
agreed that it was a continuing objection.

Accordi ngly, the issues of abandonnent and applicant’s
purported | ack of a bona fide intent to use the mark in
1993 were not properly pled nor were they tried by the
consent of the parties. This Board will give no further
consideration to them

Second, before beginning our |ikelihood of confusion
anal ysis, we nust determ ne which nmarks opposer established
that it had rights to prior to February 16, 1993 which is
applicant’s filing date for its intent-to-use application
for | MAG NET. Opposer attached as Exhibit 1 to its Notice
of Opposition a nere |ist of registration nunbers for its
marks |MAG NE NO LIMTS and 1-800-1MAG NE. At no tinme did
opposer attenpt to introduce by neans of a notice of
reliance any of its registrations. Mreover, the only
witness in this proceeding was applicant Terry L. Wight.
At his deposition, counsel for opposer introduced as
exhibits status and title copies of opposer’s registrations
for IMMG@NE NO LIMTS and 1-800-1 MAG NE. (Opposer’s counsel
attenpted to have applicant Terry L. Wight authenticate

opposer’s registrations. M. Wight could not, and
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accordingly the registrations have not been nade of record
as aresult of M. Wight's deposition.

Qpposer called no other witnesses. In particular,
opposer did not depose any of its officers or enpl oyees.
Thus, not only has opposer not made of record its
registrations in the conventional manner, but in addition,
opposer has established absolutely no cormon |aw rights in
any of its purported marks.

However, the story does not end here. On July 17,
1995 opposer filed a notion for partial sunmary judgnent
requesting that this Board rule “that opposer possesses
rights inits marks IMAG NE NO LIM TS and 1-800-1 MAG NE
that are prior to applicant right's, if any, in the subject
mark | MAG NET.” (Motion page 1). Attached to its notion
for partial sunmary judgnment were status and title copies
of opposer’s typed drawi ng registrations for | MAA NE NO
LIMTS and 1-800-1 MAG NE for “tel ecommunications services.”
Regi stration Nos. 1,689,646 and 1, 718,806. Applicant did
not contest opposer’s notion for partial summary judgnent.

On April 17, 1996 this Board issued a three-judge
order stating, in part, as follows: *“For the reasons set
forth in opposer’s notion including that opposer is the
owner of unchall enged registrations covering the nmarks

| MA@ NE NO LIMTS and 1-800-1 MAG NE for vari ous
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t el econmuni cati ons goods and services ...opposer’s notion
for partial summary judgnent is granted. Accordingly, this
case will go to trial on the issue of |ikelihood of
confusion.”

Qobvi ously, any reasonable interpretation of this
Board’ s order of April 17, 1996 would clearly indicate that
opposer’s registrations for | MAG NE NO LIMTS and 1-800-
| MAG NE for tel ecommunications services were not only part
of the record, but in addition, the issue of priority with
regard to these two of opposer’s nmarks versus applicant’s
mar k | MAG NET was resol ved in favor of opposer.

However, once again, this is not the end of the story.
Nearly seven years |l ater on January 16, 2003 this Board
i ssued anot her three-judge order. At page 2 of this order,
the Board stated as follows: “On April 17, 1996, the Board
grant ed opposer’s notion for partial summary judgnent on
the issue of priority, stating that this proceedi ng woul d
go to trial on the issue of I|ikelihood of confusion.”
However, at page 6 of this order the Board made the
followi ng statenent: “Finally, we note that in support of
opposer’s partial summary judgnent notion, opposer
submtted status and title copies of its relied-upon

registrations. Said registrations are of record solely for
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t he purpose of opposer’s partial sunmary judgnment notion,
and are not of record as evidence of this proceeding.”

As m ght be expected, this Board's order of January
16, 2003 did not go unnoticed by applicant. At page 11 of
his brief, applicant argues that in light of this Board' s
order of January 16, 2003, “opposer’s registrations were
not in evidence in this proceeding.”

To cut to the quick, this Board s orders of April 17,
1996 and January 16, 2003 are in conflict. In considering
how to resolve this conflict, we could state that the
Board’ s order of April 17, 1996 never explicitly said that
opposer’s registrations for IMMAG NE NO LIMTS and 1-800-
| MAG NE for tel ecommunications services were of record
other than for the limted purposes of opposer’s parti al
summary judgnent notion on the issue of priority. W could
then go on to find that while opposer’s registrations were
not of record, that nevertheless this Board held that
opposer had priority for these two marks.

However, such reasoning flies in the face of |ogic.
In order to have priority in a mark, one nust first have
rights in a mark. G ven the fact that opposer attached
status and title copies of its registrations for | MAG NE NO
LIMTS and 1-800-1MAG NE for tel ecomunication services to

its nmotion for partial sumrary judgnent, the only fair
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readi ng of the Board s order of April 17, 1996 was t hat
opposer had properly nmade of record, for all purposes, the
registrations for these two marks. Wthout opposer having
rights in these two marks through the registrations of
these two marks for tel ecommunication services, this Board
sinply could not have found on April 17, 1996, that opposer
had priority.

Accordingly, while this is an extrenely rare
occurrence, this Board hereby overrules the interlocutory
order of January 16, 2003 to the extent that it is in
conflict with the interlocutory order of April 17, 1996.

In other words, opposer’s registrations of | MAA NE NO
LIMTS and 1-800-1MAG NE for tel econmunication services are
properly of record for all purposes in this proceeding.

In overruling that portion of the interlocutory order
of January 16, 2003 that is in conflict with the
interlocutory order of April 17, 1996, this Board is on
firmlegal ground because interlocutory (prejudgnment)
orders can be reconsidered and overturned at any tinme. See

1B J. Moore, J. Lucas & T. Currier, More' s Federal

Practice Section 0.404[1](2d ed. 1984) (“At the trial court
| evel, the doctrine of the |aw of the case is little nore
than a managenent practice to permt |ogical progression

toward judgnment. Prejudgnment orders renmain interlocutory
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and can be reconsidered at any tinme ...[T]he doctrine of the
| aw of the case does not require nor encourage a trial
court to render a judgnment erroneous in law. ") Prejudgnment

orders include those granting summary judgnment, which

“remai n subject to change at any tine.” 1d. at Section
0.404[4.-1].
W will now begin our likelihood of confusion

analysis. This wll consist of a conparison of applicant’s
mark | MAG NET for “communi cation services nanely,
interactive, nmultinedia transm ssion services” and
opposer’s marks I MAG NE NO LIM TS and 1-800-1 MAG NE f or
“tel ecommuni cation services.” To be clear, opposer has not
established any rights in the mark | MAG NE per se. As
previ ously noted, opposer has not established common | aw
rights in any mark. Mbreover, opposer has not established
registration rights in the mark | MA@ NE, and opposer
concedes as nuch. In this regard, reference is nmade to
opposer’s brief of August 27, 2003 at page 6, footnote 2
wher e opposer states as follows: “The registration
certificate for opposer’s | MAG NE application should issue
shortly.”

W now turn to the real issue in this proceeding,
nanely, whether there is a |ikelihood of confusion between

opposer’s marks I MA@ NE NO LIM TS and 1-800-1 MAG NE f or
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“tel ecommuni cati ons services” and applicant’s mark | MAG NET
for “comunication services nanely, interactive, multinedi a
transm ssi on services.”

In any likelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods or services.

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry
mandat ed by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
[or services] and differences in the marks.”).

Considering first the services of the parties, opposer
made of record no evidence showi ng how its services and
applicant’s services are related. Nevertheless, we are
permtted to take judicial notice of the dictionary
definition of the word “tel ecommunication” which is as
follows: “comrunication at a distance (as by cable, radio,

t el egraph, tel ephone, or television).” Wbster’s Third New

International Dictionary (1993). Applicant’s services are

a particular type of conmunication services nanely,
interactive, multinedia transm ssion services. Applicant’s
identification of services does not contain any limtation
that woul d prohibit such services from being rendered

bet ween two distant points. Indeed, applicant testified

10
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that his communication services would be delivered over the
I nternet and through cabl e television networks. (Wi ght
deposi ti on pages 36-37).

In short, we find that opposer’s identification of
services (telecomunications services) is a very broad
identification of services which enconpasses applicant’s
nore specific identification of services. Thus, for our
| i kel i hood of confusion anal ysis purposes, the services of
the parties are legally identical. Wether in actuality
there are differences in opposer’s services and applicant’s
services is of no consequence because in Board proceedi ngs
we nust consider the services as described in the
application and regi strations, and not the actual services

of applicant and registrant. See Canadi an | nperial Bank v.

Wel | s Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1815 (Fed.

Cir. 1987) (It is well settled that in Board proceedi ngs,
“the question of |ikelihood of confusion nmust be determ ned
based on an analysis of the nmark as applied to the goods
and/or services recited in applicant’s application vis-a-
vis the goods and/or services recited in registrant’s
regi stration, rather than what the evidence shows the goods
and/or services to be.”).

Turning to a consideration of the marks, we note at

the outset that when the services of the parties are

11
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legally identical as is the case here, “the degree of
simlarity [of the marks] necessary to support a concl usion

of likely confusion declines.” Century 21 Real Estate

Corp. v. Century Life of America, 970 F.2d 874, 23 USPQd

1698, 1700 (Fed. Cir. 1992).

However, having said the foregoing, we find that
applicant’s mark | MAG NET is different enough from
opposer’s marks I MAG NE NO LIM TS and 1-800-1 MAG NE such
that there is no likelihood of confusion. Marks are
conpared in ternms of visual appearance, pronunciation and
connot ati on.

In terns of visual appearance, applicant’s mark is
quite distinct fromregistrant’s two marks. Cbviously,
applicant’s mark consists of one word. On the other hand,
registrant’s mark | MAG NE NO LI M TS consi sts of three
words, and registrant’s mark 1-800-1 MAG NE has the clear
| ook of a toll-free tel ephone nunber.

In terns of pronunciation, the significant differences
in the marks are quite obvious. This is true even if we
assunme that sone consumers woul d pronounce applicant’s mark
| MAG NET and the | MAG NE portion of opposer’s two nmarks in
a simlar fashion.

Finally, in terns of connotation, we acknow edge that

all three marks bring to mind the word “i magi ne.” However,

12
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this is the only point of simlarity. Applicant’s mark

| MAG NET conjures up the phrase “imagine it.” This phrase
is different in connotation from opposer’s mark | MAG NE NO
LIMTS and opposer’s nmark 1-800-1MAG NE whi ch, as just
noted, brings to mnd images of a toll-free tel ephone
nunber .

In short, despite the fact that the services of the
parties are legally identical, we find that applicant’s
mark | MAG NET is different enough from opposer’s two narks
such that there is no |likelihood of confusion.

Deci sion: The opposition is dism ssed.
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