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i nasnuch as M C. A — Medical and Chenical Agency, s.r.l. relies
solely on its comon law rights in support of its claimin
Qpposition No. 91100786, joinder of MC A - Mdical and Chem cal
Agency, S.p.A as a party plaintiff in that proceeding is

i nappropri ate.
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Before Hairston, Walters and Bucher, Adm nistrative
Trademar k Judges.

Qpi ni on by Hairston, Adm nistrative Trademark Judge:

In these consolidated proceedings, MC A Medical and
Chem cal Agency s.r.l. (hereinafter MC A ) (an Italian
corporation) has opposed the application of Zenna Chem cal
I ndustry Co., Ltd. (hereinafter Zenna)(a Tai wanese

corporation) to register the mark shown bel ow,

TOP-GEL
MCA

for “skin cleansing m |k, skin cleansing créne, foundation
powder and face cream ”?2

In the notice of opposition, MC A alleges that it has
mar ket ed and sold skin care products in the United States
under the marks TOP-GEL and MCA since prior to applicant’s
all eged date of first use; that as a result of w despread

use, these marks have becone distinctive of MC. A’ s goods;

and that Zenna's mark TOP-CGEL MCA, as applied to Zenna’'s

2 Serial No. 74598262 filed Novenber 14, 1994, alleging a date of
first use and a date of first use in conmerce of January 15,
1990.
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goods, so resenbles MC A ’'s previously used marks TOP- GEL
and MCA, as to be likely to cause confusion. Zenna, in its
answer, denied the salient allegations of the notice of
opposi tion.

Zenna, in turn, has opposed the application of MC. A

to register the mark MCA shown bel ow,

for skin care products, nanely, skin creamand soap.® In
the notice of opposition, Zenna alleges that it is the owner
of application Serial No. 75069943 for the mark MCA shown

bel ow,

for “cosnetics, nanely body cream cold cream eye cream

face cream skin cleansing cream skin cleansing |otion

3 Serial No. 75056059 filed February 9, 1996; alleging a date of
first use of February 8, 1988 and a date of first use in comerce
with the United States of February 20, 1989.
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nmedi cat ed skin cream and vani shing cream foundation
makeup, talcum powder, toilet soap, |iquid soap for hands,
face and body, perfunme, lipstick, [and] |ip pomades”;* that
the United States Patent and Trademark O fice may reject its
application in viewof MC A’'s application; and that Zenna
has continuously used its mark since prior to MC A’s
all eged date of first use of February 20, 1989. MC A, in
its answer, admts that Zenna is the owner of application
Serial No. 75069943; admts that the United States Patent
and Trademark O fice may reject Zenna's application, but
deni es that Zenna has used its mark prior to MC A’s
clainmed date of first use. Further, as “affirmative
defenses,” MC A asserts that it has anended its
application Serial No. 75056059 to state “the correct” date
of first use and date of first use in commerce which is
April 10, 1987, and that this date is earlier than any date
of first use in commerce on which Zenna may rely.

The record consists of the testinony (wth cross-
exam nation) upon witten questions of MC A ’'s sales

manager Rinal do Rescigno (with exhibits); the testinony

“ Serial No. 75069943 was filed March 11, 1996; alleging a date
of first use and a date of first use in comrerce of January 15,
1990.
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depositions of Zenna's w tnesses Su Chin Lin Shen® Kenneth
wng; and K A Lin (all with exhibits); and both parties’
responses and suppl enental responses to discovery requests
subm tted by notices of reliance.

Both parties filed briefs and reply briefs. An oral
hearing was held on March 23, 2004.

At the outset, we note that there is no dispute as to
|'i kel i hood of confusion. In this regard, MC A, inits
main brief, states that the issue in these consolidated
proceedings is “[w hether MC A has priority of use of the
mar ks MCA & Design and TOP- GEL over Zenna in the United
States. There is no question that there is a |ikelihood of
confusion as the marks and the goods are substantially
identical.” (MCA 's Brief, p. 5. Simlarly, Zenna, in
its main brief, states that the issue is “[w hether Zenna
has priority of commercial use of the marks MCA & design and
TOP-CGEL over MC A in the United States.” (Zenna's Brief,
p. 3). Further, Zenna states “[t]he nmarks and goods
i nvol ved in the proceedings are substantially identical.
Consequently, the determ native issue is priority of use.”

(Zenna's Brief, p. 7).

® The Board notes MC. A ’'s contention in its brief that M.

Shen’ s testinony deposition has been previously struck by the
Board' s order of May 23, 2002. The Board struck the testinony
deposition transcript because it was unsigned. However, as noted
in a subsequent Board order of April 16, 2003, the Board s My
23, 2002 order did not preclude Zenna fromrefiling Ms. Shen’'s
signed testinony deposition transcript which Zenna has done.
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In view of the foregoing, we find that the parties have
conceded that there is a |ikelihood of confusion. Thus, the
issue to be determned in these proceedings is priority.
Another related matter to be ruled on inis MC A ’'s notion
to anmend its application Serial No. 75056059 to assert new
dates of first use prior to the ones set forth in the
application. Action on this notion was deferred until final
deci sion. ®
M C. A

In support of its claimof priority, MC A took the
testinmony upon witten questions of its sal es manager
Ri nal do Rescigno. According to M. Rescigno, MC. A has
been doi ng busi ness under the name M C A - Medical and
Chem cal Agency since 1976. M C A manufactures
phar maceuti cal and cosnetic products for skin care. M.
Rescigno testified that MC A first used the MCA nanme and
the MCA mark in 1976. Al of MC A ’'s products bear the MCA
mar k. The mark was chosen because it represents the
initials of the wives of the founding partners of the
conpany. M. Rescigno testified that MC A first used the

MCA mark in the United States in March 1986 on skin cream

® W note that in its amendment M C. A alleges April 10, 1987 as
its date of first use and date of first use in commrerce. Inits
suppl ement al responses to Zenna's interrogatories, MC A states
that it first sold products bearing the marks MCA and TOP-GEL in
the United States in March 1986,and it is this date that M C A
seeks to prove for priority purposes.
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and has continuously used the mark in the United States
since that date. According to M. Rescigno, MC A always
uses the MCA mark with the TOP-GEL mark in close proximty.
MC. A first used the mark TOP-GEL on skin care products in
the United States in March 1986. M C A has continuously
used the TOP-GEL mark on its products. MC. A mnufacturers
the products at its |aboratories in Italy and the goods are
shi pped fromltaly to one of MC A 's distributors in the
United States. MC A first advertised and pronoted the
mar ks MCA and TOP-CGEL in the United States through its
di stributor Honeboys Discount in early 1986. M. Rescigno
testified that M C A first shipped goods bearing the marks
MCA and TOP-GEL to the United States in March 1986.
MC. A ’'s distributors sell the products to retail stores and
ot her wholesalers in the United States. The products are
sold at retail locations such as beauty stores, discount
stores, supernarkets, ethnic specialty shops and grocery
stores. The primary custoners of the products are persons
of African descent and the products retail for approxi mately
$3- 5. 00.

M C. A. coordinates the marketing of its products
t hrough distributors, pronoting goods bearing the nmarks MCA
and TOP-GEL in the United States through advertisenents
pl aced i n newspapers and nagazi nes, at trade fairs,

exhibitions and on the Internet. MC. A spends
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approxi mat el y $40, 000 to $200, 000 per year for pronotional
purposes internationally. Since March 1986 M C A has had
sal es of products bearing the marks MCA and TOP-CGEL in the
United States of approxinmately $700, 000 corresponding to
approxi mately 1,400,000 units.

According to M. Rescigno, MC. A becane aware of
Zenna's use of the marks MCA and TOP-CEL after receiving
conplaints fromcustoners that the products they were using
were ineffective, despite the fact that such products bore
the marks MCA and TOP-CGEL. Further, M. Rescigno testified
that M C A has received conplaints fromits distributors
that the distributors believed that MC. A was selling its
goods to third parties, not realizing that the products of
whi ch they were conpl ai ni ng had not been manufactured or
distributed by MC A, but rather by Zenna.

M C. A introduced a nunber of exhibits during the
course of M. Rescigno’s deposition. Exhibit A consists of
an invoice dated March 19, 1986 from M C. A to Honeboys
Di scount for 1200 tubes of the TOP-CGEL product at a
whol esal e cost of $1,800. This invoice bears a date stanp
of March 21, 1986. The invoice is supported by an air
waybi Il for the sane goods dated March 21, 1986. Exhibit B
is an invoice dated May 23, 1986 al so to Honeboys Di scount
for 1800 tubes of TOP-GEL, having a total cost of $2,700.

This invoice has an acconpanying air waybill correspondi ng
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to this shipment. Exhibit Cis an invoice dated July 10,
1986 to Honeboys Discount for 1200 tubes of TOP-GEL totaling
$1, 700 and includes an air waybill for the same goods.
Addi tional representative invoices for the period of 1987 to
1999 fromMC A to Honeboys Di scount and other distributors
were introduced. Also introduced was sanpl e packagi ng for
M C. A ’s products which shows the marks MCA and TOP- GEL
t her eon.
Zenna

Zenna, in support of its priority claim took the
testinmony of three witnesses. Zenna first took the
testi nony of Ken Whng, owner of Asia Conpany, which is a
whol esal er and i nport/export conpany |ocated in San
Francisco, California. M. Wng testified that he first saw
Zenna's TOP- GEL MCA products in Taiwan “around” 1984 and
purchased a small trial order of TOP-GEL MCA face cream from
Zenna “around” 1985. (Dep. at 16-17). M. Wng sold the
products to several retailers in the San Jose area.
According to M. Wng, Asia Conpany has continued to order
TOP- GEL MCA products from Zenna and has sold these products
to distributors in California, Mexico and Canada. Further,
M. Wng testified that his conpany has sold “many products
with [the] MCA | ogo..” and that it has done so “[s]ince 1985
to now.” (Dep. at 19). As evidence of use of the mark TOP

GEL MCA in 1985, M. Wng identified an invoice fromhis
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conpany’s records dated June 16, 1985 from Zenna to Asia
Conpany for products described as “TOP GEM MCA Extra Pear
Creant and “TOP GEM MCA d eansing Foam”’ M. Wng
testified that Asia Conpany generally retains docunents for
5-6 years, and he offered the foll ow ng explanation as to
how t he i nvoi ce, which was older than five years, was found:

A | will repeat it again. Because | told all of
ny enpl oyees to | ook for any docunents or invoices
that related to Zenna, one day we find this old
cabinet that was long tinme ago. W did not use the
cabi net anynore. It was an old cabinet. That

cabi net was not supposed to store all of the
docunents for all of the inport goods. And one
day the enpl oyee was | ooking for sonmething, a
docunent, to order sone new printing or docunents,
for the printing press. And she find — the

enpl oyee find this docunent anong the invoice,
anong those docunents. Anong those docunents,

we find this invoice. It was an accident.

Q VWhat ot her supporting docunents would normal |y
be found? Wth that invoice what would you
find?

A, Yes, it should cone with other supporting
docunent s.

Q What kind of docunents?

A. Packing list, bill of Iading.

Q Are there any custons docunents?

A. W did not find that. It should have the bil
of lading, packing list, and also a formfromthe

FDA, but | couldn’'t find it. And |l only find this
i nvoi ce.

" The fact that the invoice reads TOP GEMrather than TOP GEL is
expl ained in the deposition of M. Lin, discussed |ater.

10



Qpposition Nos. 91100786 and 91104047

Q Was there any other invoices found in that same
cabinet fromthe 1985, early 1986 tine frame?

A. No.
(Dep. at 33-34).

According to M. Wng, he began pronoting Zenna's
products in the United States in 1988 and he identified a
1988 newspaper advertisenent for Zenna’'s products.

Zenna next took the testinony of Su Chin Lin Shen. M.
Shen is secretary of the conmpany Rich On. Rich On inports
Zenna's products and is a distributor of Zenna s products in
the United States. According to Ms. Shen, Rich On inports
general nerchandi se from Taiwan and di stributes the products
to retailers in the United States, Central Anmerica, South
American, Mexico and Sout heast Asia. M. Shen testified
that the first product R ch On purchased from Zenna was
“Pearl Cream” (Dep. At 10). Wen initially asked when Rich
On first purchased “Pearl Creant from Zenna, Ms. Shen
testified:

A. Has been long tine. Wen we first nmade a purchase

it was in 1984. And when we went back it was ‘83

and | saw this product so that’s why | bought

t he product back here. And so we purchased in

about ' 84, ’'85, ’'86.

(Dep. at 11).

M's. Shen was asked several nore tines when Rich On first
purchased “Pearl Creani from Zenna and she responded in the

fol |l ow ng manners:

...t be long tine. Long tine. 10-plus years ago..10-
plus years ago. |If that’s inported, then there would

11
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be docunentations. Any further | would not be able to
find those docunents. (Dep. at 14).

It has been long time, but if there were invoice, it
had been a long tine. Al | can say is ’84, 85,
'86. Sonmewhere there.” (Dep. at 14).

Have been long time. Maybe ‘86, 80-some. Long

time. (Dep. at 15).

M. Shen testified that when Rich On inported products
from Zenna, sone docunentation would be included wth the
shi pment in the normal course of business. These docunents
woul d i nclude an invoice, shipping docunent, air waybill,
and sonetines catalogs. M. Shen identified a package of
“Pear|l Creant bearing the marks TOP-GEL MCA. She stated
that these nmarks were on the products she purchased from
Zenna. Ms. Shen identified an invoice (found in Zenna's
records) from Zenna to Rich On dated 1986 for TOP GEL MCA
“Pearl Creant and a supporting air waybill. R ch On had no
records of this transaction as Ms. Shen testified that R ch
On does not retain records older than five years. M. Shen
testified that Rich On continued to purchase TOP- GEL MCA
products from Zenna until 2-3 years before her deposition.

Ms. Shen was asked once again about the timng of Rich
On’s first purchase from Zenna:

Q You said you first purchased these from Zenna
in about 1984; is that correct?

A. Yeah. | have seen it. Yes. |If you ask ne

whet her | actually made a purchase, | cannot
really say because | am afraid one day you may

12
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ask nme to look for it. | wll not be able to

prove to you. | told you before in 83 | have

seen it. "84 | went there because we have to

first see the time before we make the purchase.

(Dep. at 24).

On cross-exam nation, Ms. Shen testified that Rich On
has sold products to custoners in California and ot her
states, although she did not identify any specific custoners
by nane.

Zenna al so took the testinony of its Director, K A
Lin. M. Lin testified that his responsibilities include
managenent, the devel opnent of products, and purchasing.
According to M. Lin, Zenna is a conpany with 5-6 enpl oyees
and is in the business of manufacturing cosnetics. M. Lin
testified that TOP-GEL neans “the best gel” in Chinese.
When asked when Zenna began manufacturing TOP- GEL MCA
products, M. Lin responded:

A.  Around 1983 or 1984, that era. It’s been a |long

time. | can't recall

(Dep. at 16)

M. Lin identified a docunent that has a sketch of the mark
MCA and Chi nese handwiting on it and on the second page of
the docunent it says “This is a short explanation of how the
nane TOP- GEL cane about.” (Dep. at 19). M. Lin indicated
that the docunent is a “draft that we work on the design at

the tine.” (Dep. at 19). When asked “At what tine”, he

said: “Along tinme ago. | can't recall. Sonetines when

13
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you ask ne about tinme frames, | can’t renenber. Al so about
that era, 1984 or 1983.” (Dep. at 20).

M. Lin testified that Zenna currently sells products
to the United States and many Asian countries generally
through an agent. M. Lin was asked about Zenna' s sal e of
products to U. S. conpanies:

Q You nentioned a nonent ago that you ve sold

products to — I’msorry. You nentioned the names

of two U S. businesses that sold Zenna products.

You nentioned Asia Conpany and Rich On. Are

there any other businesses in the United States

that sell Zenna products?

A. There is one, Tailee.

Q And where are they | ocated?

A. This I’mnot sure.

Q Are these whol esal ers?

A.  I'"mnot sure.

Q O distributors?

A. Because honestly, in this regard | did not
ask them

Q Wen did Zenna begin selling products in
the United States?

A. | forgot because it’s been a long tine.
1980-sonet hing, but | can’'t remenber. It’s
been a long tine.

(Dep. at 34).

When asked about the invoice (found in Asia Conpany’s
records) dated June 16, 1985 from Zenna to Asia Conpany for
products described as “TOP GEM, M. Lin testified that the

fact that the invoice says “TOP GEM rather than “TOP GEL”

14
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is probably a typographical error. M. Lin identified a
copy of an air waybill dated August 21, 1986 where the
shipper is identified as Zenna Conpany and the consignee is
Rich On, Inc. M. Lin testified that the docunent indicates
that 700 dozen units of TOP-GEL MCA cosnetics cream were
shi pped by air fromZenna to Rirch Onh. M. Lin identified
anot her invoice dated August 18, 1986 from Zenna to Rich On
in connection with the air shipnent. Further, M. Lin
identified a copy of an “export permt”, a portion of which
is in English and indicates that Zenna is shipping TOP- GEL
MCA Creamto Los Angeles in 1988. Also, M. Linn identified
a copy of an invoice dated August 13, 1993 indicating that
TOP- GEL MCA face cream was shipped to Asia Conpany by Kim
Over seas Conpany, an agent of Zenna.

M. Lin testified that information concerning Zenna's
sal es of TOP-GEL MCA products to conpanies in the United
States is with its exporters. However, Zenna did obtain
sone [imted information fromthe exporters and conpil ed
what was according to M. Lin a summary of representative
sales to U. S. conpanies for the period 1985-2002. The
summary is primarily in Chinese

Wth regards to Zenna's first use dates, M. Linn was
asked on direct exam nation why Zenna, in its application,
claimed January 1990 as its date of first use in comrerce:

Q M. Lin, when Zenna filed its trademark
application for Top Gel MCAin the United States in

15
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1994, the application alleged a date of first use
in conmerce of January 1990. As we’ve seen today,
Zenna has since produced docunents show ng sal es
much earlier than that, at |east as early as

June 1985. Can you explain why in 1994 Zenna’'s
application alleged a date of first use in
commer ce of 19907

A. Because through Tai E we filed the application.
Q VWiat is Tai E?

A. Tai E International, the conpany who applied for
the trademark on our behalf. Therefore | did not
think that it was very inportant at the tine
because in Taiwan the governnent only keep the
records for five years. | think at that tine

it would be better for us to say 1990 for ten
years because we still have information, and at
that time we could only find sonme evidence
starting from 1990, around that tine, because we
had to do a lot of things. W were very busy with
our busi ness.

Q | see. So | understand that — if | understand
correctly, at that tine that Zenna applied for Top
Gel MCA at the U S. Trademark Office, it didn't
think that the date of first use in commerce would
be an issue?

A. Correct.
Q And so Zenna stated a conservative date.

A. The dates that we could provide the
information to them

Q At that tine.

A. Correct. Like our invoices. They are prepared
by our young lady. W seriously try to obtain them
fromthe exporters. And for sonme they could | ocate
the ol der ones, and we kept |ooking for the
information at an earlier tine.

Q I'msorry. So that neans that as the course

of this trademark opposition has gone al ong, you’ ve
searched for additional records and found that the
date of first use was actually much earlier than
was stated on your trademark application?

16
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A Correct.
(Dep. at 57-58).

Priority

As noted by our primary review ng court, “[i]n the
usual case the decision as to priority is nmade in accordance
wi th the preponderance of the evidence.” Hydro-Dynam cs,
Inc. v. George Putnam & Conpany Inc., 811 F.2d 1470, 1
UsPQ2d 1772, 1773 (Fed. Cir. 1987). However, where an
applicant seeks to prove a date earlier than the date
alleged in its application, a heavier burden has been
i nposed on the applicant than the comon | aw burden of
preponderance of the evidence. The “proof nust be clear and
convincing. This proof may consist of oral testinony, if it
is sufficiently probative. Such testinony should not be
characterized by contradictions, inconsistencies, and
i ndefiniteness, but should carry with it conviction of its
accuracy and applicability. Mreover, oral testinony given
|l ong after the event, while entitled to consideration,
shoul d be carefully scrutinized, and, if it does not carry
conviction as to its accuracy and applicability, it should
not be sufficient to successfully establish a date of first
use prior to that alleged in the trade mark application.”
El der Mg. Co. v. International Shoe Co., 194 F.2d 114, 118,

92 USPQ 330, 332 (CCPA 1952).

17
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In these proceedings, MC A and Zenna each seek to
prove a date of first use in conmerce earlier than the date
alleged in their respective applications. W find that
M C. A has established that it first used the marks TOP- GEL
and MCA in commerce in March 1986 by clear and convi ncing
evidence. MC A ’'s wtness, M. Rescigno, was famliar with
MC. A ’'s activities and his testinony was clear as to
MC A’'s first use of the marks MCA and TOP-GEL in conmerce
with the United States in March 1986. Moreover, M.
Rescigno’s testinony was corroborated by docunentary
evidence in the nature of an invoice and an air waybill for
goods shipped to MC. A 's US. distributor, Honeboys
Di scount. Further, M. Rescigno was specific concerning
MC. A’'s sales to actual custoners, and with respect to the
extent of advertising and pronotion of products bearing the
mar ks MCA and TOP-GEL. Further, M. Rescigno testified with
respect to the continued use of the marks in comrerce. The
fact that MC A did not take the testinony of any third-
parties, i.e., US. distributors or retailers, does not
weaken the testinony of M. Rescigno and the evidence
submtted in connection with his testinony. The testinony
of a single witness may establish priority if it is

consistent and definite. 2 J. McCarthy, MCarthy on

Trademarks and Unfair Conpetition §20.09 (3% ed. 1992).

18
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Wth regard to Zenna’s witness M. Wng, he testified
that he purchased a trial order of Zenna’'s MCA TOP- GEL
products “around 1985.” I n support of this order, an
i nvoi ce dated June 16, 1985 was offered into evidence. The
ci rcunst ances surroundi ng the discovery of the invoice are
hi ghly unusual, particularly in view of M. Wng' s testinony
t hat Asia Conpany’s docunents ol der than five years are
destroyed rather than retai ned because of space constraints.
Al though M. Whng testified that it is Asia Conpany’ s nor nal
practice to keep rel ated docunents such as packing lists and
shi ppi ng docunents with its invoices, such docunents were
not | ocated along with invoice. |In short, given the
ci rcunst ances surrounding the all eged discovery of this
single invoice without any other supporting docunentation,
we find that it does not “carry with it conviction of its
accuracy.”

Turning next to Ms. Shen’s testinony, Zenna certainly
cannot rely on Ms. Shen to establish that it first used the
TOP-GEL MCA mark in comrerce with the United States in 1985.
Her responses to questions concerning when she first
purchased goods from Zenna were vague and confusing. The
time franme enconpassed a range of years from 1984 to 1986
and a “long tine ago.” Moreover, no docunentary evidence
was introduced during Ms. Shen’s testinony wth respect to

Zenna' s use of the mark TOP-GEL MCA in commerce in 1985.

19
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The earliest docunents identified by Ms. Shen were an
invoice and air waybill for 1986.

Wth respect to the testinmony of M. Lin, it does not
establish that Zenna first used the mark TOP-GEL MCA in
commerce on June 19, 1985. Although M. Lin testified that
he was in charge of practically everything at Zenna, he
coul d not renenber exactly when Zenna first began
manuf acturi ng TOP- GEL MCA products or when Zenna first sold
products to conpanies in the United States. Mreover, no
docunentary evidence from Zenna’'s own records was introduced
relating to use of the TOP-GEL MCA mark in comrerce in 1985.
Al t hough M. Lin acknow edged that his signature was on the
June 19, 1985 invoice discovered by Asia Conpany, he could
not renenber when M. Whng first purchased products from
Zenna. Mbreover, as we have indicated, the circunstances
surroundi ng the discovery of this invoice are suspicious, to
say the | east.

In sum we find that Zenna has failed to establish use
of the mark TOP-GEL MCA in commerce on June 19, 1985 by
cl ear and convincing evidence. Thus, MC. A has priority in
t hese consol i dated proceedi ngs.

MC A's Mtion to Arend

In view of our finding that M C A has established that
it first used the marks TOP-GEL and MCA in comrerce in March

1986, no action will be taken on MC A ’'s pending notion to

20
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anend its application Serial No. 75056059 to assert Apri
10, 1987 as its date of first use and date of first use in
commerce. Rather, MCA 1is allowed until thirty days from
the mailing date of this decision to file a further
anendnent to its application to assert new dates of first
use.

Deci sion: Opposition No. 91100786 is sustai ned and

Qpposition No. 91104047 is di sm ssed.
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