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Qpi ni on by Rogers:

Appl i cant Brookl yn Federal Savings Bank has applied to
regi ster THE ANYTI ME/f ANYWHERE CARD as a mark for “automated
tell er machi ne services.” The involved application was
filed August 15, 1994 on the basis of applicant’s stated
intention to use the mark in conmerce. Although the record
is clear that applicant shortly thereafter began using the

mar k, the application was published for opposition w thout
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prior anmendnent to assert use of the mark in comrerce. The
application includes a disclainmer of exclusive rights in the
wor d CARD.

Qpposer CGiticorp, under Section 2(d) of the Lanham Act,
15 U.S.C. 8§ 1052(d), has opposed the application. Opposer
asserts that it has priority of use of the slogan ANYTI ME,
ANYWHERE, ANY WAY! for various banking services and that
there will be a likelihood of confusion anong consuners, or
they will be m staken or deceived, by concurrent use of its
and applicant’s marks in the marketplace. Opposer has not
regi stered the slogan on which it bases its opposition.

The notice of opposition includes the foll ow ng
al | egati ons:

3. (Opposer is and has been for many years an

internationally known provider of banking and

financial services, including electronic banking

and financial services provided by neans of

automated tell er machi nes.

4. Since at least as early as My 10, 1992,

Qpposer has used and continues to use the mark

ANYTI ME, ANYWHERE, ANY WAY in connection with its

consuner banki ng and nortgage services, including,

but not Ilimted to, automated teller rmachine

servi ces.

Qpposer al so all eges that the slogan “has becone

excl usively associated with opposer” and that applicant’s

! The record is clear that opposer actually uses those three
words in a variety of formats. At this point, we refer to the
claimed mark as opposer has in its pleading.
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use of its mark for its services “may m stakenly be thought
by the public to be a use by Opposer or with its

aut hori zation, perm ssion, consent or |icense.” Qpposer
clains it “will be gravely damaged by registration” of
applicant’s mark. Attached to the notice of opposition are
various pronotional materials; of course, these are part of
the record only insofar as they nay have been properly

i ntroduced during trial.

Applicant, in its answer, admts its address and that
it is a federally chartered savi ngs bank, that opposer “is a
wel I known banki ng/financial institution,” admts that
opposer attached certain nmaterials to its notice of
opposition, but otherw se expressly or effectively denies
the allegations of the notice. 1In fact, applicant even
deni es all egations which are not expressly stated in the
notice but may be viewed as inplicit, e.g., applicant denies
that “THE ANYTI ME/f ANYWHERE CARD, as used by Applicant, is
substantially simlar to Qoposer’s ‘ANYTI ME, ANYWHERE, ANY
VWAY’' designation.”

Applicant not only denies that opposer’s use of
ANYTI ME, ANYWHERE, ANY WAY “qualifies as service mark use,
trademark use, or any anal ogous use,” but applicant al so
asserts as an affirmative defense that opposer has failed to
denonstrate any proprietary rights in the slogan and that,

as used by opposer, it is solely descriptive and does not
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serve as an indicator of origin. As an additional
affirmati ve defense, applicant asserts that opposer has
failed to plead or show that its slogan is inherently
di stinctive or has acquired distinctiveness. Finally,
applicant asserts that there has been a period of concurrent
use of the parties’ respective designations w thout any
i nstances of actual confusion and therefore there is no
| i kel i hood of confusion.
Following a trial during which each party offered
testi nony and exhibits, and each party filed a notice of
reliance, the case was fully briefed. Though sone
obj ections were made during the taking of testinony, none
was renewed in the briefs. Accordingly, all the evidence
may be consi dered for whatever probative value it has. An
oral argunent was held in which each party was represented
and made denonstrative use of evidence in the record.
Qpposer, not being the owner of a registered mark,
“must prove he has proprietary rights in the termhe relies
upon to denonstrate |ikelihood of confusion as to source,
whet her by ...prior use of a technical ‘trademark,’ prior use
in advertising, prior use as a trade name, or whatever other
type of use may have devel oped a trade identity.” Qto Roth

& Conpany, Inc. v. Universal Foods Corporation, 640 F.2d

1317, 1320, 209 USPQ 40, 43 (CCPA 1981). This proof

i nvol ves two elenents. First, opposer nust prove its
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proprietary right and, second, the right nust have existed
prior to the filing date of applicant’s involved

application. Levi Strauss & Co. v. R Josephs Sportswear

Inc., 28 USPQd 1464, 1467-68 (TTAB 1993).

The rel evant evi dence bearing on the question whether
opposer has established existence of a proprietary right in
ANYTI ME, ANYWHERE, ANY VWAY prior to the filing date of
applicant’s application consists of the June 1, 2000
testinony deposition of Steven Hancock and exhibits
thereto.? Accordingly, our first consideration is to review
t he Hancock testinony and exhibits for evidence that may
tend to establish any proprietary interest of opposer prior
to August 15, 1994, the filing date of applicant’s
application.

The testinony includes the foll ow ng:

Q Has Citibank® ever used the slogan “anytine,
anywhere, any way”?

A. Yes.
Q Wen were you first aware of its use?
A My sense — it was about ten years ago woul d be

nmy — we’ve been using it extensively over the
years. Approximtely ten years ago.

2 The only other evidentiary subnission by opposer is a notice of
reliance on portions of a discovery deposition and on certain
i nterrogatory responses by applicant.

% The rel ationship between Citicorp and Citibank is not expl ai ned
in the notice of opposition or opposer’s brief. There is an
oblique reference to a nane change in applicant’s cross-

exam nati on of M. Hancock, and the parties have effectively
treated Citicorp and G tibank as one. So have we.
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Most of the direct testinony was utilized to identify
and introduce 81 exhibits.* Applicant, with its brief,
submtted a chart that it asserts is a summary of opposer’s
exhibits [all of which were offered into evidence during the
Hancock deposition]. Opposer, in its reply brief, objected
to our consideration of this chart. W agree with opposer
that the quantity of evidence is not so great that review of
each exhibit would be considered onerous. |In fact, each
exhi bit has been reviewed in conjunction with reading of the
Hancock testinony transcript.

On the other hand, we agree wth applicant that the
Hancock testinony regardi ng ads, brochures and other itens
nost often involved cursory identification of exhibits and
did not provide, as put by applicant, “details as to
quantity printed, date of distribution and, nost
i nportantly, whether any of the exhibits were currently in
use.” Applicant Brief p. 7. W also note that M. Hancock
did not appear to identify the distribution date for
brochures and simlar materials, or the publication dates
for ads, from personal know edge or reference to witten
records but, rather, fromnotations, often copyright

notices, on the exhibits. Hancock dep. pp. 82-84.

4 The exhi bits nunber 1-82, but there was no exhi bit nunbered 67.
Thus, there are 81 exhibits to the Hancock testinony.
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Frequently, he did not testify to any date of distribution
or publication, even when a copyright notice or other date
woul d be on the exhibit. W accept, for purposes of our
revi ew of the Hancock exhibits, that each brochure,
statenent insert or “buck slip,”® booklet, newsletter, and
the like was actually produced no later than the date
i ncl uded t hereon, whether or not M. Hancock read such date
into the record. However, where, as in nost instances, the
date is only a year, we do not consider the distribution
date to be prior to the last day of that year. Further, the
probative value of nost of the exhibits is dimnished
because of the absence, except in a very few instances, of
testi nony about the nunber of copies of each piece printed
and the | ack of substantial first hand know edge of the
Wi t ness about actual distribution.?®

We have sorted the exhibits to M. Hancock’ s testinony
into four groups and discuss themeach in turn. Qur initial
di scussion of these groups of exhibits puts aside, for the
nonment, whether they actually woul d be perceived as

featuring opposer’s purported sl ogan as a mark.

> A buck slip is a one-page printed pronotional slip used as a
statenent insert or handout. Hancock dep. p. 19.

® As with his testinony regarding date of distribution of a
pronotional piece, M. Hancock primarily relied on information on
each piece to discern the market in which it was used. Hancock
dep. pp. 82-83.
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G oup one consists of exhibits 48-66 and 68-80. These
are irrelevant to our determ nation whether opposer acquired
a proprietary interest in ANYTI ME, ANYWHERE, ANY WAY pri or
to applicant’s filing date, because they are all dated 1995
or later; or they bear no date at all and are unsupported by
testinony regarding date of distribution or publication.’

Group two consists of exhibits 31-47. O these, 31-40
all have a date of 1994 on them For each of these, except
exhibit 34, the year is part of a copyright notice; for
exhibit 34, it was sinply witten on, by an unknown hand.
Many of these ten exhibits have notations which appear to
indicate that text and/or graphics was revised during the
mddle or latter part of 1994, but there is no testinony
from M. Hancock regardi ng when, follow ng revision,

di stribution may have begun. Accordingly, as noted earlier,
we consi der these probative, if at all, of use no earlier
than the last day of 1994, i.e., after the filing date of
applicant’s application. Exhibit 42 is a transaction slip
froman “express deposit” nmachine, with notations apparently
from*“Cornell Franklin VP [and] Counsel New York Banking

Legal Departnent” indicating revision in July and August

"In addition, exhibits 68 and 69 are |engthy booklets for
opposer’s custoners regardi ng account managenent and fees.

Nei t her one features the purported slogan on its cover or in any
i nternal headi ngs or sub-headings. If it appears in the small
print of either booklet, opposer has not specified where that may
be. Also, exhibit 77, an inprinted plastic bag, does not include
the purported slogan but, rather, displays “Get a Ctibank

Mort gage by phone Anytine, Anywhere.”
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1994. Again, however, there is no testinony regardi ng when,
if at all, this revised slip was put to use. Exhibits 41
and 43 are copies of opposer’s internal newsletter from
respectively, May 1994 and July 1994; exhibits 44 and 45
al so are copies of this newsletter, from August 1994 and
Sept enber 1994, respectively. On cross-exam nation, M.
Hancock testified that opposer’s internal newsletters
“coul d” be nade avail able to custoners in bank branches.
Hancock dep. pp. 62-63. In theory, then, three of these
editions of opposer’s newsletter [and possibly all four, if
opposer distributes its newsletters in advance of their
publication date] m ght have been avail able to consuners
before or around the tinme applicant filed for registration.
Exhibits 46 and 47 are ads fromlate 1994. Exhibits 31-47,
then, are not particularly probative evidence of opposer’s
acquisition of a proprietary interest in ANYTI ME, ANYWHERE,
ANY WAY prior to applicant’s filing date because we cannot
be sure that they were distributed or displayed prior to
applicant’s filing date.

G oup three consists of exhibits 19, 28, 81 and 82.
Each of these was prepared as an itemfor internal use by

opposer.® W consider themin their apparent chronol ogical

8 The testinmony of exactly when, where and how these itens were
used is vague at best. W construe the nature of the itens
liberally, there being no objections to the adm ssibility or
content on rel evance, hearsay or other grounds, and ultimtely
wei gh these itens for what probative value they may have.
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order. Exhibit 82 is a videotape of a rally of G tibank
enpl oyees and managers which alludes to a nane change that
resulted in the christening of Ctibank, apparently sonetine
in 1992. The | ate-Cctober 1992 rally apparently was
intended to introduce the concepts behind a canpaign titled
The World of G tibanking. One speaker expl ai ned,
“Citibanking is Ctibank’s worldw de retail branch
strategy”; another explained that, to execute the strategy
“.we're marrying the access and conveni ence story of banking
— anytinme, anywhere, anyway — with the kind of advice and
expertise that you find wth a broker or a personal banking
officer.” At the end of the rally, a third speaker, with
“ANYTI ME! " “ ANYWHERE! ” “ANY WAY!” projected on a screen
behind her, led the assenbled in a cheer, repeating the
three words again and again. Exhibit 81 is a videotape of a
nessage for enpl oyees, apparently followng up on the rally
and explaining the “C tibanking” canpaign. It explains how
the canpaign will be pronoted and screens a television ad.
The ad does not use opposer’s purported sl ogan but uses the
terns ANYHOW ANYWHERE ANYTI ME. Exhibit 19 is a |ist of

“mer chandi sing el enents,” apparently for use by marketing
personnel during the second quarter of 1993. The exhibit
appears to list instructions for creating merchandi sing or
advertising pieces. One section of the instructions lists

the follow ng as copy for a poster featuring a “Cticard

10
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visual”: “HEAD: The Citi Never Sleeps® *“SUBHEAD. W'th
Cticard® bank anytinme, anywhere, any way you want.”
“LEGALS: [information about copyright notice, particular
bank, etc.]”. Exhibit 28 is, according to the Hancock
testinony, a collection of copies of slides, or sonething
akin to that, for projection at a “l| eadership conference.”
One of these includes the foll ow ng:

The conpel I i ng uni queness of Citibanking, that directly
addresses and neets the target market needs, is:

- The seam ess integration of products and service
delivery

- At all custoner contact points
- Accessible anytinme, anywhere, any way the custoner

chooses

There is no testinony that the videotape of the rally
partici pants chanting opposer’s slogan was ever seen by a
custoner, or that the internal videotape explaining the
Ci ti banki ng canpai gn was ever seen by a custoner. Likew se,
there is no testinony that the tel evision comerci al
screened in the internal videotape was ever aired. There is
no testinmony that the poster contenplated by exhibit 19 was
ever produced. Finally, according to M. Hancock’s
testinmony only “leading senior managers within Ctibank”
m ght have seen exhibit 28. In short, while these internal
pi eces all pre-date applicant’s filing date, they are not

probative evidence of technical service nmark use or of any

11
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sort of public advertising or canpaign which would have
drawn an associ ati on between opposer’s slogan and Citi bank.

The fourth and final group of exhibits includes 1-18,
20-27, and 29-30, i.e., 28 of opposer’s 81 exhibits. These
i nclude two newspaper ads, a variety of brochures, “buck
slips,” an ATMrecei pt, and a booklet titled “Deposit
Products Fee Schedule.” W have grouped these together
because they all are dated in 1992 or 1993 and are for
distribution to custoners or, in the case of the two ads,
for publication in newspapers of general circulation.

We give no weight to exhibit 18, for it includes a
headi ng and a text sentence that include only “Anytine,
Anywher e” not opposer’s purported slogan. W also give no
wei ght to exhibit 27 for, although it is clear fromthe
presence thereon of certain custonmer disclosure statenents
that it is a part of a consuner piece, it is just that, only
a portion of a whole and M. Hancock could not even identify
it as an ad, brochure, or anything in particular.

In sum of opposer’s 81 exhibits, the 32 in what we
have identified as group one are irrelevant; the 21 in
groups two and three have very little probative val ue,
because of uncertainty as to when they were published or
di stributed and/ or because they are materials for internal
use by opposer’s enpl oyees or managers; and 2 in group four

are entitled to no wei ght because, respectively, one does

12
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not di splay opposer’s asserted slogan and the other is only
a portion of an unidentifiable whole.

W now turn to consideration of what the remaining 26
exhi bits show in regard to opposer’s clained use of ANYTI ME,
ANYWHERE, ANY WAY as a slogan. 1In doing so, we keep in mnd
that “[i]t is well established that not every word is a
trademark, and that, even though a word may be used on or in
connection with goods [or services], it is not registrable
unless it is used as a mark, nanely, in a manner clearly
calculated to project to purchasers or prospective
purchasers encountering the notation in question in the
appl i cabl e mar ket pl ace environnment a single source or origin

of the goods [or services].” |Ipco Corp. v. Blessings Corp.,

5 USPQ2d 1974, 1976 (TTAB 1988). (Qpposer, however, to
prevail in this opposition, need not showthat its use woul d
support registration of the slogan, but nust show that its
use is of such a nature that it has created an association
of the slogan with its goods [or services]. |d. On this
record, we do not find opposer to have nmade such a show ng.
O the 26 exhibits we consider fromexhibit group four,
exhibits 4, 6, 9-17, 20-24, and 26 and 29° only show the
words as part of a sentence. Sone of the sentences are

headi ngs, but nost are within advertising text. [In none of

® In addition, exhibits 15 and 24 are duplicates; so are exhibits
26 and 29.

13
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these are the words set out fromthe surrounding words in
the sentence, as, for exanple, they would be if different
size type or color had been used. Exhibits 1 and 30 are
newspaper ads bearing the headi ng “How To Manage Your Money
Anytime, Anywhere, Any WAy You Choose.” Again, the words
are not displayed in any particular way to set them apart
fromthe surrounding words in the heading. Wthin the text
of each of these two ads, each of the three words Anytine,
Anywhere, and Any Way are used separately in the manner of
subheads, and a portion of the text recites G tibank’s
“commtnent” “to provide the nost manageabl e neans for
managi ng your noney. Anytine, anywhere, anyway.” Exhibit 2
has the words ANYTI ME, ANYWHERE and ANYWAY [sic] on the
cover, in a stacked, vertical format. The words are the
only words on the cover set forth in red type and in a
different typeface fromthe heading. Inside the brochure,
as in the ads that are exhibits 1 and 30, each of the three
words is repeated as a subhead. Finally, the brochure
concludes with the | egend “Anytine. Anywhere. Anyway. [Ssic]
Only Citibank has what you need to nmake banking so easy.”
[Exhibit 7 is a duplicate of exhibit 2.] Exhibit 5 a
brochure, is headed with “Manage all your noney” and in
smal |l er type sets forth the separate words “Anyti ne”
“Anywhere” and “Any way” in the nature of subheads, each

associated with a different graphic elenent. It is unclear

14
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whet her consuners would view this as one sentence with
w dely separated el enents, or as a heading and three
subheadings. [Exhibit 8 is a duplicate of exhibit 5.]
Exhibits 3 and 25 each show the words in a sentence in the
text of ad copy, but the words are each capitali zed.

None of the exhibits in group four uses the designation
“SM in conjunction with the asserted slogan; and this is so
even though many of the exhibits do use the statutory
regi stration synbol, ® or the “SM designation with other
matter in the sane exhibits. |In addition, the vast majority
of these exhibits also utilize the purported sl ogan as words
in a sentence. In such a manner of use, whether the
sentence is a heading or in the text, the words would be
percei ved as having their ordinary English | anguage neani ng
as “integral and natural part[s]” of the sentences. |pco,

supra, 5 USPQ2d at 1976; see also, Od Sw ss House, Inc. v.

Anheuser-Busch, Inc., 569 F.2d 1130, 1133, 196 USPQ 808, 810

(CCPA 1978) (Mark “buried in the body” of articles “not the
type of public exposure of a mark that woul d be expected to
have any significant inpact on the purchasing public”), and

In re C.R Anthony Co., 3 USPQRd 1894, 1895-96 (TTAB 1987)

(Four-word phrase, whether witten in small or larger print,
woul d be perceived as portion of |onger sentences or phrases
and woul d not be perceived as a service mark to identify

services but, rather, as part of the advertising copy).

15
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Qpposer’s claimthat its slogan woul d be perceived as a mark
and not nerely part of advertising copy is best illustrated
by exhibit 2 and, possibly, exhibit 5 [exhibits 7 and 8,
being duplicates of 2 and 5, respectively, do not add any
additional support].!® Finally, the probative val ue of
opposer’s exhibits is | essened by the vague nature of the
Hancock testinony and the fact that al nost universally, ads,
brochures, buck slips and inserts were identified by the

W tness as prepared for a particular market but the w tness
did not testify with any specificity as to the nunber of
copi es of any of these exhibits that were printed and/or the
extent to which custoners woul d have been exposed to the

exhibits. !

0 Exhibit 33, fromanong what we have included in exhibit group
two, is a brochure that displays “ANYTI ME. ANYWHERE. ANY WAY.”
twice in a manner arguably likely to be perceived as a mark
despite the failure to identify it wth an “SM designation
However, the earliest possible date on which we coul d consi der
this brochure to have been avail able, as derived froma notation
thereon, is “9/94.” For reasons already discussed, this is
entitled to little probative weight on the question whether a
public associati on was drawn between opposer’s services and its
asserted mark prior to applicant’s filing date of August 15,
1994.

1 1n one of the few passages relevant to distribution, M.

Hancock’ s testinony includes the foll ow ng general statenent:
Q Do you have any sense of how many copies of
brochures such as Exhibit Nunber 5 are typically
printed?
A. It depends on the business. In New York when we do
New York business it would be nillions of copies.
Agai n, used for handouts, used for people to be able
to pick themup, used in, you know, bank work efforts,
used in trade shows. Used in direct mail. |If you get
into some of the other businesses like the Illinois
business it would be in the hundreds of thousands. |If
you get into small businesses it would be tens of

16
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On the record before us, opposer has not established
that, prior to the filing date of applicant’s application,
it made use of ANYTI ME, ANYWHERE, ANY WAY as a service mark
Nor do we find opposer to have proven its allegation that
t he sl ogan “has becone excl usively associated with opposer,”
through its uses of ANYTI ME, ANYWHERE, ANY WAY in a manner
short of technical service mark use. Because opposer has
not proved that it has prior rights in ANYTI VE, ANYWHERE,
ANY WAY, it cannot succeed on its claimunder Section 2(d)
and we need not decide the question of I|ikelihood of
conf usi on.

Deci sion: The opposition is dism ssed.

t housands. Agai n, depending on the individual
busi ness.
Hancock dep. pp. 12-13.

Opposer argues in its brief that “mlIlions of viewers were
exposed to [the] television advertisenents” featuring its
asserted mark. Opposer is referring to the tel evision
adverti sement screened in the videotape for internal use by
opposer, exhibit 81. There is no support in the record for the
assertion that “mllions of viewers” saw the ad. |In fact, the
speaker in the videotape explains only that the ad was prepared
for the markets in which Ctibank does business; and M. Hancock,
in his testinony introducing the tape, does not testify that the
ad was in fact aired.
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